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Emmct Iﬁﬁi Rtle 104, (a) On tnklng np an appu-
eguon for examination, the examiner shall make 8
thorough study- thereef ; -and shall make a thorouxh
investigation of the avauable prior art relating to. the
subjeet Mter of the lnventlon sought to be pntented.

901 01 Caneeled Matter in U S Patent
Filcs S

Canceled matter in the appllcatxon file of a
U.S. patent is not a proper reference. ,

901.02 Abandoned and Forfeited Ap—
~ plications

Rule 108. Abandoned and forfeited applications not
cited. Abandoned and forfeited applications as such
will not be cited as references,

Where a forfeited or abandoned application
is referred to in an issued T.S, patent the dis-
closure of the application is incorporated by
reference into the disclosure of the patent and
is available to the pubhc. See Rule 14(;1)&

In re Heritage, 1950 C.D. 419; 639 638
holds that where a patent refers’ to and relies
upon the disclosure of a copending abandoned
ap lxcatwn, such dlsclosum is available as 8

reference.

It has also been held that where the refer-
ence patent refers to a copending but aban-
doned application which discloses subject mat-
ter in common with the patent, the effective
date of the reference as to the common subject
matter is the filing date of the abandoned ap-

hcat:on. Ex parte Clifford, 49 U.S.P.Q. 152

x parte Peterson, 63 U.S. PQ 99; and In re
Switzer et al., 612 0.G. 11.

004.01(b)
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‘ ?30& ;)f the same inventor (8 SsigT
" Published abstracts and abbreviatures of ap-
plications are references (901.06(d) ).

901.04 U.S. Patents

The following different series of U.S. pat-
ents are being, or in the past have been issned.
The date of patenting given on the face of
each copy is the ‘mﬁc&tmn date and is the one
usually cited. The filing date, in most in-
stances also given on the face of the patent, is
ordinarily the effective date as a reference (35
US.C. 102(e)).

X-Series. These are the ﬁgprbiima‘t’ely
lomomntsmsned between 1700 and July 4,
18386. y were not originally numbered, but
have been arbitrarily assigned numbers in the
sequence in which they were issued. The num-
ber should nof be cited. When copies are or-
dered, the patentee’s name and date of issue
suffice for identification. | Copies in stock are
arranged chronologically. =

1836 Series. The mechanical, electrical, and
chemical patents issued since 1836 and fre-

uently designated as “utility” patents, are in-
cluded in this series. A citation by number
only is understood to refer to this series. This
series comprises the bulk of all U.S. patents
issued. Some TU.S. patents issued in 1861 bear
two numbers but only the larger number should
be cited.

Reissue Series. Reissued patents (Section
1401) have been given a separate series of num-
bers &ereceded by “Re.” In citing, the letters
and number must be given, e.g., Re 1776.
The date that it is effective as a reference is
the effective date of the original patent ap-
plication, not the filing date of the reissue
axiflication.

. I, Series. From 1838 to 1861, patents
covering an inventor’s improvement on his own
patznteﬁ device were qiven a separate series of
numbers preceded by “A.L” to indicate Addi-
tional Improvement. In citing, the letters
and the number must be given, e.g., A.L. 113.
About 300 such patents were issued.

Rev. 18, July 1967

e.g., P.P.13. B '

o S, Mo e e

ign Patents. Patents for designs (Chap
ter % are issied under & separsie series%g;
numbers,ln@iﬁng, the letter -“D” ‘and: the
number must be given, e.g.,D.140,000. -

901.05 Foreign Patents -

All countries do not issue their patent speci-
fications in printed form. In some countri
there is a delay between the date of the patent
grant and the date of publication.. Generally,
a foreign patent should not be cited as a refer-
ence unless the Examiner has seen the patent.

Citation data pertaining to those countries
from which the most patent publications sre re-
ceived are given in the following. sections.
Additional information can be obtained from
the Scientific Library. IR
901.05(a) Citation Data =

Foreign patent publications that use Arabic
and Roman numerals in lieu of names to indi-
cate the date, show in order the day, month, and
year. Roman numerals always refer to the
month. '

Japanese patent application publications
show the date in Arabic numerals, by indicating
in order the year of the reign of the present
Emperor, the month, and the day. To convert
the Japanese year of the Emperor to the West-
ern calendar year, add 1925 to the Japanese
year. For example: 40-3-6=March 6, 1965.

Forelgn languaﬁ, alphabetical lists of the
names of the months, and of the names and ab-
breviations for the United States of America
are shown on the following page. The lists set
forth only selected, commonly encountered
foreign language names, and do not include
those which are similar to the English language
names and thus easily translatable.

In using the lists, identification of the foreign
language {except for Russian), is not necessary.
The translation into English is ascertained by
alphabetically locating the foreign language
name on the list,

The list of the foreign language names and
abbreviations for the United States is useful in
determining whether a foreign language patent
publication indicates the filing of a similar ap-
plication in the United States.
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March

Decemnber Mirg March
December TMArLO " March
April mei - May
August ottobre October
February pazdeiernika : October
February prosincs December
i February Fijna October
; February settembre September
« Janusry sierpnia August
June spna August
December styeznia Japuary
July syyskuu September
February tammikuu January
April toukokuu May
January enora February
January wrzeénia September
ﬁ.ieember zari September
y
June RUSSIAN
June
e aupoar A
ri
J:;.m aexabps December
July EBIb July
November mm: iiune
listopada November ay
lokakuu October uapT Mmh
" BorbpsL November
luglio July orTabps Qectober
lutego February ceBTAbpD September
maaliskuu March denpans February
maart Mareh AHBAPH January

Alphabetical List of Selected Foreign Language Names and
Abbreviations for the United States of America

Amerikas Forenta Stater S.U.

De Forenete Stater av Amerika 5. U.A.

E.U. S.Z.A.

E.U.A. V.St.A.

E.U.d'Am. V.8t.v.A.

Stats-Unis d’ Amérique Jer.St.V.Am(erika)

Sp.8t.A. Vereenigde Staten Van Amerika

Spoj. St.Am, Vereenigde Staten Van Noord-Amerika
Spojene Staty Americke Vereinigten Staaten Von Amerika
8tany Zjednoczone Ameryki Vorenede Stater i Amerika

Stati Uniti 4’ America
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l;:‘mnc(o) 2&% ees
a8 German, . . mm.
‘%ﬂﬂumm¥ Ausgegehen am . . . (2)

Great Britain 3% mma

Letters Patents Sealed® - | Complete specification published . . .
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}' tage gelegd op . . . (3)
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Pubblicato il . . . Pate(n:)eineetmgen PN Pubblicato i1. . .
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(o)
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(o7}
Bravetio registrato . . .
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Recent patents use;
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CHOYBABKOBAHNA OHYBIAKOBAHASA
ONHCAHHA . .. (5) ONHCAHAA
*Anncunced in O Journal; does not sppesr on patent. {2y Patent.
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“e2¢Dces not @ onémten 3
(1) Countriez which publish in more than one langusge.
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(35 Printed application.
{4j Identical data printed in both Finnish and Swedish.
5y Citation date to be used, if shown on patent.
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m’ ] éﬁm >
Indm, Ireland Japanand U. S R,, it does not;
the grmted copies of the patents. - If
ry, this information can be secure from
,,mic bemry For;» the effective dates
1 ga«t Menioundum of
\ 195 e;rodnced in 41
. at page 440 or the ective dates of

5, See the Memorandum of

25, 1965m distributed to all Examiners. Com-
ments concerning German, French and Belgian

ure in granting patents are found in Ex
parte Grischwitz et al., 188 U.S.P.Q. 505., This
?se did not involve ag;xcg;}a%nsx !éut tahf(%r of
oreign paten under 1

Germngl mtmg

ed applications have is
sued in printed form beginning September 1,
1955, ose rinted from this date up to De_
#4056, are. captionsd “Patentan.
aplmhons”mdlﬂmt:ﬁ d by the name
of the applicant, the serial number of the apﬁ)i;
cation, . and.,(tbe .date. of publication.
app,l catis ns:,— ;rxnted after January 1, 1957,

are cap ; hrift” and have an
addmonal number ‘which is larger than 1,000,
000 and which will be the number of the patent,
if issued. 'This new number should be used in-
stead of the original serial number. In addi-
tion to the above, data customa.nl;;egwen in cit-
ing foreign patents should be
applications are listed under “Other Refer-
ences” in the citation thereof.

German Utility Models (Gebrauchsmuster)
may be used as references as prior patents, but
not as prior printed publications since the full
s&cxﬁwtmns are not printed effective as of

r registration date. When necessary, the
Librarian will obtain the complete text of the
ification from the German Patent Office.
?eﬁcle of such copies is maintainéd in the Sclen-
tific Library.

Netherlands applications, unless mthdmwn,
are printed begmnmg January 1, 1964. Theg
are captloned “Octrooiaanvrage”. They shoul
be cited as Netherlands applwatzm giving the
number, date of publication, “Datum van ter
inzagelling”, name of applicant, “Aanvra
and data customarily given in citing forelgn
patents.

Certain British applications had become void
and hence lack a date of acceptance. Neverthe-
less, the% were given a number in the patent
series. The date of publication (year onlyi

en follou ing the statement “Printed for His
;ﬁ:]est 5 stauonery Office,” and this should
¢

189

year,% & vgelhir wi
requmd by ﬂm miw, malmys

the: - citation . of tha. patent.  The y
& it the head of the spemﬁeatmn ie: mther

yur of: filing or the year of & . but
“l: elther case it is the oﬂiclal demgnataon of
the

m ear prmted on: the dmwmg is nat-al:
ways ®_year: for correct - designation of the
patent. Where it is not, the correct year is
shown - by a small superior n -or expo-
nent placed to the right and above the senal
number of the patent,as—

1910-—No. - 4991 -
1912-—-No 19421 8

In instances of this kind the patent should be
cited as No. 499 of 1911 or No. 19421 of 1913,
‘Some countries issue patents of addition and
they should be i ldentnﬁeg as such and the num-
ber of the a.ddmon, patent should be cited.
"Patents of addition” generally cover. im-
provaments of a patented parent invention a.nd '
can be obtained by the proprietor of the.
invention. Inventxvenmsm relition tot lfa
ent invention need not be demonstrated an he
term is governed by the term of ‘the parent
patent.
For citation of the number of pages of draw-
- and sgaclﬁcatwn, see 707.05(e).
me foreign countries list the references
cited durm%ghe prosecution. These, esFecxall
if they are U.S. patents, may be helpful, either
as references of interest to the examiner or to
suggest an overlooked field of search.

901.05(c) Obtaining Copies.

Photocopies of foreign patents can be ordered
b}y an Examiner for placement in the shoes of a

ass in which he examines, if the patents would
be of frequent use in that class (905 .01).

901.05(d) Translation

Examiners may request transiators in the
Translation Section to assist them orally or with
written translations of any gpecifications in lan-

with which the examiner is not familiar.
(See 901.06(a), Translations—Requests for
Translations, and 903, 03, Classification of For-
eign Patenta, below.) Alternative versions of
specifications, in English or other languages
known to the Examiner, can commonly be
found. Searches for alternate versions are
formed in the Stack Service Section of the bcl—
entific Library. As a substitute for translation,
this service materially reduces the apparnt

Rev, 13, July 1967




erences, the dute to.be cited bomg the publica:

tion date. - Recognized abbrevistions of names

of ‘periodicals may: be used: in' their citation

. There are some publications kept :or’circu-

- lated:in ‘every group and ‘each :assistant Ex-

aminer -ascertain which are available:in
y

his group and whether or not any of them is
llk(fm topbear ‘on any class assigned to him. -
901.06(a) Scientific Library

The technical literature, foreign patents and
services supplied by the Scientific Library are
important to the Examiner for two primary
reasons. In the first place, they provide ma-
terial which must be known or searched to de-
termine whether claims of applications are di-

y ‘anticipated, and therefore unpatentable
under the provisions of 35 U.S.C. 102. In the

second place, ‘in cases in which the primary
search indicates that the% is some novelty as
compared to any single reference in the art, the
library handbooks, textbooks, periodicals, re-
ports and other materials assist in deciding the
quéstion of patentable invention (35 U.S.C.
103). They enable the examiner to make a fur-
ther study to determine whether the features
novel in the particular combination searched
would be obvious to a person skilled in the art
from the general state of knowledge as reflected
in the technical literature, _
MATERIALS AVAILABLE
Foreign Patents
The Library receives foreign patents by ex-
change from almost all countries which issue
rinted lgltents. These patents are bound into
k collections which include one set arranged
in numerical order and, for most principal
countries, another set in order of the classifi-
cation used by that country, . The date of re-
ceipt of each patent is stamped on the first
(i.e., numerically arranged) copy of the patent
and in a ledger. To ascertain whether a copy
of a foreign patent has been received inquiry
should be made of the Stack Service Section.
The Library has a set of officially published
abstracts known as British Abridgments.
These are classified according to broad subjects.

Foreign Patent Journals

Most forel,%l countries issue official patent
and trademark journals corresponding to the
Official Gazette. Patent journals are shelved
under country names in the patent collections,

Rev. 18, July 1067

fieMds of applied_technolég

- A representative slécion of baoks published
it the United States and Great Britain’in the
plied technology'is systematically
acquired by the Library. I addition to the
English langiiage’ books, there is a modest se-
ection from French and German literature,
mostly in the field of chemistry. There are
also collections in the various examining ‘g‘r‘m'xgs
of books and trade catalogs pertinent to the
arts which they examine, The Design Patent
Group has’ a great' ‘many manufacturers’
In selecting books and periodicals to be or-
dered, the Librarian and his staff obtain as-
sistance from members of the Examining Cor;‘ife,

and suggestions ' concérning miaterials to
obtained are welcomed at any time. A monthly

list of accessions is'circulated to all examinmg
ﬁn& at the beginning of each month an

the books are placed on inspection in the Li-
brary for several weeks thereafter. 'Duplicate
copies of books'on this list, or any other per-
tinent book, may be ordéred by Examiners for
use in ths iroup’s by addressing a memoran-
dum to the Librarian over the signature of the

Primary Examiner.

Thelgooks and trade catalogs procured for
permanent assignment to the examining groups
are recorded in the Library’s main cata]o% and
copies of these books usnally are availa le in
the Library. ‘
Technical Periodicals

Over 1,500 technical periodicals are received.
These include publications of many important
scientific and technical societies. The list in-
cludes a number of titles in the design patent
ficld and in fields of interest to non-examining
areas of the Office. - : ‘ -
Most of the periodicals received by the Li
brary are circulated to examining groups.
Once each year the Library sends to each group
a list of all titles currently circulated to them
with request for suggestions for changes. This
systematic procedure does not preclude the re-
uesting of subscriptions for new titles at any
time, and the Library itself will occasionally
add new titles. The Library is alert to new
periodical publications and it aox&uires sample
copies which it sends to groups likely to be inter-
ested with a request for review and recommen-
dation.
An important part of the duties of each Ex-
aminer involves constant inspection of non-
patent literature pertinent to the class or classes




" y the order. form shouls b, -
ndmg the ndme of the publication, tjae pnd

pages desired, and ‘éach class
Kk 3% °in’ which: hé desires a copy, and the
order approved by ‘the Primary Examiner.
The ordex should be ‘sent to the Document Serv-
ices Branch (with. the publication where

possible).

Téchmul Documents

Almost all unchaalﬁed and declassified tech-
nical documents issued by the Atomic Energy
Commission and agencies such as the Office of
Technical Services, Armed Services Technical
Information Agency, National Aeronautics and

» Administration, and the National Bureau
of Standards, are reeewed o

o AmsmSnAncmm

Encyclopedxc works, publwhed mdem and

- vehicles which assist searches in

patents and technical literatures are constantly
increasing in number and quality. The Library
welcomes ions for acquisition of avail-
able or forthcoming aids to searching. In con-
dnctmg hbrary searches, examiners are encour-
lement their own familiarity, skill,

and avalln tirne by assignments to patent aids
and by queries addressed to the Circulation and
Reference Section of the Library (Ext. 2500).

Carp CaTarogs
Main Catalog

This card catalog is located in the Reference
Room and lists all materials in the Library, the
Law Library and Examining Groups except
patent specifications and Atomic Energy Com-

mission documents. If an examiner finds that

the book he desires is not on the shelf he may
be able to ascertain through the card catalog that
another copy is available elsewhere in the Office.
Examiners sometimes acquire material inde-
pendently of the Library, and it is important
that any such material should be sent to the
Library’s Technical Processes Branch for cata-
loging to assure that it may be recorded for the
benefit of the entire office,

The Library of Congress classification scheme
is used in classifying the books, bound periodi-
cals, and documents other than those of the
Atomic Energy Commission and the books in
the Law Library. A printed outline of this

141

e o e

, ‘not yet. been bou_nd L
Iphabetical order. At
 honat o e
~of boun
and foreign patent anglgmdemark Jonmds.

is a separate card listi

Catalog of Atomic Energy.
| Commission Documents
This catalog is separate from the main card
catalog and lists unclassified and declassified
AEC documents by series. Publication of these
cards was terminated on July 1, 1959, but in-
formation of this kind from pubhcatwns sub-
sequent to that date can be obtamed from
Nuclear Science Abetracte .

Underwood Card Dlgest.

This is a card catalog of patent decisions
made by the Commissioner and by the various
courts. Each card contains a digest of the
decxsmn

mer Services
Forelgn Patent Information

Upon request made to the Circulation and
Reference Section (Ext. 2500) the Library will
procure individual typewritten copies of patents
from countries which issue, but do not print
them. Where applicable, the dates of o
to inspection, of issuance and of publication will
be requested of the foreign patent office. The
copy of each patent so acquired is retained in a
special file in the Stack Service Section, and a
photocopy thereof is submitted to the examiner.

Technical Documents

When technical reports, such as those pub-
lished by U.S. Government agencies and their
contractors are desired, the Library should be
provided with all necessary identifying data,
including the report number if available. The
Library will obtain printed copies whenever
they are available but it may sometimes be pos-

sible to obtain only a microfilm or microprint

copy.
Rev. 1, Jan. 1064




copy is used to
they are sent to the groups for recommends-
t,ieén’?s a8 to retention. They must be returned
to the Technical Processes Branch of the Li-
brary with information as to whether the
groups wishes to retain them. If they are to be
retained by the group, they will b'e'"cq’taloged
by the Library and returned; otherwise they
may be sent to another group.
’Fhe Technical . Branch will assist
examiners who wish to build up collections of
catalogs or:circulars pertinent to their arts, by
writing for copies to companies listed tinder
pertinent subject headings in Thomas’ Register

acRae’s

of American Manufacturers end M,

classifications, an alph:&lml%st .of trade
names, brands, etc.; international trade section,
boards of trade, and other commercial organi-

zations, leading trade papers; and volume 4 is

the contents of the first three volumes.
Mioro-Oatalogs, consisting of a film view
machine and a set of catalogs of about 245
American manufacturing firms in the form of
sheets of microfilm, is available in the Reading
Room (Room 1895) near the 4-volume 7'homas
Register of American Manufacturers, which
serves as an index for the file. MacRae’s Blue-
book is a comprehensive listing of sources of
industrial equipment, products and materials,
alghabetically arran by produet headings.
The principal arrangement is by subject and
there is also an index to advertisers. The Ex-
aminer should be aware of Sweet’s Catalog
Service, an annual publication which consists
of six separately bound files of manufacturers’
catalogs covering architecture, engineering,
process industries, mechanical industries, power
plants and product design.

Loan of Books and Other Publications

General

All Library materials other than the books
in the main reference collection in the Refer-
ence Room (1895) may be charged out at the
circulation desk. Materials should be kept as
briefly as possible, and ordinarily no longer
than two weeks. Since all library materials
are used for reference purposes, none may be
taken outside of the Commerce ﬁuilding. Ex-
aminers may use the Commere Department
Library but may not charge out its books.

Rev. 1, Jan. 1984

copies of this type of mater:al sre received and -

providing'a product finding ggide to

 request the Circulstion and . Reference
on will borrow from other libraries ma-
erials not gvailable in the Scientific Library.
In return for this service, the Library loans
its materials to other libraries in'the District
of Columbia so that occasionally an Examiner
may find that the item he:desires is unavail-
able. These materinls which are out on inter-
library loan may be recalled for the Examiner
if required for immediate use. To borrow
books from another library is costly in terms
of both time and effort; therefore, it is library
policy not to borrow materials unless strictly
gmnent to official use. . Law books cannot be
rrowed by the Library for use by Examiners
in connection with law courses. '
When a book or periodical is borrowed from
another library, and cited in an office action, a
mwp? of the portion cited should be or-
: - immediately snd placed in an appropri-
ate class and subclass. . This class and _bcfass

should be cited in the office letter. A separate

file of duplicate photocopies of borrowed refer-
ences is maintained in the Stack Service Section.

Reference Services
General L - :

The staff of the Circulation and Reference
Section (Ext. 2600, Room 1895) will assist ex-
aminers in the use of the card catalogs and
other resources of the Library, in pointing out
Egbhcations which will help the examiners de-

e the limits of the field of search, and in pro-
viding information for use in prior art searches.
Upon request, it will provide bibliographies on
given subjects. As requested by examiners, it
performs searches in foreign patent journals to
ascertain the dates of opening to public inspec-
tion, of grant or sealing, and of publication of
specified forsign patent applications.

Procurement of Patents _

The Circulation and Reference Section will
initiate action to procure specified foreign pat-
ents which are not in the Library’s collections.
(See 901.06(a), LIBRARY SERVICES—For-
eign Patent Information, above.)

- Publication Dates of Nonpatent Materials

Requests pertaining to the earliest date of
publication or first distribution to the public
of publications for which this information is
required should be made to the Circulation and
Reference Section. A duplicate copy of the
reply incorporating this information will be
forwarded to the examiner.




g the Staek Sernce Sectmn of the betm
(Bxt.9410). -

Reqmts for. Tmmlattmw
Examiners may consult the Translatxon Seu—
mmatany umeforoulasmstancemtrms-
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patenty Wimiwﬂi

- requiived; mqnest ghonld: b
Ghiaf Librarian. slatio
all of the ‘principal Ex -
from Japanese. “The: L:brary will have ré-
quire translatwns from other langmg% mtde
C'anl Index of Availadble Translations

This index lists all translations which have
been made by the Translation Section of the
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Dection. @&?m%s!ati ‘
ndexed by country, patent cr trademsark num-
ber, and patentee or author. A copy of any
translations coming to an examiner from out-
side of the Office should be furnished to the
Translation Section 8o that it may make a copy
for its files. In this case the source is indi-
cated on the translation so that it will not be
certified s an official translation of the Patent
Office.

All examiners are provided with a pamph-
let, “The Patent Office Scientific Library,”
which gives further details concerning library

services.
901.06(b) Borrowed Publications

Whenever it is necessary to borrow reference
material from other libraries including the
main Commerce library, for official use, or to
obtain catalogues, bulletins or other literature,
a letter to this effect is sent to the Librarian,
Scien)tiﬁc Library. (Basis: Circular of Qct. 7,
1922,

A PHOTOCOPY SHOULD IMMEDI-
ATELY BE ORDERED OF THE POR-
TION OF ANY BORROWED BOOK
WHICH IS CITED IN AN OFFICE AC-
TION. SUCH PHOTOCOPY SHOULD BE
PLACED IN AN APPROPRIATE CLASS
AND SUBCLASS AND SUCH CLASS AND
SUBCLASS MUST BE CITED IN THE
OFFICE LETTER. See 707.05 for citation
data.

As the Examiner currently inspects non-
patent literature pertinent to the class or
classes that he examines, he should fill out a
form PO-250 for each item or part thereof
that is essential in connection with search in

his arts. The publication, the particular pages

desired, each class and subclass in which he
desires 2 copy and the other information on
the order form should be given and the order
approved by Primary Examiner.

The order should be sent to the Manuscript
and Lithographic Branch with the publication
(where possible).

A reasonable effort should be made to avoid
duplication of disclosures that are patented or
about to be patented. (Basis: Notice of Octo-
ber 31, 1949.)
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Care must be taken not to refer to thess pub-
Lications as patents; they should be designated
as A.P.C. pubhshe(i applications. =~

An AP.C. published spplication may be
used by the examiner as s basis for rejection
only as a printed publication effective from the
date of publication which is printed on each

copy.
;ﬁne_mmmer of citini
tions is as follows:

one of these publica-
P.C. Applicetion of
blished ....---

e A e D o 2 S e o o

Before citing any A.P.C. published applica-
tion, and before each subsequent action, the
examiner should verify. whether the applica-
tion has become abandoned or patented. If it
has become abandoned, the exzminer’s action
should state this fact. If it has become pat-
ented the patent is to be cited. The patent
should be substituted for the printed applica-
tion as the basis for the rejection unless the
date of publication is material. (Basis: No-
tice of May 14, 1943.)

The Scientific Library contains a complete
set of A.P.C. published applications arranged
numerically in bound volumes.

901.06(d) Abstracts of U.S. Applica-
tions

For a period of years, it was possible to

have an aﬁtract of an abandoned application

published, containing a brief description of

the subject matter and a figure of the drawing,

if any. See 711.06 and 711.06(a).

Additional copies of abstracts may be ob-
tained by a request directed to the Classifica-

tion Group, identifying the desired abstract by
serial number, and date of publication, and by
giving the class and subclass in which the
added copy is to be placed. The forms used
in ordering copies of U.S. patents may be

employed.

’Phe Classification Group has a set of ab-
stracts arranged by serial number for ready
reference when only the serial number 1is
known. (Basis: Notice of August 10, 1949.)

901.07 Arrangement of Art in Examin-
ing Divisions

In the examining divisions the U.S. patents

are arranged in shoes bearing appropriate la-




erence.” These are patents which are clarsified
in. other. clagses . or. 3es_but which have

disclosures pertinent, tothe subels

with the copies of the original patents to sim-
plify the tasks of searching and filing. Soft

copies which no longer are of any value to the

art in which: they .are located
carded. - ‘ L
Copies of foreign patents are usmllfy kept in
shoes separate from and immediately followin
the U.S. patents and are preferably arranged
numerically without regard to country.
Non-patent  publications ' or photocopies
thereof "containing disclosures for particular
subclasses, if numerous, should be filed in shoes
following the foreign patents, otherwise at the
bottom of the last shoe of foreign patents.

1d be dis-

901.08 Borrowing References

P wd” e &ty A

The search files in each'
should at all times be complete, W1 they
are incomplete, the Examiners using such files
and relying upon their completeness may miss
valuable references. References removed from
the files whether for use in the division or
otherwise should, of course, be promptly re-
turned. , o ,

The following is established as the uniform
Office practice in borrowing references (do-
mestic and foreign patents and publications) :

a. References may be borrowed and charged
for & maximum of two days. In all possible
instances, the references should be returned in
less than two days, preferably in a few hours.
It is the responaibility of the chief of the bor-
rowing division fo see that all borrowed ref-
erences are returned within the time indicated.

b. The file clerk of each division shall re-
view the charges each morm'n? select all
charges over two days old and collect the cor-
responding borrowed references. The file
clerk shall re to his chief for appropriate
action any failure to obtain overdue references
and any instances where it is necessary repeat-
edly to collect overdue references.

c. In the case of domestic ts, when it
appears that they will be needed for more than
two days, particularly where future use is in-
dicated, soft copies should be ordered, but the
references ma borrowed for immediate use,
if this will facilitate an action. The Patent
Copy Sales Branch should give prompt service

i subclamses in. which.
they are: placed as croes references. . Croes ref-.
erence copies may be filed in.the shoes along

; R T R B ‘P y : LS. i
should” be substituted ‘at once and marked--
“Keep until original is found.” - When'it defi-
nitely’ appears that the original is" lost, the
Classification Gfoup. 'shoulgd 3 nmﬁe%ind T8-
quested: to supply a mounted copy.  When re-
ﬁl&d, this lls;pg:bstxtnmd for % ‘soft :op .

@ original copy is subsequently foan ]
subst.ltmlt.legl oo?g aﬁzuld ‘be removed from  the
file and discarded. ' -

902 Official Publications and Indices
of U.S. Patents o -

902.01 Manual of Classification

The Manual of Classification is published in
looce-leaf form, and supplementary sheets con-
taining changes are issued from time to time
to replace the original sheeta. . .~ = .

All manual changes are effected by s series
of Classification Orders each of which is car-
rently published in the Official Gazette to the
extent necessary to keep the manuals up to
date. As these changes are published, each
Examiner should enter them in his manual,
so that his manual will at all times be com-
plete and up-to-date. As supplementary sheets
are issued, the old sheets should be removed,
and the new sheets substituted therefor.

There are over 300 classes of utility inven-
tions each havin%a; title descriptive of its sub-
ject matter and being identified by one of a
series of class numbers (some numbers of the
series are blank and not presently assigned to
any class). Each class is subdivided into a
number of subclasses with each subclass bear-
ing a title descriptive of its subject matter and
being identified by a subclass number which in
many instances will include decimal fractions.
A comﬁxlete identification of a subclass requires
both the class and subclass numbers, the class
number appearing first and the subclass num-
ber second, e.g., “103-161" identifies Class 103,
Subclass 161.

The Manual of Classification has the follow-
ing parts:

A Brief Statement on the Use of the Manual.

Classes Arronged by Related Subjects. Tab-
ulation of classes, in which the classes are ar-
ranged in five major subject groups, with the
classes listed under each group by relationship
of subject matter. This tabulation is for the
purpose of assisting the user in finding the
main clags pertinent, to his search.

Rev. 4, Apr. 19656
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; to numerical soqnenee. ‘This is not
tme oﬁ the utili

lphabetical t;ndear Words and phnsesy

(frequmtly called titles) identifying v:nous
of patentable subjects

alphabetical order, with the citation of & class

or both class and subclass in which subject

matter identified by the title will be found

902. 02 Definitions

All of the utility classes (i.e., classes devoted
to tec
have deﬁmtlons
has definitions.

Such definitions state the subject matter that
is found in each defined class and subclass
much more licitly than it is
state in short ass and subclass tit

‘Each examining division has a set of deﬁm-
tions and there are several sets in the Pub-
lic Search Room. Additional or replacement
sheets incorporating all changes and additions
are issued from time to time and should be
promptly added to each set of defimitions.

902.02(a) Search Notes

The definitions have search notes as a part
thereof; namely, notes giving information as
to where subject matter related to the class will
be found (such notes appearing after the class
definition), and also notes as to where subject
matter pertinent to the subclass will be found
(appearing after the subclass definition).
These notes are intended to indicate both the
relationship and the difference between the
separately classified subjects.

Such search notes are not exhaustive and
should be regarded as suggestive of additional
fields of search but not as limiting the search.

902.02(b) Search Cards

In one shoe of each defined subclass in both
the examining division and the Public Search
Room is a “Search Card” having the definition
of the subclass and the search notes if any.

902.03 U.S. Patent Classification In-
dices

one of the desxgn cla.ms

The following indices of U.S. patents are
available and may be used to obtam classifi-
cation data of U.S. patents:

Rev. 4, Apr. 1065

hnology) exce Jb a, few unrevised clagses

ble to

{ gginal: eiimiﬁeahm' 'Jégl in
Search Room and in

amnﬁad ' in
ofboth ‘original and o alymmfmneed
domestic patents is on file in the Machine Tab-
ulating- Brancb of the Admunstratm Semees
Division.

In each of the above, thom isa se rata in-
dex for each series, X, 1836, AT, Re, PP and D.
For the present ongmal clamﬁcnhon call Ext.
3822. For official cross references of a given
patent call Ext. 2352 ‘

902.03(b) Blue Slips

The “blue” issue or classification slips (Form
P0—270), starting with patent' number 1,987,-
000, RE. 19,228, D 126,796, P.P. 1, and for a
subsequently issued patents, and contammg the
original classification and cross-references or-
dered at time of issue are on file in the Service
Branch, Classiﬁcation Group. N .

902.03(c) . Subeclass Llsts

Cards representmg all U.S. tents ATTAN
by class and subclass, are available in punched
card form in the Machine Tabulating Branch

.of the Administrative Services Division.

Tabulated lists for each subclass can be ob-
tained, one list for originals and one list for
cross-reference and published abstracts of U.S.
applications.

902.03(d) Count

In the Service Branch, Classification Group,
is maintained a subclass “count,” giving the
number of U.S. patents ongmally assified in
each class and subclass, and & corresponding
“count” for cross-referenced U.S. pstents.

902.04- Classificztion Orders and Bul-

letins

Classification Orders are issued from time to
time giving all changes in the classification
that have been made officially, including every
change to be made in the Manual of Classifica-
tion or in the definition books.

Photolithographed copies are dlstmbuted to
all examining divisions for immediate use

Each order, except for those portiong
taining to the amendment of existing de 1-
tions, is subsequently printed in the Official

Gazette.
These orders are from time to time collected

146




903 Classifiecation’
903.01 Statutory Authority = -

The statutory authority for establishing and
maintaining a classification is given in the fol-
lowing statute, which states: =

35 U.S.C. 9. Classification of patents, The Com-
missloner may revise and maintain the classification
by subject matter of United States letters patent, and
such other patents and printed publications as may
be necessary or practicable, for the purpose of deter-
mining with readiness and accuracy the novelty of

inventions for which applications for patent are filed.
(Act June 10, 1888, ch. 430, sec. 1, 80 Stat. 440.)

903.02 Basis and Principles of Classi-
fication ‘ ‘

The basis of classification used in the U.S.
Patent Office, the principles followed, and the
reasons why such principles were adopted are
set forth in the booklet Development and Use
of Patent Classification Systems, which is avail-
able in each Art Unit. Since classification is
the basic tool of every Examiner, this booklet,
particularly as it relates to the present classifi-
cation system, should be carefully studied.

Unofficial subclasses and digests made by
patent examiners, if made in accordance with
the plan of classification, could be defined and
issued as an official part of the classification.

Relative to all such work, the patent exam-
iners doing the same are directed to consult
the Examiner of Classification having jurisdie-
tion of the class to the end that, when the work
is completed, it can be defined and made offi-
cial. (Basis: Notice of August 22, 1949.)

903.02(a) New and Revised Classes

The establishment of new classes or sub-
classes and the revision of old classes are done
under the supervision of an Examiner of Clas-
sification.

When an old class is to be revised, or a new
class formed, an assistant EKxaminer who has
been examining applications in the art involved
may be transferred from the examining divi-
sion to & classification division for the reclassi-

fying work.

T Reaminer parforming the reclassifis-
?gvmmai mboimwne ogpmottfl;sm
nt elassificat yol j either ,,:Mm’“,iﬂgm ez With
pings,

w': i < e i ‘v-‘ ' ~ .3 ! v * &
ﬂmmies, r etudy and successive groupings,
he develops an arrangement of the pateats
which is satisfactory f mmhmg o
-The lines marking ‘the oonfines of the new or
revised class and its subclasses ave determined,
and appropriste definitions drawn, all'subject
to the supervision and approval of an Exam-
iner of Classification and to the final approval
by the Commissioner. Then the Examiner’s
and the Search Room’s copies of the patents
i::l;&fd 1(111 the new clafss ar% loollecttgg, ar-
and stam conforma to new
classification. Ogggl cross-refergnces are also
pr’o&ared and appropriately stamped. - -
e patents comprised in the new class are
ﬁqtered upon the numerical and subclass in-
ices.

Notification of the new class or subclass is
publigshed in the Official Gazette, and Sui)ple—
mentary sheets necessary to correct the loose
leaf Manual of Classification are published.

Definitions of all revised classes and sub-
classes are found in the Classification Bulletins.

903.02(b) Scope of a Class

In using any classification system, it is nec-
essary to analyze the organization of the class
or classes to be included in the search.

The initial analysis should determine which
one or ones of the several types of subject mat-
ter (manufacture, art, apparatus or starting
material) are contained in the class being
considered.

Further, relative to each type of subject mat-
ter, it is necessary to comsider each of the
various combinations and subcombinations set
out below:

Feature Combined with Basic Subject Mat-
ter for Some Added Purpose. The added pur-
pose i3 in excess of the scope of the -ubject
matter for the class, as defined in the c.. s defi-
nition, e.g., adding a sifter to a stone crusher
which gives the added function of separating
the crushed stone.

Feature Combined to Perfect the Basic Sub-
ject Matter. Features may be added to the
basic subject matter which do not change the
character thereof, but do perfect it for its in-
tended purpose, e.g., an overload release means
tends to perfect a stone crusher by providing
means to stop it on overload and thus prevent
ruining the machine. However, this perfect-
ing combined feature adds nothing to the basic
character of the machine.

Rev. 9, Jul. 1968




o i

. Basia' Subjevt Matéer: - The combinstion; of
mental character of the subject msiter trveated,

& o

e.g., & stone crusher: requires a minimun num-

ber of features:as essential before it can func-

m“s‘mbu v FIYAYY spimten o e :
Subcombinations Specialiced to Basic Sub-

ject Matter. . Each type of basic subject matter

osll upon its tranglators for

nes to be provided st the

ia.. . Examiners are accordingly

‘encouraged {0 reguest this help. by contecting

- the, Translation Section. by phone (Ext. 2689,

4668, or 4669). Examiners are privileged to
ask for specific translators if they so desire.

Foreign patents should be classified within
two weeks after receipt from the Library.

may have subooinbinations specialized to use

therewith, e.g.
er. R T o : L
Subcombinations of General Utility. Each
type of basic subject matter may have sub-
combinations which have utility . with other
and different types of subject matter, e.g., the
machine elements of a stone crusher. Subcom-
binations of this character usually are provided
for in some general class so that the Examiner
should determine in each instance where they

are classified. :

903.03 Classification of Foreign
ents ~

Foreign patents are now distributedj]l;‘y the
Translation Section of the Library to the Exam-
ining Groups without control or record forms,
and they should be marked by the examiner
and assigned to the proper class and subclass
without recording. It is helpful if the copy
is either folded or disassembled and re-stapled
so that the most significant sheet of drawing is
e when the copy is in the shoe case.
NOTE: Since the Library retains copies of
these and other foreign patents (See 901.06(a))
a desired foreign patent, known by country and
number, can be inspected in the Labrary or pho-
tocopies ordered. en a foreign patent is not
Eroperly classifiable in the group to which the

ibrary sent it, the examiner should transmit it
to the group in which he considers it to be classi-
fiable, or, if he knows of no such group, he
should return it to the Library. Any indication
of classification made by the Library is advisory
only. and the final decision as to where the
patent is to be placed will be made by the
examiner in whose art it is found to be classi-
fiable. Foreign patents should be discarded
by the Examining Grou})s without return to the
Library when the{ are found to be exact dupli-
cates of either foreign patents or domestic
patents. Such foreign duplicates are discarded
to minimize the number of patents to be in-
spected in making searches. )

When a partial translation is desired, return
the patent to the Translation Section, Scien-
tific Library, Room 1898-A, with the word
“Title” or “Claim” or other specific portion
indicated thereon.

The Library invites examiners confronted
with language problems in classifying foreign-

.the crusing element of a stone

Pat-
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Time spen in classifying foreign patents is
allowed in computing f}i’utllg examiner’s output.
The method: in classifying foreign patents
and the assignment -of such work among the
examiners of the group are left to the Super-
visor. The hours spent by each examiner on
this work are noted on the individual examiner’s
record of “Other” time (PO-690E). (Basis:
Notice of September 24, 1940, Notice of Au-
gust 3, 1960, and Notice of May 25, 1961 and
otice of Gctober 17,1963.)

903.04 Stamping of Examiner’s and
Search Room Copies

“‘Before ‘each ‘spplication in“issué becomes a
patent, the Issue and Gazette Branech forwards
the issue slip and the printed Examiner’s and
Search Room copies of the patent to the Clas-
sification Group for stamping and recording of
the classification of the patent, preparation of
cross-references and transmittal to the Exam-
iner and Search Room on the date of the
patent.

After they are so stamped and recorded. the
photolithographic copies are retained in the re-
spective classes in the groups and no ¢
in the classification or the arrangement of the
copies are permitted except as set out in 903.05.

e classification printed in the heading of
{Jatents issued since 1933 cannot always be re-
ied upon to be the present original classifica-
tion, since this _data is obtained from the file
wrapper of the application at time of issue and
will not reflect any changes in clasification
made after the issnance of the patent.

903.05 Transfer of U.S. Patents

The transfer of official copies of U.S. patents,
either original or cross-reference, from one
class or subclass to another requires the ap-

roval of a Classification Examiner. (Basis:
Notice of February 20, 1918.)

Examiners must submit to the Classification
Group all questions of transfer of patents.

When an Examiner desires to transfer offi-
cial copies of domestic patents to a different
class or subclass, he should have a memoran-
dum list prepared for signature of the Primary
Examiner of the numbers of all patents which
are to be transferred indicating only the class




and subolass lx:mvhiﬁhmhantobe
Both origina roperly identified offficial
cross-references msy’pbe included in the same
list and these may involve transfers to or from
ifferent classes or subclasses.

any number of
Additional cross-reference copies of any listed
tent may also be requ This list with

¢ Examiner’s copies of the patents is routed
through any other group involved for its
prompt approval or comment and is forwarded
to the Classification Group.

In those instances where a transfer is a
proved by a Patent Classifier, the class and su
class designations on both the Examiner and
Search Room copies of the patents are chmfed
and the numerical patent index and subclass
lists are altered to agree with the new classifi-
cation. When the transfer is not approved, the
copies of the patents will be returned with

149-150

" also render incorrect

903.05

. notification thereof. (Bassis: Notice of

March 9, 1953.)

. Unsuthorized transfers render the subclasses
in the Public Search Room no longer du-
plicates of thoge in the Examiners’ rocms, and
g t the official numerical
index and subclass lists. (Basis: Notice of
Februsry 20, 1918.)

When it becomes necessary in the course of a
transfer to remove copies from the files in the
Public Search Room, a dummy a little longer
than a patent copy is substituted therefor, and
the identification data of the patents with-
drawn are written thereon. This dummy is
amended if the patents are returned, and
should all be returned the dummy is removed.

The procedure for transfering an entire
class or subclass from one group to another
is given in the Manual of Clerical Operations.

Rev. 1, Jan. 1964



e to each’
 class and subclass in which it is,
each should be cross-referenced.. =~
'b. The preferred mode of ordering a cross-
reference where the Examiner has a soft copy
with the inent portion marked, is to indi-
cate on the marked soft cop_y;" the class and
subclass in which it is thought it should be
cross-referenced.. ' Such soft ‘cop& should ‘be
forwarded to the Classification (Rroup where
it will be promptly inspected, the necessary
" action taken and the soft copy returned within
two days of its receipt. (Basis: Notice of
April 6,1948.) = =~ ;
903.06(a) Discovery of New Cross-
. Referemces '
Patents which are useful as references may be
found either in the course of a search or from
inspection. of the Official Gazette each week.
Soft copies may be placed in the Examiner’s
search files. However, if they contain disclosure
properly classifiable in an official subclass, they
should be given the status of official cross-ref-
erences in accordance with 903.06.

903.07 Classifying and Cross-Refer-
encing at Allowance or Before
Issue

It is the duty of each Primary Examiner to
personally review the classification and cross-
referencing made by his assistants of every ap-
plication passed for issue and to initial the blue
slip to show that this review has been made.
(Basis: Order 2357 and from Memorandum of
Feb, 18, 1952.)

Both the blue issue slip (PO-270) and the
file wrapper provide spaces for an “Assistant
Examiner” and for a “Primary Examiner” to
write their initials or signature.

Examiners with full signatory authority who
act on an application themselves and send it te
issue should initial the blue slip and sign the
file wrapper only in the “Primary Examiner”
space. A line should be drawn through the
“Asgistant Examiner” box to make it clear that
the absence of an initial or signature in the box
was not an oversight. (Basis: Notice of June
18, 1965.)

The initial classification of pending applica-
tions and the drawings thereof will have been
indicated in pencil by the Primary Examiner.
See 903.08(b).

0% A& nwm SRR ERN
correct official classification should
. le and drawing of each appli-
cation when passed for issue.  Unofficial sub-
classes (not established by clessification order)
should not be indicated on the file wrapper or
drawing. (Basis: Notice of Mar, 31, 1914.)

The examiner fills out a blue slip (PO-270)
or a salmon slip (P0O-328) in the case of de-
signs to indicate the class and subclass in
which the patent should be classified and also
the classes 1n which it should appear as a cross
reference. Unofficial subclasses should not be
indicated on the blue slip, neither as original
nor as cross-refefence. The Examiner attaches
the blue slip to the inside of the left fold of the
file wrapper to be forwarded to the Issue and
Gazette Branch. (Basis: Order 2052, and
Memorandum of May 14, 1952.)

“The Examim;l;"‘ also ‘exélters thehclassiﬁcation
appearing on the issue slip in the space pro-
v?«fee;l on the front of the Ela and in the space
provided in the stamping at the left margin of
the drawing. Care should be exercised to see
that all three entries of the classification are
correct and in agreement, particularly after
any alteration of one entry, for otherwise the
patent will be printed with an erroneous clas-
sification or improperly positioned in the Offi-
cial Gazette.

All Examiners are requested to fill in the
class and subclass on the drawings in large
numerals using as much of the space provided
as feasible. In this way the filing of drawings
and subsequent searching by the Issue and
Gazette Branch will be greatly aided. (Basis:
Memorandum of January 5, 1953.)

Resupmission

The original classification assignment of an
application may have involved a “borderline”
situation. The file wrapper of such an anplica-
tion will be stamped, “RESUBMIT TO
CLASSIFICATION DIV. ——, ete.”, the
stamp appearing below the Interference Search
box. A “Special” tag should be attached to the
file when resubmitted. Note that there should
be no resubmission if there is, at the time of
allowance, no longer any doubt or dispute about
the proper classification. (Basis: Notice of
January 14, 1965.)

In the case of oversized patents, where unly
a minor portion of the disclosure is pertinent
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- ek ‘a8 to which sheets
- the patent should constitute the digest.  "Where
- anofficial Classification Order affects an’appli-

cation already %asued to issue, the Classification
Group makes the necessary changes on the file
wrapper, blue slip, and drawing, if any. The
Clerk of the Examining Group is notified so
tlh:t the Serial Register card may be similarly

Applications which already have been sent
to the printer will be classified by the Classifi-
cation Group at the time the patent issues.
(Basis: Notice of March 31, 1914.)

903.07(a) Cross-Referencing—Keep
RIS Systematic Notes During

SRR Prosecution :
. 'Throughout the examination of the case,
systematic notes should be kept as to cross-
references needed either due to claimed or un-
claimed disclosure. The several Examiners
hahdlii‘\ig,’relhted:snbje'ct‘mﬁttét should be con-
sulted during prosecution (whether they handle
larger unclaimed combinations or claimed or
unclaimed, but disclosed, subcombinations),
and asked if cross-references are needed. If
needed, systematically note the proper class and
subclass. It is to be noted that a cross-refer-
ence where possible MUST be provided for all
CLAIMED disclosure and inserted on the blue
slip at time of issue.

903.07(b) Issuing in Another Exam-
ining Group Without
Transfer

When an Examiner issues a prospective pat-
ent in another examining Group, gzcnotes in
the space provided on the blue issue slip, in
red ink, the class and subclass of the other
Group, and in parenthesis the number of said
other Group. (The initials of said other Pri-
mary Examiner must also appear in said
space.) In the lower left corner, the Examiner
writes his own Group number in black ink.
(When the patent issues, the Classification
Group will, as a matter of routine, send the
necessary notices to the group involved.)

The sending of cases to issue from one group
and assigning them to classes in another ﬁroup
is restricted to those situations where both Ex-
aminers concur in the proposed classification of
the patent, which must be shown by the con-
curring Examiner initialing the issue slip, or
where there has been a ruling by a Patent
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- % he prints o : any,
~ be tw&;ﬂxadm said other Ve o be

le therein for interference sé:
poses.’ ‘It the “allowed cases of  the groi
passing the case to issue are still being check

for classification, the prints should not be for-
warded until the proposed classifiestion has
been approved by the Patent Classifier, Where
the nature of the disclosure is such that it would
be desirable that prints of the drawings be also
present in the group passing the case to issue,
copies thereof mafy‘ ordered for this purpose.
(Basis: Notice of September 8, 1952.)

Transfer o

The examining group to which an application
is assigned is responsible for its examination
until such time as the application is officially
tBransfgmd to another group by the Application

ranch. .o i i et i

The Primary Examiners have full authority
to accept any application submitted to them
that they believe is properly classifiable in a
class in their group. Only where there is a
difference of opinion between different groups
should cases be submitted to a Patent Classifier.
903.08(a) New Applications

New applications are assigned to the various
examining groups in the first instance by the
Application Branch. -

Upon receiving an application from the Ap-
plication Branch and before making any entry
on the Serial Register or Docket record cards,
each Primary Examiner will forthwith decide

whether it has been properly assigned to his

group.

If the Primary Examiner decides that the
application properly belongs in his group, it
is processed s a new receipt.

When a new application is received which,
in the opinion of the Primary Examiner, does
not belong to his Group, he will submit it

romptly without any ent%b:oin made on the

rial Register or Doclet rg cards, to the
Examiner of the Group to which he thinks it
belongs, on Transfer Inquiry form P.O. 447.
(The drawing, if any, is retained as a charge.)

If the latter a to accept the application,
the transfer is effected by the Clerk of tEe Group
to v;:l\ich the application was originally as-
signed.

If not accepted it may be promptly and in-
formally submitted to the Classification Group
for assignment by oral decision prior to entry.
No search for prior art to show classification
need be made. The group to which the Patent
Classifier assigns it will make the first action




SATION

The classification assignment of an applics-
tion to the proper Examining Group, sspecially
when there is submission to and assignment by
the Office. of Patent Classification, often in-
volves & borderline situation. . Classifiers in the
Office of Patent Classification, when assigning
such borderline cases, will stamp the file wrap-
per directly below the interference search box
when it is their considered opinion that the
classification of such an application should be
reconsidered on allowance. The stamp will in-
dicate which Classification Division will recon-
sider the case on a “Special” basis. (Basis:
Notica of January 14, 1965.)

903.08(b) Chﬂﬁﬁéuio’n « ﬁd Assﬁgn-
ment to Examiner

Every application, new or amended and in-
cluding the drawings, if any, when first as-
signed to a 'group'mﬁst be classified and as-
si }(:d tso an Examin Pe:;for ex;:mmatlon o

e Supervisory Prima xaminer assigns
them, noting in lead n(;'}l’ in the space pro-
vided on the face of the file and in the upper
left hand corner of the drawing (first sheet),
the class and subclass to which the case pertains,
and also the name or initials of the Examiner
or the assigned docket designation. The appli-
cation file is then turned over to the clerk for
processing.
903.08(¢) Immediate Inspection of
Amendments

Upon the receipt of an amendment which
makes a transfer proper, steps should be taken
promptly in accordance with the transfer pro-
cedure outlined in Sec. 903.08(d).

903.08(d) Transfer Procedure

SUBMISSION oF APPLICATIONS FOR
CLASSIFICATION

Where the Examiners in different groups are
in agreement. that an application is properly
assignable to one of the groups but are in dis-
agreement as to which one should receive it, the
Examiners involved should present their posi-
tions orally to the appropriate Patent Classifier
for verbal decision. This is generally termed
informal submission.

urisdiction thereof suhmits =

‘ Histing roup. or, groupe and
the classes:therein in which he believes the case
may be classifiable. He makes a search both in

his'own class and in that to -which he thinks the
case should be transferred, citing the most perti-
nent art relative to the question of classification.
He should not take time to write either an anal-
ysis of the art.or an argument. He forwards
the file, together with his memorandum, to one
of the other grou{»s--involvad. . Each of theother
Examiners involved may similarly meke a
search and cite art without taking the time to
write either an art analysis or an argument.
The time involved in making such searches 1
not lost, since the cited art may be of value te
the Examiner to whom the case is' assigned.
Each Exzaminer in turn promptly adds his
memorandum to the file and the last forwards
the file and all papers to the Classification
Group. This practice is all that is required by
the 1 rules governing the assignment of
applications for examination. See particularly
items 4 and 10 of the regulations governing
assignment of :applications [903.08(9{)]. ‘This
is generally termed “formal” submission.
{Basis: Notice of Nov. 25, 1947.)

903.08(e) General Regulations Gov-
erning the Assignment of
 Applications for Examina.

tion

The fact should be borne in mind that the
following regulations are only general guides,
and exceptions frequently arise bscause of some
unusual condition. The fact should also be
kept in view that the Patent Classifiers as well
as the Patent Examiners are confronted with
an ajready existing classification, made up

. of newly revised classes, those revised years
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ago and which have somewhat outgrown their
definitions and limits, and still others made a
generation ago and never changed. Also, these
classes are based on different theories and
?‘]ans, some on art, some on structure, some on
unctions, some on the material worked upon,
and some apparently, on no theory or plan at
all. The Patent Classifiers cannot change this
existing condition as each application comes
up for assignment but must seek to dovetail
the cases into the patchwork and try to get
the applications where they will be best han-
dled. To do this often violates the Patent Clas-
sifier’s views as to what constitutes a reall™
proper classification.

Rev. 9, Jul. 1968




let Development and Yia
2. The most comprehensive claim, that is.the
claim to ‘the most extensive: combination, gov-
erng, and this:is true. whether there-is only one
such slaim and a large number of other claims,
or whether the:sets of claims are more evenly
divided. - It is regarded as just as vital that one
complex claim be searched and adjudicated by
an Examiner skilled in the art as that & gron

of such claims be so searched and adjudicated.

3. The claims and statement of invention are
generally taken as they read, since any attempt
| of 3 Patent Classifier to go behind the record
| and decide the case u what is deemed the
| “real invention” would, it is believed, introduce
l more errors than such action would cure. - The

Patent Classifiers cannot the ific
knowledge of the state of the art in all the
classes that the Patent Examiners: collectively
possess.’ Further, such questions are matters
of merit for the Examiners to determine and
are often open to argument and are subject for
appeal. e

4. The location of the U.S. patents consti-
tuting the prior art is generally  controlling
over all else. (Note: Where time permits, ob-
vious misplacements of the patents constituti:ﬁ
the prior art are corrected, but to straighten
lines as the cases come up for assignment would
require the time of several men and would often
involve a reclassification of an entire class.)

5. Ordinarily an application cannot be as-
signed to a class which includes one element or
part only of several claimed in combination.
The claim is treated in its entirety. The ques-
tion of aggregation is not reviewed by the Pat-
ent Classifiers.

6. The Patent Classifiers are authorized in
all cases, where they evaluate the facts as war-
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be. contrary .to. clasg)
patents ing the same cha

claims, the Patent Classifiers will indicate the
proper clsssification of the patent, if such claims

7. When &n spplication has been tsken up
by an Examiner for action and a requirement
to restrict is found necessary, a part of the
claims being directed to matter classifiable in
the group where the case is being examined, an
action requiring restriction should be made
without seeking a transfer of the case to another
group. The action of the applicant in response
to the requirement for restriction may result iu
making a transfer of the application unnec-

e3Sary.
8.%rdinari? where all the claims of an ap-
plication are for an article made of a specific
composition or alloy with no other characteris-
tic of the article recited, the application will:be
assigned to the composition or alloy class.

9. A class of cases exists in which either no
art or a divided art. is found and in which no
rule or principle is involved. (Such cases are
placed where, in the judgment of the Patent
Classifiers they will be best searched and adju-
dicated. It is often impossible to so explain a
decision in this class of cases as to satisfy, or in
any way aid, the Examiners interested. In-
deed, the reasons for or against sending such
cases one place or another may be so evenly bal-
anced that no reason of any value can be given.

10. An examiner seeking the transfer of a
case should make a search, both of his own class
and the class to which he thinks the case should
be transferred, and the Examiner in charge of
the group should exhibit the result of such
search to the Office of Patent Classification.
This is the only way to utilize the expert knowl-

e of the Examiners involved. (Basis: No-
tice of April 15, 1919.)




amining Gmup After
Dedsion '

If the application is to remain in the group
which submitted it for classification, no further
procedure is necessary. If assigned to another
group, the clerk processes the case as described
in the Manua} of Clerical Procedures.

904 Howto Search
h understandmg

Having obtained a thoroug
of the subject matter disclosed and claimed in
the apphcatmn, the Examiner then searches
the prior art as disclosed in patents and other
printed documents. Any such document used
in the rejection of & claim is called a “refer-
enm 2

The first search should be such that the Ex-
aminer need not ordinarily make a second search
of the prior art, unless necessitated by amend-
ments to the claims by the applicant in the first
response, except to check to determine whether
any reference which would appear to be sub-
stantially more pertinent than the prior art cited
in the first Office action has become available
subsequent to the initial prior art search. It
should cover the invention as described and
claimed, including the inventive concepts
toward whxch the claims appear to be directed.
It should not be extended merely to add im-
material variants.

904.01 Analysis of Claims

The breadth of claim of the application
should always be carefully noted; that is, the
Examiner should be fully aware of what the
claim does not call for, as well as what it does
require. For, there is always danger of read-
ing into the claim limitations imported from
the specification or drawing.

904.01(a) Variant Embodiments
Within Scope of Claim

Substantially every claim includes within its
breadth or scope of definition one or more vari-

-

276-288 () « 67 ~ il

903’08(5)_. Trantet o Anothis’ i

- type of mbject matber ca able of“
ment ' (e.g.,'a machine or her a
ratus), the subject matter as defined b l{u
claim may "'be gketched in' order to clearly
delineate the limitations of the claun Two or
more sketchés, each of which is as dxvergent
from the particular disclosure as is permitted
by claim recitation, will assist the Examiner in
determining the claim’s actual breadth or scope.
However, an applicant will not be required to
submit such sketches of claim structure (In re
Application filed November 16, 1945, 1951
C.D.1; 646 O.G. 5).

904.01(b) Equivalents

Also, all subject matter that is the patentable
equlvalent of the subject matter as defined in
the claim, even though egeclﬁcally dlﬁerent
from the’ deﬁmtnon n t clmm, must :
conmdered

904. Ol(c) Analogous Arls

Not only must the art be searched with which
the invention claimed is classifiable, but also all
analogous arts regardless of where classified. .

The determination of when arts are analo-
gous is at times difficult. It depends upon the
necessary essential function or utility of the
subject matter covered by the claims, and not
what it is called.

For example, a tea mixer and a concrete
mixer are for the same art, namely, the mixing
art, this being ¢l necessary function of each.
Similarly & brick cutting machine and a biscuit
cutting mechine have the same necessary
function.

904.01(d) Outlining Field of Search

In outlining o field of search the Examiner
should note every class and subeclass that may
have material pertinent to the subject matter as
claimed, or that may in the future properly be
claimed in that case. Every subclass pertinent
to each type of invention claimed should be
listed, from the largest combination through
the various subcombinations to the most ele-
mentary part needed to anticipate any disclo-
sure properly claimable in that case.

The following should be kept in mind: (a)
that a combination reference is necessary 1o
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able s 0 basic refarence. whe:
8y be; vavied: by, substituting .«

n_convincing aid ectior , |
of. old combination. is the citation of references

showing: the subcombinations to have been al-.

ized as having practical and more

genergl, utility, (d) that combination claims at.

times can be anticipated by combining sepa-

rately. -classified . subcombinational _elements .

where reasons can be given for. holdingi ob-
viousness in forming the combination, and (e)

that in the rejection of a claim on the ground
ofa ition, the citation of references show-
ing the mdivi&ual.uti_lity of the elements may
better prove that the. aggregative structure. is

no more than the sum of the features shown by

the several elemental patents.

In each action by an Examiner upon an ap-:

lication, he makes an initialed endorsement 1n
ink in the space provided on the left-hand page

of the open file wrapper, stating the classes and .
subclasses of domestic and foreign patents; and .
the publications in which search for references:

was made and also the date of the search.:
In subsequent actions, if further search is

made, notation of the additional field covered :

is also endorsed and initialed on the file
wrapper. |

904.02 Selecting Pertinent References

It is a prerequisite to a speedy and just de-
termination of the issues involved in the exam-
ination of an application that a careful and
exhaustive search be made in the first action. It
is not enough that the claims alone be searched.
especially 1f they be broad in their scope; but
the search should, in so far as possible, cover
the entire claimable subject matter in the case.

It thus results that the Examiner finds refer-
ences that, while not needed for treating the
claims before him, wowld be useful for forestall-

ing the possible presentation of claims to other

subject matter disclosed by applicant but
shown to be old by these references. .

In selecting the references to be cited the Ex-
aminer should carefully compare the references
with one another and with the applicant’s dis-
closure to avoid the citation of an unnecessary
number. The Examiner is not called upon to
cite all the references that may be available,
but only the “best.” (Rule 106.) Multiplying
references, any one of which is as good as, but
no better than, the others, adds to the burden
and cost of prosecution, and should therefore
be avoided. However, if doubt exists as to
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‘ si¢ reference. where elements;
thereot may. b ] RINGr; .
lent elements of a seeondary reference, (c) that.
to a rejection on the ground.

it Jabetter to arrin,

. e nﬁn 0 Mt ither ti%égn‘gtoo"htﬂé:‘
. Whi est, reference should always be the
one used, yet if this is of & date less than one
year prior to the fling date of the application,
a_second reference, though inferior but not.
thus open to being overcome under Rule 181, if

such reference i found, should be cited and "

_the claims additionally rejected thereon,

‘Tn all refétences; ineludihg: non-patent, for-
eigm patents: and -domestic;patents, the Exam-
iner should study the specification or descrip-
tion as it relates to every feature in the drawing
which ‘he does not thoroughly understand.

905 Miscellaneous
905.01 Orders for Photoprints
Altorders for photocopies on PO-250 orig-. -
inating in the Examining Groups must be au-
thorized by an Examiner having full or ]?artial
ignatory, authority in the box headed “PRI-
MARY EXAMINER (Signature)”. The
stamped name of the authorizing Examiner will-
be indication of authority for Reproduction
Section. 'Handwritten signatures should not -
be used. Note that Form PO-250 is not to be -
used in implementing the new system for fur-
nishing photocopies for the application file and,
if ered, for applicant or his attorney.
(Basis: Notice of December 18, 1964.) .

905.02 Ordersfor Soft Copies

Soft copies may be ordered on PO-14 by the
Examiner for his use. These orders are filled
by employees of Patent Copy Sales Branch.
No employees other than those assigned to this
Branch have access to the files of printed
copies of patents. In emergency cases, orders
may be taken to the Chief of the Branch whose
approval thereof, if given, will insure immedi-
ate filling of said orders. (Basis: Notice of
February 25, 1927.)

Because of the cost of printing copies of
patents economy should be exercised in their
use. No soft copies should, however, be returned
to Patent Copy Sales Branch by Examiners.

905.03 Orders for Patented and Abz_m-

doned Files

In the examination of an application it is
sometimes necessary to inspect the application
papers of some previously abandoned applica-
tion or granted patent. This is always true in
the case of a reissue application.

Patented and abandoned files may be ob-
tained in the Record Room and Abandoned
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srk in charge. The file should h@ﬁromp!:l

returned when the Examiner has ed wi
it. Where a patented file is needed for the pur-
pose of reissue or interfersnce, this information
ghould be given to the Record Room upon ob-
uini%sthe file, and as soon as these matters have
been disposed of, the file should be returned to
the Record Room.

When an interference is declared between a
patent and an ap lication and the interference
1s forwarded to tﬁe Examiner of Interference,
the clerk in charge of the Record Room should
be informed in order that the charge may be

and the location of the file known at
all times. L .

Examiners may expedite service in obtain-
ing abandoned files and patented files by order-
ing them by telephone.

en ordering a patented file from the Rec-

ord Room, the name of the person ordering the
file shoul agpear on the Form PO-125. It is
important that the Patent Number be stated
than the Serial Number of the applica-

tion which matured into the patent. An Ex-
aminer ordering a patented file should also place
his Art Unit number on the Form. If the nota-
tion “HOLD?” is marked on the Form PO-125
the case will be held at the Record Room and in
the absence of such notation it will be sent to
the Art Unit indicated. If ordered by phone,
the Examiner may alg ar at the record room to
complete the Form PO-~125 and to ?iCk up the
file or he may request the delivery of the file by
regular Office Messenger Service. If the need
for the file is not urgent, Examiner time may be
saved by sending a Form PO-125, completed in
the manner indicated above, to the Record Room

| gfh.}inné"o-lsg )s ;n}iy imgimchms o ol
the cler, '
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' w’%ll be delivered by the same M Sery-

W“]erﬁm Memenger Service. mﬁk -

ice to the Art Unit indicated sn the form or it
will be held at the record room only if so re-
quested on the Form.,

Patent Copy Sales Branch has charge cf the
drawings in patented cases. Canceled shee
however, are not retained with the patent
drawings but are filed with the “Abandoned
Files and Drawings.”

905.04 Marking Examiner’s Copies of

Patents
When the Examiners’ copies of patents are
sent to their respective Art Units to be filed, they

should be routed across the appropriate Ex-
aminers’ desks prior to placement in the shoes.
The assistant Examiners who examined the ap-
lication should mark in ink on the face of the
wings, or the specifications where there are

no drawings, such features as may be deemed

advantageous in aiding understanding of the
patents In future searches.
905.05 Charge for Pending Applica-

tion Files

Whenever an application file is temporarily
removed from the Group or Branch having
jurisdiction thereof Charge Form PO-125 must

completed, and left with the clerk in charge.

Whenever a file is removed from the Group
application file rack for use by an examiner as-
signed to that Group, but not having jurisdic-
tion of that file, cardboard Form OF-~25 should
be inserted in place of the borrowed file.

All files should be returned promptly to their
proper location.
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