qxiestlon which it behe es
e Commmsmner, and th

4 juestion presented is an ap-
Howewer, smce Ru]e 181(f)'

be ﬁled no later than appeal petltlonable :
11 rarely be present in a case by the
‘ ‘,Board for a declszon ‘




" Writ of Certiorart
28 U.8.C. 1254

stitate a Board o _Appeals, which, on written appeal
of the applicant, review &idve

Court of |

o Mopeals . examiners upon 2pplications for patents. Each appesl
28 U%C 1201 . heard by at least three members of the Board
. - of Appeals, the members hea ( 0 be
L €ivn Ae Distriet |  designated by of Ap-

.. “Court for the District of " has sole
s Columbla . :

35 U8.C.146 /5 U.5.C. 104,

7

- ‘eonsiders it necessary -
rd of Appeals;,mmnt.

' to serve as examiner-in-chief for periods not exceedin
- six months each. An examiner so designated shail be
qualified to act as a member of the Board of Appea
'Not more than ‘one sach primary examiner shall be &
‘member of the Board of Appeals hearing an -‘appeal
The Secretary of Commerce is authorized to fix the
- annum rate of basic compensation of each desig

: e ed examimer-in chief in the Patent Office at not
. Decision on ’ . g : excess of the maximum scheduled rate provided for
| recansideration ;|- o positions in grade 16 of the General Schedule of the
! Classification Act of 1949, as amended. The per annum
‘rate of basic compensation of each designated ex-
aminer-in-chief shall be adjusted, at the close of the . -
perfod for which he was designated to act as examiner-

s to file appeal i |

H

| 60 days to file appeal = |
| Role 304 S

, 3% days to request
| rmnslderaﬁe?): :
i Rule 197(b)

Mg:oh by Board | in-‘c.-hief.y to the per annum rate o.t basic compensation '
of Appeals ; .which he would have been receiving at the close of
l ‘ such period if such designation had not been made.

* Oral hearing, Rule 194, if ' . : If subsequent to the hearing, but prior to the
| pggpested i, brief, Bule . ~ decision, a Board member who heard the case
T —  becomes unable to participate in the decision for
Examlmr‘s'lz’:sw#r‘ ﬁled . Decision by Commissibuer Som.e reason,_ the apphc‘?nt W{n be ven t;lle
| within 60 days, preferably (. .; of Patents : . choice of having a rehearing or of having a dif-
| witkin 30 days Rule 193 D , ~ ferent Board member substituted for the one
e I p ! f’eﬂtibn to Commilﬁs‘ibnei,»f Wh? 13 1ncapac1tated._, k L ' e
. Brief and $30 fee must be ~ of Patents, Rule 181~ Should a member die or otherwise become un-

. filed within 60 days of “available (for example, retirement) to recon-

appeal or within period A ; VA S N S
. for esponse to action, ' - sidera decision, it is the Board’s practice to have
MRS - the remaining two Board members reconsider
' ‘ ' ' the case. However, if there is disagreement con-
? ;"'f“ff;;fp‘éfaﬁm;e:}’ to Board _cerning the position of the Board on reconsider-
| must . be - filed  within , ation, a third member may be designated as a
pertod, ,{f,’{,_, Toponte, o , - : subs‘tyltute for the absent member. : o
R — A ... . 1204 Administrative Handling [R-
Rejectinn ‘ Reqguirement, objection or : ERAR ; ;
: [ — a!lr}zvd abuse o‘t discretion 20] L : :
o Primary Examiner’s Final Action Ex s)ar(e appea]s to the Board of Appea]sq
DTS T ' R ~and all papers relating thereto, are forwarded

directly to the Board for docketing. All ap-
“)ea] papers, such as the notice of uypml, appeal
~ brief and request for extension of time to file
‘the brief, are first processed, without the ap-
plication file, by the Service Branch of the
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_support of the appeal, $50. !
- fwle 191. Appeat to Board of Appeeh, (n Every

completion of all phases of appeal clerical pro:
5 All communicatio om the Board" d

ppeal: i
records are. current, memo-
rapperafter ice of appeal has v
It is important th his memorandum be = €
promptly completed and ‘ Y. the ' A i apphc /nr dmsathhed mth the Prnnar)
_Group if the application is a.llow_‘ ; xaminer’s decision in the second or final reje
tion is reopened, 2 mlined continuation tmn of his claims may appeal to the Board of
plication is filed or if the I ,' reals for review of the Examiner’s rejection
_ fora her reason. o : : bv ;'ﬁmg a notice of appeal, signed by the appli-
 Complete clerical instructions appear In “cant or his attorney, and the required fee of $30.
Chapter 700 of the a1 o (/lencal‘ The notice of appeal must be filed within the

Procedure. e period for response set in the last Office action,
If the brief is not “which is normally three months. The timely fil-
ignated by Rule 19 he Clerk of the Board ing of a first response to a final rejection having
_will notify the ap hcant that the appeal s "fands; . a shortened statutory period for response is
jdlsmls - construed as includimng ‘a request to extend
’ "SrEmAL Caske " 'the period for response an additional month,

A even if an extension has been previously

SUbJECt alone to d;llgent prosec granted, as long as the period for response does
_applicant, an apphcatlon for patent that once  qot exceed six months from the date of the final
has been made special and advanced out of rejection. The addltmml month may be used to
turn by the Commissioner or an Assistant  place the application in condition for allowance, =
~ Commissioner for examination will continue to  to appeal or to file a continuing applic ation. See
- be special throughout its entire course of prose-  section 714.13. Failure to place an app]xcatmn
cution in the Patent Office, including appeal " in condition for allowance or to file an appeal

if any. to the Board of Appeals. after final rejection will result in the applica-

A petition to make a case special after appeal . tion hecoming abandoned, even if one or more

- may be addressed to the Board. However, no ' claims have heen allowed unless claims sug-
~such petition will be granted unless the brief = gested for interference have been m)pled
has been filed and qpph(' it has made the same
 type of showing required by the ("’ommzsumuer
under Rule 102, Therefore, diligent proseca- ow. Coples for duplication mfwbe obtained
tion is essential to a fav umb]e decision on apeti-  fr om the receptionist inthe lobby m" Bulldmg 3
tion to make spem'tl , s m the Patent Office. ‘ '

Revised Fonn 11

1205 Nouce of Appeal [R-21] , el ! L
QR Notice oF Arpeal From THE  PRIMARY FXAMINER
35 U.8.0C. 134 Appral to the Board of Apprals. An i T0 THE DBOARD OF -\p‘pFAL A
applicant for a patent, any of whose claims has been 'In re application of ;
twice rejected, may appeal from the decision of the Serlal No, -
primary examiner to the Board of Appeals, havmg '_,,.(,!;:'
once paid the fee for such appenl. Filed :
Extract from 35 U.NC, 41, Patcnt fees. {a) The Group Art Unit:
Comimissioner shall charge the following fees: 6, 0On To Commissioner of Patents

) appeal for the first time from the examiner to the Sir: o o o
. : : o 211 ' ' Itev. 21, July 1069



Rule 206 permxts \ D '
_ there are both ﬁnally eject 1s copied
from a gatcnt and other claims not ready for ap-
sections 1210 and 1101.02(f).

Ex parte prosecution of an appeal under Rule -

191 may proceed concurrently with an inter-
_ ference proceeding involving the same : 1}pphca-

_tion provided the Primary Examiner w
 wards the appeal certifies, in 2 memorandum to

_be placed in the file, that the subject matter of
‘the interference does not conflict with the sub-
]ent matter of the appealed claims. See Rule
212 %r'tlrm 110‘3

1206 Appeal Bnef [R 21]

Rule 192. Apprllant'a brzef ( a) Tbe appellant shall

within sixty dayss from the date of the appeal, or withln
the time aliowed for response to the action appealed
from if such time is later, file a brief of the authorities

and arguments on which he will rely to maintaln his; i

‘appeal, including a concise explanation of the mvention

which ghould refer to the drawing by reference. rhar-]
acters, awl a copy of the claims involved, at the :a;ame>

time indicating if he deslres an oral hearing. Two extra
copies of the brief are required if an oral hedaring is
requested,  The Board of Appeals may, for sufficient
catse shown, extend the time for fiiing the brief to a

date not luter than sixty days after the original expira-

tion date.  Any longer or further extensions must be
sought from the Commissioner.  All reguests for ex-
tensions mims=t be filed prior to the expiration of the
perioxd songht to he extended.

Rev, 21, July 1969

1 it. 11 sufficient cause is shown and the peti-
“tion is filed prior to the expiration of the period

10 for-

‘ .:l.h?(f

ch places the case in condition

‘the amendment ma
phcat,mn retains its pendiz
permd  See sections 1207,

uzréd in the brief
: ou!d not mdude

: ual ermd of tlme in Whlch applicant
" must file his brief is 60 days from the ate of
_ the appeal.’ ‘However, Rule 192 alternativel

he brief to be filed “within the time al-

lowed for response to the action appealed fmm
“ifsach time is later”. -
o In event that apphcant finds that he is
un:wle‘t “file a brief within the time allotied
by the rules, he may file a petition, without any

fee t0 the Board, requesting up to an ‘additional

‘and giving his reasons for the request.
Tne ition shou d be filed in duplicate and
contain the address to which the response is to

sought 1o be extended (Rule 192), the Clerk
of the Board is authorized to grant the exten-

sion not in excess of 30 days. 'Ihe anthority

to grant subsequent extensions is retained by

the ( Mfice of the First Assistant C ‘ommissioner.

Additional time, in excess of 60 days, will not he

_granted, even bv the (ommle‘-loner unless

extwmrdlmx v c1rcumqtame are involved. The
tims extended is added to the last calendar day
of tie original period, as opposed to being added
to the dav it would have been due when said
last day is a Saturday, Sunday or holiday.

'If after an appeal has been filed, but prior to
t‘ze date for su}nmltmg a brief, an interference

s declared, applicant’s brief need not be filed
160 da)s after either the non-appealable

«cizion of the Patent Interference Fxaminer
or the expiration of the time for up;wa!mg from

the Patent Iuterference Examiner's appeal-
sion, the decision of the Board of Pa-

ten: Inter fﬂonvos or from any snbwquom deci-

sion of a reviewing eourt. T a petition for re-

ronsideration is filed, there is a 30 day appeal

- Dimir fol Jowing the decision on petition, In the
“event that a seasonable petition to the Commis-
“sioner i= filed with respect to the Patent Inter-

2 Examiner’s decision, a 30 day period

pet i, hun s(wtums llﬂ‘ml and 1T1H0.02,

with the mailing of the decigion on the




‘within the period pr
or within such additional
erly granted.

X hention is directed to the fact that a brief
~ must be filed to preserve applicant’s right to the

_ appealed claims, notwitl stand

stances such as: o :
(1) the possibility or imminence of an in-
. te :

orief’s due date;

bsence of, or the late receipt of,

he al acknowledgement;

the filing of a petition for supervisory
" action under Rule 181; o
~ (4) the filing of an amendment, even if it

is one which the Examiner previously
has indicated may place one or more

claims in condition for allowance, un-

less the Examiner, in acting on the

amendment, disposes of all issues on

agpeal; o -

the receipt of a letter from the Exam-

iner stating that prosecution is sus-
pended, without the Examiner either
withdrawing the final rejection from
which appeal has been taken, institut-
ing an interference with the subject
application or suggesting claims for

: an interference. !

Although failure to file the brief within the
permissible time will resnit in dismissal of the
appeal, if any claims stand allowed, the a
tion does not become abandoned by the dismis-
sal, but is returned to the Examiner for his
‘action on the allowed claims. See section 1213.04.
- If there are no allowed ¢)aims, the case is aban-

doned as of the date the brief was due.

If the time for filing a brief has passed and
the application has consequently hecome aban-
doned, the applicant may petition to revive the
application, as in other cases of abandsnment,
and to reinstate the appeal ; if the appeal is dis-
missed, but the application is not abandoned,
the petition would be to reinstate the claims and
the appeal, but a showing equivalent to that in
a petition to revive under Rule 137 is required.
See section 1215.04. However, the $15 fee for

213

nce involving the subject appli-

but not resulting in withdrawal
Final Rejection prior to the

plied for every appeal since they are of ¢

slica- -

raents on which
peal, including
_ invention wi
reference ¢l

involved, at the s !

sires an ornl hearing.” 1n
ing is requested, Ruje |
mission of two extra

However, the additior

tial ngsistance to the Board, even when the
apgeul is submitted on brief.

" For sake of convenience, the copy of the

_ claims involved should be double spaced.
 The brief, as well as every
_ ing to an appeal. should indicate the number of

other paper relat-
the Group to which the application is assigned,
the Appeal number and the Serial number.
When the brief is received, it is noted on the
Board’s records and then forwarded to_the
Group where it is entered in the file, and re-

ferred to the Examiner. If the Examiner con-

siders the brief to be defective under Rule 192,
he may (1) point out the defect in his Exam-
iner’s answer or (2) if a bona fide attempt has
been made to file a proper brief, he may write
a letter to the applicant notifying him that
he has 1 month to correct the ;Kafect by filing
a supplemental brief, 1f the applicant fails to
correct the brief within the 1 month period, the
Examiner will write his answer and indicate
the defect. All such letters must be approved by
the Group Director, : ' ‘
The mere filing of any paper whatever en-
titled as n brief cannot necessarily be considered
a complinnce with Rule 192, The Rule requires
that the bri uet set forth the nuthorities and
arguments relied upon and to the extent that it
fails to do so witfx‘ respect to any ground of
rejection, the appeal as to that ground must be
dismissed, 1t is ind that the Board of Ap-
wals should be p .+ =ith a brief fully stat-
ing the pesition 0 ef  «plicant with respect to
each issue involved 1 the appeal so that no
soareh of the record |8 pequired in order to deter-
mine that position, The g‘w*t that applicant may
consider a ground o be clearly improper does

Rev, 21, July 1060




,; .7
a decision on the merits ism ade, althou
well be merely an affirmance based
grounds relied on by the Examiner.
Applicant must traverse every ground of re-
jection set forth in the final rejection. Oral
ar ent at the hearing will not remedy such
~ adeficiency in the brief. Ignoring or acquiescin
~_in any rejection, even one based

amendment, will invite a dismissal of the appeal
as to the claims affected. If this involves all of

the claims, the proceedings in the case are con-

sidered terminated as of the date of the dis-
missal. Accordingly, any application filed
thereafter will not ?)e cope nding

plication on appeal. If in hxs brief, a

e(;)phcant -
relies on some reference, he is expected to pro-

vide the Board with at least one eopy of it.
Once the brief has been filed, & petition to

nd proceedings may be considered on its

merlts but will be granted only in exceptional
cases, such as where the writing of the Exam-
iner's Answer would be fruitless or w ou]d work
a hardship on the applicant.

For reply brief see section 120, f}l

1207 Amendment Filed With or After
- Appeal [R-20]

The record on appeal should be essentially
the record before the examiner at thz time ap-
peal is taken. Thus, no amendments, except
under Rule 193(b), presented after appeal has
been taken should be entered for purposes of
{ peal, and no exception should be made to
this, see Rule 116(c). Amendments, argu-
ments, or affidavits filed concurrently with or
of even date with appeal notice will be con-
strued as filed after appeal for the purpose of
this procedure, even though they may be the
first response to the final action. In accordance
with Rule 193, affidavits or exhibits submitted
after the case has been appealed should be con-
gsidered for entry only if applicant maukes the
necessary showing why they were not earlier
presented ; Rule 195 should be strictly construed
in this regar(l. If after appeal has been taken,
a paper is presented which on its face clearly
places the application in condition for allow-
ance, such paper should be entered and a notice
of allowability (POL~327) promptly sent to
applicant.
place the application in condition for allowance,

Rev. 21, July 1969

upon formal
matters which could be cured by subsequent

with the ap-

If such paper does not on its face

EXAMINING PROCEDURE

it should ot be mnmdered further and the pro-
posed a

 should not be antered

itmay n
on the

must be directed to the claims and to the
record of the case as they appeared at the time of
the appeal, but it may, of course, withdraw
from consideration on appeal any claims or is-
sues as desired by applicant.

A timely filed Brief will be referred to the
Examiner for his consideration of its propriety

_ astothe appeal issues and for preparatlon ofan
Examiner’s Answer if the Brief is proper and
the apphcatmn is not allowable. The Exam-
iner’s Answer will normally be of the shortened
type referring to and 1ely1ng on the final action;
it may withdraw rejection of claims or any ob-
jection or requirement as desired by the Exam-
iner.. Note section 1201. No new ground of
rejection or objection should be incorporated in
the Examiner’s Answer without express ap-
proval in each case by the Group Director. See
section 1005. See section 714.13 for procedure
on handling amendments filed after final action
and before appeal.

1208 Examiner’s Answer [R-20]

Ruls 198. Exzaminer's ansiwer. - (a) The primary ‘ex-
aminer may, within such time as may be directed by
the Commissioner. furnish -a written statement in
answer to the appellant’s brief including such explana-
tion of the invention claimed and of the references and
grounds of rejection as may be necessary, supplying a
copy to the appellant. 1f the primary examiner. shall
find that the appeal is not regular in form or does not
relate to an appealable action, he shall so state and a
petition from such decision may be taken to the Com-
missioner as provided in rule 181,

“(b) The appellant may file a reply brief directed only
to such new points of argument as may be raised in the
examiner's answer, within twenty days from the date
of such answer, However, if the examiner's answer
states a new ground of rejection appellant may file
a reply thereto within sixty days from the date of such
answer : such reply may .include any amendment or
material appropriate to the new ground.

Avrrarn CONFERENCE

Appealed cases in which the brief has been
filed should be reviewed by conference in the

214




Group, those participating being (1) a Primary
: rged with prep-

Examiner, (2) the Exa ,
_aration of the Examiner’s Answe :
other Examiner, known as the conferee, having

-

sufficient experience to be of assistance in the
__consideration of the merits of the issues on

rimary Examiner has, himself

ation and made the final

~ apf)ea]ed,' is discretiona

1208
rejection a conference relative to such a case, if
with him.

fa conference is held, the Primary Exam-
iner should weigh the arguments of the other

_ Examiners but it is his responsibility tc make

the final decision. During the conference, con-

_ sideration should be given to the possibility of
_dropping cumulative art rejections and efimi-
nating technical rejections of doubtful value.
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01} the )Eéxhaminer’s Answ’eyi',::the;’twhird person

1208

1d place his initials below those

o
nf.). This does not indicate,
necessarily, concurrence

in the Answer. , \. ,
| with the responsi-
swer reaches the

bility of preparing th che:
e appeal should not be forwarded

_ clusion tha

and the Pri

ference is held. ;

g the answer, the Examiner

should make certain that all amendments ap-
proved for entry have in fact been physically
entered in the application. This is important
to insure that the claims considered by the
Board are the same as those forming the basis
of the appeal. The Clerk of the Board will re-
turn to the Group any application in which ap-
proved amendments have not been entered.

4

:  ANswer

The Examiner should furnish the applicant
with a written statement in answer to &e ap-
plicant’s brief within sixty calendar days after
:lhe filing of the brief, preferably within thirty

ays. ,

The Answer should contain a response to the
allegations or arguments in the brief and
should call attention to any errors in applicant’s
copy of the claims. Grounds of rejection not
argued in the Examiner’s Answer are usually
treated as having been dropped, but may be con-
sidered by the Board if it desires to doso. The
Examiner should treat aflidavits or exhibits in
accordance with Rule 195, reporting his coneclu-
sions only on those admitted. Any affidavits in
the application swearing behind a patent should
be clearly identified by the Examiner as being
considered under either Rule 131 or 204. The
distinction is important since the Board of Ap-
‘peals will usually consider holdings on Rule 131
affidavits but not on Rule 204 affidavits,

If the Brief fails to respond to any or all
-grounds of rejection advanced by the Examiner,
the Examiner should simply inform the Board
of Appeals of this fact in his Answer and specify
the particular claims affected. Since such lack
of response to any ground of rejection will re-
sult in dismissal of the appeal as to the claims
affected, the claims invelved need not be treated
further by the Examiner in his answer. A dis-
missal of the appeal will result if all the claims
are involved and the Board concurs in the Ex-
aminer’s conclusion,

Because of the practice of the Patent Office
in entering amendments after final action un-
der justifiable circumstances for purpose of ap-
peal, many cases coming before the Board of
Appeals for consideration contain claims which
are not the claims treated in the Examiner’s

repared the Answer,

con-

\miner approves, no con-.

the position taken

ant’s brief are directed to the new claims.

der such circumstances the mere reference

he Examiner’s Answer to the final rejection
atement of his position would le :

insofar as the new claims are concerned,

nerystallized issue and without the

benefit of the Examiner’s view, which compli-
~ cates the task of rendering a decision. ,

It also not infrequently happens that an
‘Examiner will state his position in the Answer
in a manner that represents a shift from the
»osition stated in the final rejection without
indicating that the last stated position super-
sedes the former. Such a situation confuses
the issue and likewise poses difficulties for the
Board since it is not clear exactly what the
Examiner’s ultimate position is.

In view of the complete and thorough

development of the issues at the time of final
rejection it is possible to save time in preparing
the Examiner’s Answer required by Rule 193
by taking the following steps:
A, Examiners may incorporate in the answer
their statement of the grounds or rejection
merely by reference to the final rejection {or a
~ single other action on which it is based. Sec-
tion 706.07). Only those statements of grounds
of rejection as appear in single prior action may
be incorporaied by reference. An Examiner’s
~Answer should not refer, either directly or in-
directly, to more than one prior Office action.
Statements of grounds of rejection appearing
in actions other than the aforementioned single
prior action should be guoted in the aswer, The
page and paragraph of the final action or other
single prior action which it is desired to incor-
porate by reference should be explicitly identi-
fied. Of course, if the Examiner feels that some
further explanation of the rejection is necessary
fie should Include it in the answer but ordinarily
he may avoid another recital of the issues and
another elaboration of the grounds of rejection.
The answer should also include any necessary
rebutal of arguments presented in the apph-
cant’sbrief if the final action does not adequately
meet the arguments.

B. If the applicant (1) fails to describe the
mmvention, as required by Rule 192, or (2) fails
to describe the reference, the Examiner is no
longer required to provide these omissions.
The Examiner should, however, include such
description and explanation in the Answer if he
feels it necessary to present properly and effec-
tively his case to the Board of Appeals.

216 Rev. 20, Apr. 1969



~ claimed invention
_ chine, a statement of
~ certain cases where the

1208.01

"T}:e :IEx:milfmlim shoul
1D the light of the argu
brief, an’gd*should exp
jections not adhered to.
even though any rejection not repea nd di
cussed in the answer may be taken by the Board
as having been withdrawn. .
 The Board has authority to remand a case
to the Examiner fi fuller description of the
' , in the case of a ma-
its mode of operation. In
‘ , rtinence of the ref-
_ erences is not clear, the Board may call upon
_ the Examiner for a further explanation. In
the case of multiple rejections of a cumnlative
. pature, the ;Boars may also remand for selec-
~_ Hon of the preferred or best ground. The
 Board may also remand a case to the Exam-
iner for further search where it feels that the
most pertinent art has not been cited.
- Whenever an application on appeal presents
substantially the same question as that presented
in other appealed applications, or which has
been previously decided by the Board, a mer
randum should be prepared for the Board
Appeals noting this fact and identifying the
other applications. The memorandum should
be sealed in an envelope bearing the notation
“CONFIDENTIAL—Board of Appeals”’ as
well as the name of the applicant and the Appeal
No. and forwarded to the Board separately at
the time the Examiner’s Answer is mailed.
When files are forwarded, soft copies and
_ prints of references fastened therein should not
disturbed. ; - ;
~ If an Examiner’s Answer is believed to con-
tain a new interpretation or application of the
existing patent law, the Examiner’s Answer,
_application file and an explanatory memoran-
dum should be forwarded to the Group Director
for consideration. If approved by the Group
Director, the Examiner's Answer shonld he for-
warded to the Office of the Assistant Commis-
sioner for Patent Examining for final approval.
A form suitable for the Examiner’s Answer
is as follows:

POL-84
IN RE APPLICATION OF
Ser. No. ____.__ Before the Board of Appeals
IP;iled _________ Appeal No. —._.____
(1) '

TXAMINER'S ANSWER

“This is an appeal from the final rejection of
claims Claims are allowable.”
“A correct copy of the appealed claims ap-
pears on page — of the applicant’s brief.,”  (Tf
any claims are incorrect, they should be cor-
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_ rectly reproduced in the answer in clean copy
‘without any underlining or brackets as required
by Rule 121(b)). o
~ Statement as to
argued or responded to b
particular claims aﬁ'ecte«f

any ground of rejection not
applicant and the
by such lack of

New References
aminer’s Answer must cite all refer-

ces relied on in the appeal and cannot refer

to other papers for this information. In citing
__non-patent references, the current location of

the reference should be specified by class and
subelass or, if not classiﬁe(s)fthe particular loca-
tion in the Office where a copy can be found. In
addition, the citation should specify the precise
page or pages of the reference relied on. Omit
listing of references not involved in the appeal.)
“Statement of the grounds of rejection.”

- Reference to final rejection or single prior ac-
tion for a clear exposition of the rejection. If
necessary, description and explanation of the
alleged invention and references to present the
Examiner’s case properly. If pertinent,include
a statement that this is a new ground of rejec-
tion. , - .

Response to the allegations and arguments in
the brief not already met by the final rejection.
If a new ground of rejection is raised, see
section 1208.01. O
For case having patentability report see
section 705.01(a). o

120801 New Reference, New Ohjec-

tion or New Ground of Re-
jection in Examiner’s Answer
[R-20] ;

At the time of preparing his answer to an
appeal brief, the Examiner may decide that he
should cite a new reference, raise a new objec-
tion, or apply a new ground of rejection (new
reference, double patenting, statutory bar or
other reason for rejection) against some or all
of the appealed claims. The Group Director’s
approval must be obtained prior to writing the
Answer for any new reference or new ground.
of rejection or objection incorporated in the
Examiner’s Answer.

After prior approval of the Group Director
is obtained, all Answers citing new regerences or
containing new grounds of rejection or objec-
tion must he ronted over the Supervisory Pri-
mary Examiner’s desk. These should then he
brought to the attention of the Director for his
review and approval. The Director will stamp
“approved”™ on the file copy of the Answer only




if it meets with his approval. If a

ﬁ:ﬁ to the citation of new refere

include copies of the new refe

Order Section will not be involved ac

tions. Also, a PO-892 must be mm’p’lémd for;'tlmé

file for use by the printer in case of issuance as
a patent. The Board will return to the Gron
Director’s Office any Answer containing (1
~any newly cited reference (for any purpose) or
(2) a new ground of rejection, where such An-
swer does not bear an approved stamp,

_In order to introduce a new ground of re-

jection it is necessary either to reopen the ex
parte prosecution before the Examiner or to
include the new rejection in the Examiners

Answer, depending on existing circumstances.

The choice of action to be followed will depend
on such factors as the history of the prosecution,
the number of claims affected, the importance
of the new ground of rejection, the significance
of the new reference and the nature of the re-
sponse to be expected. For example, if the ref-
erence is basic and materially better in meeting
all of the claims, reopening of the prosecution
and making the action final would ordinarily
be approved.
the Board review the Examiner’s action, he
must file a new appeal (without fee) and a new
brief (without fee). On the other hand, if the
new reference anticipates some but not all of the
claims or supplies a minor lack in art already
relied on, inclusion of the new ground in the
Examiner’s Answer would normally be the
approved procedure. Of course,-if the new
rround of rejection applies to any claim stand-
ing allowed the prosecution should be reopened.

It is important that the new ground with re-
gard to which the Group Director has been
consulted be clearly indieated as such so that
the Board of Appeals can readily identify those
applications where the applicant is entitled to a
period of sixty days for reply. Any new refer-
ence should be cited under the caption “New
Reference(s).”

Likewise when a ground of rejection not in-
volving a new reference is raised for the first
time in the Answer after consultation with the
Group Direetor the fact that it is a new ground
. should be clearly indicated, thus: THIS IS A
NEW GROUND OF REJECTION, or some
equivalent statement.

The Kxaminer's Answer which includes a
new ground of rejection should conclude with
the following paragraph:

“In view of the new ground of rejection
applicant has sixty days within which he may
file a reply to this Answer. Such reply may
include any amendment. or material appro-
priate to the new ground and may request

wer will be mailed by the Group and will

Should applicant desire to have -

 remand to the Examiner to consider such

amendment or material. Prosecution other-
_ wise remains closed. Failure to respond to the
new ground of rejection will result in dismis-
sal of the appeal of the claims so rejected if

~said failure to respond is construed as an
acquiescence in this rejection.”

RerLy Brier

Where a new ground of rejection is raised
in the Examiner’s Answer, the applicant, un-
der Rule 193(b) has sixty days within which
he may file a reply. The applicant’s reply,
insofar as the new ground of rejection is con-
cerned, may inchide any amendment or mate-
ria} appropriate to the new ground. The Board
of Appeals in its discretion may remand the
case to the Examiner to consider such amend-
ment or material. In the event of remand, con-
sideration will be limited to amendments and
facts pertinent to the new ground of rejection.

Where new points of argument have been
raised in the Examiner’s answer, applicant may
file a reply brief within twenty days from the
date of such answer. Applicants should clearly
and specifically indicate in their reply briefs the
new points of argument *raised m the exam-
iner's answer” to which said reply briefs are
directed. Rule 193(b) does not permit general
rebuttal of each statement made in the exam-

- iner’s answer; consequently a reply brief which

is not restricted to answering “new points” may
be refused consideration in toto, [ R-21]

1208.02 Withdrawal of Final Rejec-
tion [R-20]

The Examiner may withdraw the final re-
jection at any time prior to the mailing of the
Examiner’s Answer. It is possible that after
reading the brief, the Examiner- may be con-
vinced that some or all of the finally rejected
claims are allowable. Where he is of the opinion
that some of the claims are allowable he should
so specify in the Examiner’s Answer and confine
his arguments to the remaining rejected claims.
If he finds. upon reconsideration, that all the re-
jected claims are allowable, or where the ap-
plicant in his brief withdraws the appeal as
to some of the rejected claims and the Exam-
iner finds the remaining claims to be allowable.
he should notify the Board of this fact so that
the appeal may be removed from the records.
Moreover, the Board should be notified when-
ever the application is withdrawn from ap-
peal under any circumstance. See sections
706.07(c) to 706.07(e). ' '

In applications where an interference has re-
sulted from the applicant copying claims from
the patent which provided the basis for final re-
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' duly authorized of record prior to the hearing,

Rule 194. Hearina 1f no request for oral hearing
has been made by the appellant, the appeal will be
assigned for consideration and decision.

will be set, and due notice thereof given to the appel-

lant. Hearing will be held as stated in the notice, and

oral argument will be llmized"to"fibne-half hour. unless
otherwise ordered before the hearing begins.

If applicant desires to argue his case before
the Board, he must file a brief and at the same
time indicating if he desires an oral hearing.
Rule 192. If no request has been made by ap-
plicant, the appeal will be assigned for consid-
eration and decision. Rule 194. That is, the deci-
sion will be rendered on the brief.

Preferably, the request for oral hearing
should appear in the first paragraph of the brief
and sho\.ll[()ie be set out prominently. Although
the Board, through past practice, honors re-
quests included in the notice of appeal, the rules
require inclusion at least in the brief and this
would appear to be the best procedure to follow.

A notice of hearing, stating the date, the time
and the docket, is forwarded to the applicant
in due course after the mailing of the Exam-
iner’s Answer, with appropriate delay where
additional time has been given for the filing of
a reply brief. If applicant fails to confirm

within the stated time (14 days), the appeal is

removed from the hearing docket and assigned
on brief in due course. Similarly, after con-
firmation, if no appearance is made at the sched-
uled hearing, the appeal is decided on brief.
Since failure to notify the Board of waiver of
hearing in advance of the assigned date results
in a waste of the Board’s resources, applicant
should inform the Board of a change in plans at
the earliest possible opportunity.

If the time set in the notice conflicts with
prior commitments or if subsequent events make
appearance impossible, the hearing may be re-
scheduled on written request. However, post-
ponements are discouraged and will not be
granted in the absence of convincing reasons in
sufFort of the requested change.

applicant has any special re(fuest, such as
for a particular date or day of the week, this
will he taken into consideration in setting the
cases, if made known to the Board in advance,
as long as such request does not unduly delay
a decision in the case.
The arguments at the hearing may be pre-
sented by applicent’s attorney or agent if he is
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’ If the ap-
pellant has requested an oral hearing, a day of hearing

in with Rule 34. If a firm has a writ-

ten power to act in the case, compliance with
Rule346isrequired. @~ R .
Usually a half hour isallowed for applicant to
explain his position. Rule 194. If appgcant be-
lieves that additional time will be necessary, a
request for such time should be made well in
d taken into consideration in

X hgigr additional time is to be granted
rests within the discretion of the senior member

~of the panel hearingthecase.

Primary Examiners are permitted to present
oral arguments before the Board of Appeals in
appeals where the applicant has been granted
an oral hearing. After the applicant has made
his presentation, the Examiner will be allowed
fifteen minutes to reply as well as to present a
statement which clearly sets forth his position
with respect to the issues and rejections of
record. Applicant may utilize any allotted time
not used in the initial presentation for rebuttal. -

Currently, up to two Examiners are permitted
to attend any one hearing as observers, where
the case is related to the Examiners’ field of tech-
nology. The time of a hearing may be obtained
by the Examiners by telephoning the Board of
Appeals about one month after the Examiner’s.
Answer is forwarded. The time should be
checked a few days prior to the hearing to see
if any change has been made. -

-~ 1210 Actions Subsequent to Examin-

"er’s Answer but Before Board’s
Decision [R-20] ‘

JURISDICTION OF BoOARD

Upon mailing of the Examiner’s answer on
appeal, jurisdiction of the case with respect to
the appeal rests exclusively with the Board of
Appeals. Any amendment, affidavit, or other
Eaper relating to the appeal, filed thereafter

ut prior to the decision of the Board, may be
considered by the Examiner only in the event
the case is remanded to him by the Board for
that purpose.

Divipep Jorispicrion

Where appeal is taken from the final rejec-,
tion of one or more copied claims only, jurisdic-
tion of the rest of the case remains with the Ex-
aminer, and prosecution of the remaining claims
may proceed as though the entire case was un-
der his jurisdiction. Also, where the Exam-
iner certities in writing that there is no conflict
of subject matter, an appeal to the Board of
Appeal may proceed concurrently with an
interference. )

date. The final decision.




ABANDONMENT OF APPEAL |

To avoid the rendemng of decisions by the

Board of Appeals in applications

ready been refiled as streamlined conti

of

phcants shculd promptly inform ¢
the Board in writing as soon as the

ich haveal-

2i%.1

ecided to refile or to abandon an
) cation containing an appeal awaltmg a
sion. Failure to exercise appropriate dili-

gence in this matter may result in the Board’s

",,fusmg an other