705 Ol Innmams re. Pmmﬂ:«imy eports ;
705.01(s) Nature of PR., Tis’ Use and stposal

T05.01 (c) Counung ‘and Reccmﬁng 3
705.01(d) Duplicate Prints.of anmgs
705.01(e) Limitation as to Use ’
705.01(f) Interviews With Applicants

706 Rejection of Claims )

T06.01 Comtragied With Objection

T706.02 checuon on Prior Ant

706.02(z) Establishing “Well Known” Prior Art
706.02(b) Admissions by - splicant,

>706.02(c) Establishing Common Ownersh1p<

706.03 Rejections Not Based on Prior Ant

706.03(a). Nonstatutory Subject Matter ..

705.03(b) 'Barred by Atomic Energy Act

706,03(c) Functional

706.03(d) Vsague and Indefinite

T06.03(e) Product by Process

706.03(f) Incomplete

T06.03(g) Prolix

706.03(h) Nonstatueory Claim

T06.03(1) Aggregation

706.03()  Old Combination

706.03() Duplicate Claims; Double Patenting

706.03(0y Multiplicity

706.03(m) Nonelected Inventions

706.03(n) Correspondence of Claim and Disclosure
T06.03(c) New Matter

T06.03(p) No Uility

706.03(g) Obvious Method

706.03() Mere Function of Machine

706.03(s) Statuiory Bar

706.03(t) Other Assigned Agplication

706.03(u) Disclaimes

706.03(v) After Interference or Public Use Proceeding
706.03(w} Res Judicata

706.03(x} Reissue

706.03(y) Improper Maskush Group

706.03(z) Undue Breadth

706.04 Rejection of Previously Allowed Claims

706.05 Rejection After Allowance of Application

706,06 Rejection of Claims Copied From Patent

706.07 Final Rejecuon

706.07(a)y Final Rejection, When Proper on Second Action
706.07(®) Final Rejection, When Proper on First Action
706.07(c) Final Rejection, Premature

766.07(d)y Final Rejection, Withdrawal of, Premature
T06.07(ey Withdrawal of Final Rejection, General
706.07(fy Time for Response to Final Rejection

767 Examiner’s Letter or Action

76708 Primary Examiner Indicates Action for New Assistant
767.02¢a) Cases Up for Third Action and Five-Year Cases
707,04 Tnitial Sentence

70705 Citation of References

707.05(s) Copies of Cited References

707.05(b)y Citation of Pefated At by Applicants
707.05(c) Order of Listing

707.05(d) Reference Cit=d in Subsequent Actions
F671.05(e) Data Ueed iy Titimg References

TFOT.05(6) Effective Diates of Declassified Printed Matter
T67.05(g) Incosrect Citation of References

767.06 Citation of Decisions, Orders, Memorandums and Notices
707.07 Completeness and Clarity of Examiner’s Action
767.07(ay Complete Action on Formal Maiters

- T0107G) Ssme When Claims Are,Al]owahle

707'07() ' Bach Clain To B Montioncd n Each Lenter.

707074} Nambering Pamgmphﬁ
707.07(y Cozmment on Examples;, I
707.08 Reviewing and Initialing by Assistant Exammer L

707.09 - Sigming by Primary or Olher Aulhmw:l Exammer

707.10 Emry o oyl

707.11 Dae h

707.12° Mailing

707.13 Retmmed Offlce Acuon

708 Order of Examination

708.01 Lisz of Special Cascs

708.02 Petizion To Make Special

708.03 Examiner Tenders Resignation

709 Suspension of Actien

709.01 Owerlzpping Applications by Same Appllcanl or Owncd by Same

. Assignee
710 Peried for Rcsponsc
710.01 Stazmiory Period
710.01(2) Stamsory Period, How. Cornpuled
710.02 Shezizned Statutory Period and Time Limit Actions Compuled
710.02(b) Shosiened Stalulory Period: Situations in Which Used
710.02(c) Tume-Limit Actions: Situations in Which Used
710.02(d) Difference Between Shoriened Statutory and Time-Limit Periods
710.02(e) Eszension of Time
710.04 Two Periods Running
710.04(a) Copying Patent Claims
710.05 Pericd Ending on Saturday, Sunday or a Federal Holiday
710.06 Miscellaneous Factors Determining Date
711 Abandonment
711.01 Expeess or Formal Abandonment
711.02 Faiture To Take Required Action During Statutory Period
711.02(a) Insufficiency of Response
711.02(b) Special Situations Involving Abandonment
711.02(c) Tesmination of Proceedings
711.03 Rezonsideration of Holding of Abandonment; Revival
711.03(a) Helding Based on Insufficiency of Response
711.03(b) Hoiding Based on Failure To Respond Within Period
711.03(c) Petitions Relating to Abandonment
711.03(d; Examiner’s Statement on Petition To Set Aside Examiner’s

Holding

711.04 Disposition of Abandoned Applications
711.04(2) Pulling and Forwarding Abandoned Applications
711.04(b) Crdesing of Patented and Abandoned Files
711.04(cy eifying Applicants of Abandonment
711.05 Leszer of Abandonment Received After Application is

Allnwed
711.06 Absiracts, Abbreviatures and Defensive Publications
T11.06(a) Ciation and Use of Abstracts, Abbreviatures and

Brefensive Publications as References

712 Abandeament for Fallure To Pay Issue Fee
713 Interviews
713.01 Genesal Policy, How Conducted
713.02 Intesviews Prior to First Official Action
713.03 Interciew for “Sounding Out” Examiner Not Permitted
713,04 Subsuance of Interview Must Be Made of Record
713.05 Intesviews Prohibited or Granted, Special Situations
713.06 No inter Paries Quest:ons Discussed Ex Parte
713.07 Eagmsure of Other Cases
713,08 Demnonstration, Exhibits, Models
713.09 Fisally Rejected Application
713.108 Interview Preceding Filing Amendment Under § 1.312
714 Amendments, Applicant’s Action
714.01 Signatores to Amendments

700 - 1 Rev. 6, Oct, 1987




71408
P ,_714%04_

, ‘714.02 f

71405
. 71406 Amendments Smemng Group™
.714.07 Amendments Not in Pemunem Ink

71408 Telegraphic Amendment - ’

714.09 Amendments Before First Ofﬁcc Acuon

714.10 Claims Added in Excess of Filing Fee :

714.11 Amendment Filed During Interference Proceedings

714.12 Amendments After Final Rejection or Action !

714.13 Amendments After Final Rejection or Acnon Pmcedure
Followed

714.14 Amendments Afier Allowance of All Claims

714.15 Amendment Received in Examining Group After Mailing of
Notice of Allowance '

714.16 Amendment Afier Notice of Allowance, 37 CFR 1.312

714.36(s) Amendmenis Under § 1.312, Copied Patent Claims

714.16(6) Amendments Under § 1.312, Filed With & Mozior Under § 1.633

714.16{c) Amendments Under § 1.312, Additional Claims

714.16(d) Amendmems Under § 1.312, Handling

714.16(e) Amendments Under § 1.312, Entry in Part

714.17 Amendment Filed After the Period for Response Has
Expired =

714.18 Entry of Amendments

714.19 List of Amendments, Entry Denied

714.20 List of Amendments Emered in Part

714.21 Amendments Inadvertently Entered, No Legal Effect

714.22 Emisy of Amendments, Directions for

714,23 Emry of Amendments, Directions for, Defective

71424 Amendment of Amendment

714.25 Discountesy of Applicant or Attomey

715 Swearing Back of Reference-Affidavit or Declaratio

Under §1.131

715.01 Reference Claims Foreign Filing Date

715.01(a) Reference is & Joint Patent to Applicant and Another

715.01(6) Reference and Application Have Common Assignee

715.01(c) Reference Is Publication of Applicant’s Own Invention

715.02 General Rule as to Generic Claims

715.03 Practice Relative to Chemical Cases

715.04 Who May Make Affidavit or Declaration

715.05 Patent Claiming Same Invention

71507 Facs and Documentary Evidence

715.07(a) Diligence

715.07(b) Interference Testimony Sometimes Used

715.07(c) Acts Relied Upon Must Have Been Carried Out in This

Country

715.07(d) Disposition of Exhibits

715.08 Passed Upon by Primary Examiner

715.09 Scasonable Presertation

716 Affidavits or Declarations Traversing Rejections,

37 CFR 1.132

717 File Wrapper

717.0% Papers in File Wrapper

717.01(a) Asrangement of Papers in File Wrapper

717.03(b) Prints

717.02 Data Entered on File Weapper

717.02(6) Name or Residence of Inventor or Title Changed

717.03 Classification Buring Examination

717.04 Index of Claims

T17.05 Field of Scarch

717.06 Foreign Filing Dates

717.07 Related Applications

720 Public Use Proceedings

720.01 Preliminary Handling

720.02 Examiner Determination of Prima Facie Showing
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“724.; “Trade Secret,

| 72403 Types of Trade Secret, Confiden

" Materials .

Materials Submitted under' § 724 02
724.04 Office Treatnent and Handling of Matenals Submmed o
under § 724.02 . '
T24.04(a) Materials Submitted in an Apphcauon Covered by 35
U.s.C122 . )
724.04(b) Materials Submitied in Reissue Apphcauo 1 Open to lhe'
* Public Under 37 CFR 1.11(b) ) : :
724.04(c} Maierials Submitied in Reexamination Flles Open tothe
Public Under37 CFR 1.11(d) ~
724.05 Petition to Expunge Matcrmls Submitted Under§ 724 02

701 Statutory Authority for Examination

35U.SC. 131. Examination of application.

The Comumissioner shall cause an examination to be made of the apphcaum
and the alleged new invention; and if on such examination it appears that the
applicant is entitled to a patent under the law, the Commnsﬂoncr shall i issue 8
patent therefor.

The main conditions precedent to the grant of a patent to an
applicant are set forth in 35 U.S.C. 101, 102, 103.

35 U.SC. 101. Inventions patentable.

Whoever invents or discovers any new and useful process, machine, mmufac-
ture, or composition of matter, or any new and useful improvement thereof, may
obtain 2 patent therefor, subject to the conditions and requirements of this title.

Form Paragraph 7.04 copies 35 U.S.C. 101.

35 US.C. 100. Definitions.

When used in this title unless the context othcrwise indicates —

(2) The term “invention” means invention or discovery.

(b) The tesm “process” means process, an or method, and includes a new use
of a known process, machine, manufacture, composition of matter, or material.

(c) The terms “United States” and “this country” mean the United States of
America, its teritories and possessions.

(d) The word “patentee” includes not only the patentee to whom the patent was
issued but also the successors in title to the patentee.

702 Requisites of the Application [R-6]

When a new application is assigned in the examining group the
examiner should review the contents of the application to deter-
mine if the application meets the requirements of 35 U.S.C. 111.
Any matters affecting the filing date >or abandonment< of the
application, such as lack of an oath or declaration, filing fee, or
claims should be checked before the application is placed in the
storage racks to await the first action.

Theexaminer should be careful to see that the application meets
all the requisites set forth in chapter 600 both as to formal matters
and as to the completeness and clarity of the disclosure. If all of
the requisites arc not met, applicant may be called upon for
necessary amendments. Such amendments, however, must not
include new matier.

702.01 Obviously Informal Cases [R-6]
When an application is reached for its first action and it is then
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reasonable search the aétion should clearly inform’ apphcant that °
no search was made. .

- (2) Informalities: noted by the Apphcauon Dmsnon and defi-
ciencies in the drawing should be poirited outby meais of auach-
ments to the examinér’s létter (see SMPEP< §707.07(2));

(3) A requirement should be ‘made: that the specification be
revised to conform o n:homatxc Englnsh and Umted Stales
practice; :

{4) The claims’ slmu]d be rejected as failing to-define the
invention in the manner required by 35 U.S.C. 112 if they are
informal. A blanket sejection is usually sufficient.

The examiner shoold notattempt to point out the specific points
of informality in the specification and claims. The burden is on
the applicant to revise the apphcauon to render n in proper form
for a complete examination.

If a number of obviously informal claims are ﬁled in an appli-
cation, such claims should be treated as bemg a smgle cla:m for
fee and examination purposes.

Tt is obviocusly to applicant’s advantage to file the apphcauon
with an adequate disclosure and with claims which conform to
the U.S. Patent and Trademark Office usages and reguirements.
This should be done whenever possible. If, however, due to the
pressure of 2 Convention deadline or other reasons, this is not
possible, applicants are wrged to submit promptly, preferably
within three months after filing, a preliminary amendment which
corrects the obvious informalities. The informalities should be
corrected to the extent that the disclosure is readily understood
and the claims to be initially examined are in proper form,
particularly as to dependency, and otherwise clearly define the
invention, “New mater” must be excluded from these amend-
ments since preliminary amendments do not enjoy original
disclosure status, >SMPEP< § 608.04(b).

Whenever, upon examination, it is found that the terms or
phrases or modes of characterization used to describe the inven-
tion are not sufficiently consonant with the art to which the
invention pertains, or with which it is most nearly connected, to
enablethe examinertormake the examination specifiedin 37 CFR
1.104, the examiner should make a reasonable search of the
invention so far as it can be understood from the disclosure. The
action of the examiner may be limited to a citation of what
appears io be the most pertinent prior art found and a request that
applicant correlate the terminology of the specification with art-
accepted terminology before further action is made.

Use Form Paragraph 7.01 where the terminology is such thata
proper search cannot be made.

701 Use of Terminology, Cannot Be Examined

A preliminary examination of this application reveals that it includes terminol-
ogy which is so different from that which is generally accepted in the art to which
this invention pertains that it is impractical to make a proper search of the prior
an.
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i appropmtc ‘indication’of the' tennmdlbgy
data. efc;; lhat are the pmblcm as" well as’ the pages of

pmpemu. omits of
specification involve

(3) Forthe proced
608 02(a) md 608 02(b) of the MPEP

Use Form ngnph 7E 02 where !.he apphcnuon isso mcompmhcnslble that's
reasmablesearchcmmotbemade S e ,

74 02 Disclosure is Incamprehemxble :

The disclosure is objected tounder 35 U.S.C. 112, firslparugmph as being so
mcomprehmsnble as to preclude a reasonable search of the prior art by the
examiner. For example, the followmg items are not understood: [1].

Applicant is required to submit an amendment which clerifies the disclosure so
that the examiner may make a propcr companson of the invention with the prior

art. Lo
Apphcam should be careful not to lmroduce anynew matter into the dlsclosum
(i.e., metter which is not supported by the disclosure as originally filed).

" A SHORTENED STATUTORY'PERIOD FOR RESPONSE TO THIS AC-
TION IS SET TO EXPIRE 30 DAYS FROM THE DATE OF THIS LETTER.

Enminer Note
1. Use this paragraph ‘when a search cannot be made.
2. In the bracket, indicate- the page numbers and features which are not

understood.
3. See form paragraphs 6. 28 and 6.30 for improper idiomatic English.

Use Form Paragraph 7.03 where the invention cannot be
understood because of illegible handwritten pages.

7.03 Handwritten Pages are Hllegible

The Examiner cannot understand the invention because the handwritien pages
are illegible.

Applicant is required to submit legible pages preferably in typed, double
spaced form.

A SHORTENED STATUTORY PERIOD FOR RESPONSE TO THIS AC-
TION IS SET TO EXPIRE 30 DAYS FROM THE DATE OF THIS LETTER.

For the procedure to be followed when only the drawing is
informal, see >MPEP< §§ 608.02(a) and 608.02(b).
703 “General Information Concerning
Patents” [R-6]

The pamphlet “General Information Concerning Patents™ **>,
for use by applicants contemplating the filing or prosecution of
their own applications, may be purchased from the Superinten-
dent of Documents, U.S. Government Printing Office, Washing-
ton, D.C. 20402.<

704 Search [R-6]

After reading the specification and claims, the examiner

searches the prior art.
The subject of searching is more fully treated in Chapter 900.
See §§ 904 through 904.02. The invention should be thoroughly
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n’ titled toreceive an‘explémhoh of the disclosme from the exam-

B mch, m ord@r to avoul xecemeal prosecuuon.

PREVIOUS EXAM]NER S 'SEARCH

: When an exammer is assngned to act on an apphcanon whlch

m received one-or more actions by some other examinér; full
 faith and credit should be given to the search and action of the

previous examiner unless there i isa clear error in the prevxous
action or knowledge of other prior art. In general the second
examiner should not take an entirely new approach to the case or
auempt to reorient the point of view of the previous exarsiner, or
make a new search in the mere hope of finding something. See
>MPEP< § 717 .05.

708 Patentabxhty Reports [R 6]

Where an application, properly assigned to one examining
group, is found to contain one or more claims per se ¢lassifiable
in one or more other groups, which claims are not divisible inter
ge or from the claims which govern classification of the applica-
tion in the first group, the application may be referred to the other
group or groups concerned for a report as to the patentability of
certain designated claims. This report is know as a Patentability
Report (P.R.) and is signed by the primary examiner in the
reporting group.

The report, if legibly written, need not be typed.

Note that the Patentability Report practice is suspended, except
in extraordinary circumstances. See >MPEP< § 705.01(¢).

705.01 Instructionsre Patentability Reports

When an application comes up for any action and the primary
examiners involved agree that a Patentability Report is neces-
sary, the application is forwarded to the proper group with a
memorandum attached, for instance, “For Patentability Report
from group — — as to claims — —.”

705.01(a) Nature of P.R., Ifs Use and
Disposal [R-6]

The primary examiner in the group from which the Patentabil-
ity Report is requested, if he or she approves the request will
direct the preparation of the Patentability Report. This Patenta-
bility Report is written or typed on a memorandum form and will
include the citation of all pertinent references and a complete
action on all claims involved. The field of search covered should
be endorsed on the file wrapper by the examiner making the
report. When anexaminer to whom a case has been forwarded for
aPatentability Report is of the opinion that final action is in order
as to the referred claims, he or she should so state. The Patenta-
bility Report when signed by the primary examiner in the
reporting group will be returned to the group to which the
application is regularly assigned >and placed in the file wrap-

pere.
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- inier to whom the case is assigned to avoid duplication of worlk. -
Ifthe pnmaryexammer ina reportmg groupis ofthe opn.mon that

s DI AGREEMENT AS TO CLASS]FICATION

Confhct of opinion as. to classnﬁcanon may be referred toa
patent classu'ler for decision. - y

If the primary examiner.in the group havmg JUTISdlCUOn of the
case agrees with the Patentability. Report, he or she should
incorporate the substance thereof in his or. her. action, which
action will be complete asto all claims. The Patentability Report
insuchacaseis aot given a papernumber butisallowed toremain
in the file until the case is finally disposed of by allowance or
abandonment, at which time it should e removed.

DISAGREEMENT ON PATENTABEITY REPORT

If the primary examiner does not agree with the Patentability
Report or any portion thereof, he or she may consult with the
primary examiner responsible for the report. If agreement as to
the resulting action cannot be reached, the primary examiner
having jurisdiction of the case need not rely on the Patentability
Report but may make his or her own action on the referred claims,
in which case the Patentability Report should be removed from
the file.

APPEAL TAKEN

When an appeal is taken from the rejection of claims, all of
wihich are examinable in the group preparing a Patentability
Report, and the application is otherwise allowable, formal trans-
szr of the case to said group should be made for the purpose of
appeal only. The receiving group will take jurisdiction of the
application and prepare the examiner’s answer, At the time of
allowarnce, the application may be sentto issue by said group with
its classification determined by the controlling cleims remaining
in the case.

705.01(b) Sequence of Examination

In the event that the supervisory primary examiners concermned
in aP.R.case cannot agree as to the order of examination by their
groups, the supervisory primary examiner having jurisdiction of
the case will direct that a complete search be made of the art
refevant to his or her claims prior to referring the case to another
group for report, The group to which the case is referred will be
advised of the results of this search.

If the supervisory primary examiners are of the opinion thata
different sequence of search is expedient, the order of search
should be correspondingly modified.

705.01(c) COﬁgtél]lg and Recording P.R.’s
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- The date status o theapphczmon inthe reporting gmupwdlbe
determmed on the basis of the dates in the group of original
jurxsdlcuon_ To insure cmierly progress in'the reponed dates, a
nmely remmdershouldbefumrshedtomegroup makmgdyeP.R

705. Ol(d) ?érpgicate Prmts of Drawmgs

In Patentability Reportcases having drawings, the "aminer to
whom the case is assigned will furnish to the group to which the
case is referred, prints of such sheets of the drawings as are
applicable, for interference search purposes. That this has been
done may be indicated by a pencil notation on the file wrapper.

When a case that has had Patentability Report prosecution is
passed for issue or becor:ies abandoned, NOTIFICATION of this
fact will AT ONCE be given by the group having jurisdiction of
the case to each group that submitted a Patentability Report. The
examiner of each such reporting group will note the dawe of
allowance or abandonment on *>the< duplicate set of prints. At
such time as these prints become of no value to the reporting
group, they may be desiroyed.

705.01(e) Limitation as to Use

The above outlined Patentability Report practice is not obliga-
tory and should be resorted to only where it will save total
examiner time or result in improved quality of action due to
specialized knowledge. A saving of total examiner time that is
required to give a complele examination of an application is of
primary importance. Patentability Report practice isbased on the
proposition that when plural, indivisible inventions are claimed,
in some instances either less time is required for examination, or
the results are of better quality, when specialists on each charac-
ter of claimed invention treat the claims direcied to their spe-
cialty. However, in many instances a single examiner can give a
complete examination of as good quality onall claims, and in less
total examiner time than would be consumed by the use of the
Patentability Report practice.

Where claims are directed to the same character of invention
but differ in scope only, prosccution by Patentability Report is
never proper.

Exemplary situation where Patentability Reports are ordinarily
not proper are as follows:

(1) Where the claims are related as amanufacturing processand
a product defined by the process of manufacture. The examiner
having jurisdiction of the process can usually give a complete,
adequate examination in less total cxaminer time than wouid be
consumed by the use of a Patentability Report.

(2) Where the claims are related as productand a process which
involves merely the fact that a product having certain character-
istics is made. The examiner having jurisdiction of the product

700-5

'drrectomfthegro{p'to_

‘Whereitcan beshown_thataPatentabnhtyReportwrll savetotal
examiner time, one'is permitied with'the approval of the group

“Approved” stamp. should ‘berimpressed on‘ the memorandum
requesun g the Patenrabrhty Report = .

705 Ol(f) Intervrews Wrth Applrcants [R 6]

In situations where an -nmmew is held on an: apphcauon in
which a Patentabrhty Report has been adopted, the reporting
group may be called on for assistance at the interview when it
concerns claims treated by them. See >MPEP< §§ 71310713.10
regarding interviews in general.

706 Rejectron of Clalms [R-6]

Although this part of the Manual explams the procedure in
rejecting claims, the examiner should never overlook the impor-
tance of his or her role in allowing claims which properly deﬁne
the invention.

37 CFR 1.106. Rejection of claims,

(a) If the invention is not considered patcnmble, or not considered patentable
as claimed, the claims, or those considered unpatentable will be rejected.

(b) In rejecting claims for want of novelty or for obviousness, the examiner
must cite the best references at his command. When a reference is complex or
shows or describes inventions other than that claimed by the applicant, the
particular part relied on must be designated as nearly as practicable, The
pertinence of each reference, if not apparent, must be clearly explained and each
rejected claim specified.

(c)In rejecting claims the examiner may rely upon admissions by the applicant,
or the patent owner in a reexamination proceeding, as to any mater affecting
patentability and, insofar as rejections in applications are concemed, may also
rely upon facts within his or her knowledge pursvant to § 1.107.

>(d) Subject matter which is developed by another person which qualifies as
prior art only under 35 U.S.C. 102(f) or (g) may be used as prior art under 35
U.S.C. 103 against a claimed invention unless the entire rights to the subject
matter and the claimed invention were commonly owned by the same person or
organization or subject to an obligation of assignment 1o the same person or
organization at the time the claimed invention was made.

(e) The claims in any original application naming an inventor will be rcjected
as being precluded by a waiver in a published statutory invention registration
naming that inventor if the same subject matter is claimed in the application and
the statutory invention registration. The claims in any reissue application naming
aninventorwill be rejected as being precluded by a waiver in & published statutory
invention registration naming the inventor if the reissue application secks to claim
subject matter (1) which was not covered by claims issued in the patent prior to
the date of publication of the statutory inventicn registration and (2) which was
the same subject matier waived in the statutory invention registration.<

Patent examiners carry the responsibility of making sure that
the standard of patentability enunciated by the Supreme Court
and by the Congress is applied in each and every case. The
Supreme Court in Graham v. John Deere, 148 USPQ 459 (de-
cided February 21, 1966), stated that,

“Under § 103, the scope and content of the prior arnt to be determined;
differences between the prior art and the claims a tissue are to be
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negligence and scienter, and should be amensble to 2 ‘case-by-case . -

development. We believe that strict observance of the requirements

. hzddownhetewnllresulz:nlhammfmuyanddeﬁnmveness whxch s

" Congress called for inf the 1952 Act.

“While we have focused attention on uie appropriate standard tobe
applied by the courts, it must be remembered that the primary respon-
sibility for sifting out unpatentable material lies in the Patens Office.
To await ]mgauon is - for all practical purposes—to debilitate the
patent system. We have observed 2 notorious difference between the
standerds applied by the Patent Office and by the courts. While many
reasons can be adduced to explain the discrepancy, one may well be
the free rein often exercised by examiners in their use of the concept
of “invention.” In this connection we noie that the Patent Office is
confronted with a most difficult task. . . . This is itself a compelling
reason for the Cominissioner to stnctly adhere to the 1952 Act as
mxpmcd here. This would, we believe, not only expedite disposi-. -
tiom bt bring about a closer concurrence, between admm;smuve and
udicial precedcm.

Accordingly, an application covering an invention of doubtful'

patentability should not be allowed, unless and until issues
pertinent to such doubt have been raised and overcome in the
course of examination and prosecution, since otherwise the
resultant patent would not justify the statutory presumption of
validity (35 U.S.C. 282), nor would it “strictly adhere” to the
requirements laid down by Congress in the 1952 Act as inter-
preted by the Supreme Court.

Office policy has consistently been to follow Graham v. John
Deere Co. in the consideration and determination of obviousness
under 35U.S.C. 103. Asquoted above, the three factual inquires;
enunciated therein as a background for determining obviousness
are briefly as follows:

1. Determination of the scope and contents of the prior art.

2. Ascertaining the differences between the prior art and the
claims in issue; and

3. Resolving the level of ordinary skill in the pertinent art.

The Supreme Court reaffirmed and refied upon the Graham
three pronged test in its consideration and determination of
obviousness in the fact situations presented in both the Sakraida
v. Ag Pro, 189 USPQ 449 (decided April 20, 1976) and
Anderson’s-Black Rock Inc. v. Pavement Salvage Co., 163
USPQ 673 (decided December 8, 1969) decisions. In cach case,
the Court went on 1o discuss whether the claimed combinations
produced a“new or different function” and a “synergistic result”,
butclearly decided whether the claimed inventions were unobvi-
ous on the basis of the three-way test in Graham. Nowhere in its
decisions in those cases does the Court state that the “new or
different function” and “synergistic result” tests supersede a
finding of unobviousness or obviousness under the Graham test.

Accordingly, examiners should apply the test for patentability

Rev. 6, Oct. 1987

ie2; synergxsm} may pomt toward norobviousriess, but iis -
ebsence has no place in evaluating the evidence on obvicusness. The

: mmeobpcuvc findings suggested in Grahm,supm, are drawn from .5

the language of the statote and are fully adequate guxdes forevaluaung
the evidence relating 1o compliance with 35 U.S.C. § 103. Bowser Inc.
v. Umxed Szates, 388 F. 2d 346, 156 USPQ 406 (Ct. Cl 1967)

The standards of patentabxhty applied in the examination of
claims must be the same throughout the Office. In every art,
whether it be considered “‘complex,” “newly developed,”
“crowded,” or “competitive,” all of the requirements for patenia-
bility {e.g., novelty, usefulness and unobviousness, as provided
in 35 U.S.C. 101, 102, and 103) must be met before a claim is
allowed. The mere fact that a claim recites in detail all of the
features of an invention (i.e., is'a “picture” claim) is never, in-
itself, justification for the allowance of such a claim.

‘When an application discloscs patentable subject matter and it
is apparent from the claims and the applicant’sarguments that the
claims are intended to be directed to such patentable subject
matter, but the claims in their present form cannot be allowed
because of defects in form or omission of a limitation, the
examiner shouid not stop with a bare objection orrejection of the
claims. The examiner’s action should be constructive in nature
and when possible should offer a definite suggestion for correc-
tion.

If the examiner is satisficd after the search has been completed
that patentable subject matter has been disclosed and the record
indicates that the applicant intends to claim such subject matter,
he or she may note in the Office action that certain aspects or
features of the patentable invention have not been claimed and
that if properly claimed such claims may be given favorable
consideration.

37 CFR 1.112. Reconsideration.

After response by applicant or patent owner (§ 1.111) the application or patent
under reexzmination will be reconsidered and again examined. The applicant or
patenit owner will be notified if claims are rejected, or objections or requirements
made, in the same manner as after the first cxamination. Applicant orpatent owner
may respond to such Office action, in the same manner provided in § 1.111 with
or without amendment. Any amendments after the second Office action must
ordinarily be restricied 1o the rejection or to the ohjections or requirements made.

The applicaticn or patent under reexamination will be again considered, and so
on repeatedly, unless the examiner has indicated that the action is final,

See *>37 CFR<« 1.112 for reexamination and reconsideration
of a patent under reexamination after responses by the patent

owner.
>See MPEP Chapter 2300 for rejection of claims in an applica-
tion for a Statutory Invention Registration.<
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lem:r If the form of - thc clmm (as‘ dxsungmshed from its sub-
s:ance) is unproper an “objecmm ismade. The pracncai dlffer-
ence hetween a rejecuon and an objecuon is that a rejection,
involving the merits of the claim; is subject to’ review by the
Board of >Patent< Appeals >and Interferences<, whxle anobjec-
“tiom, if persnsted in, may be rewewed only by way of petmon to

the Commissioner.
“An example of amatter of fenn as to whxch obJectxon is made

is dependency of a’ ‘claim on a rejected claim, if the dependem
claxm is otherwise allowable. See >MPEP< 8 608 Ol(n)

706.02 Rejection on Prior Art [R-6]

35U S.C. 102. Conditions for patensability; novelly and loss of right to patent,

A person shall be entitled to 2 paent unless ~

(a) the invention was known or used by others in this country, or patented or
described in a printed publication in this or 2 foreign country, befose the invention
thereof by the applicant for patent, or

(b) the invention was patented or described in a printed publlcauon in this or
& foreign country or in public use oz oo sale in this country, more than one year
peior to the date of the applicazim for pateat in the United States, or

{(c) he has abandoned the invention, or

{(d) the invention was first patented or caused to be patented, or wasthe subject.
of zn inventor’s cenificate, by the appficant or his legal representatives or assigns
in a foreign country priorio the date of the application for the patent in this country
e an application for patent or invemior's certificate filed more than twelve
months before the filing of the application in the United States, or

(e) the invention was described in 2 patent granted on an application for patent
by another filed in the United States before the invention thereof by the applicant
for patent, or on an international applization by another who has fulfilled the re-
quirernents of paragraphs (1), (2), and (4) of section 371(c) of this title before the
invention thereof by applicant fur pazent, or

(f) he did not himself invent the subject matter sought to be patented, or

(g} before the applicant’s invention thercof the invention was made in this
countey by another who had not asbandoned, suppressed, or concealed it. In
determining priosity of invention there shall be considered not only the respective
dates of conception and reduction to practice of the invention, but also the
reasonzble diligence of one who was first to conceive and last to reduce to
practice, from a time prior to conceptica by the other.

35 US.C.103. Conditions for patentability; non-obvious subfect matter.

A patent may not be obtained thought the invention is notidentically disclosed
or described as set fosth in section 102 of this tide, if the differences between the
subject matter sought to be patented and the prior art are such that the subject
matter ag 2 whole would have been cbvicas at the time the invention was made
1o a person having ordinary skill in the a51 to which said subject matier peniains.
Patentability shall not be negatived by the manner in which the invention was
made.

»Subject matter developed by another person, which qualifies as prior ast only
undes subsection (f) or (g) of section 102 of this title, shall not preclude
patentability under this section where the subject matier and the claimed inven-
tion were, at the time the invention was made, owned by the same person or
subject to an obligation of assignment to the same person.<

By far the most frequent ground of rejection is on the ground of
unpatentability in view of the prior art, that is, that the claimed
ssubject< matter is either not novel under 35 U.S.C. 102, or clse
it is obvious under 35 U.S.C. 13. The language to be used in
rejecting claims should be unequivocal. See >MPEP< §
707.07(d).

For scope of rcjections in reexamination proceedings see
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. 35 L. S.C. m (ANTICIPATION:OR LACK OF NOVE

The dnsuncuon between rejecuons basedon 35U.S.C. 102 and o

those based on 35 U.S.C. 103 should be kept in‘mind. Underthe -
- former, the claimiis  anticipated by the reference. No question of -

obviousness is present. It may beauvnsabletoldennfyapammﬂar _[-..f
partofihereference tosupport the TCJCCUOII If not‘ the exptessxon o

“rejected under 35 U.S.C. 102 as clearly anticipated

appropriate.
7.07 Slatemenl af Stalulary Basu‘, 35U. S C 1 02

The followmg isa quotauon of lhe appropnate paragmphs of 35 U.S. C 102 that -
form the basis for the rejections unider this section made in this Office action:
A person shall be entitled to a patent unless.:

Exammer \ote.
1. >The statute is nolonger bemg recited in g,uOfﬁce actions. Itis only required
in first actions on the merits and final rejections. Where the statute is being cited

in an action on the merits, use paragraph 7.102.<** .~
2. Paragraphs 7.07t07.14 aretobe used ONLY ONCE in a given Office action.

7.08 102(a), Activity by Another Before Invention by Applicant

(a) the invention was lmown or used by others in this country, or patented or
described in a printed publication in this or a foreign country, before the invention
thereof by the applicant for a patent. .

Exatzlner Note:
This paragraph must be preceded by paragraph 7.07.

7.09 102(b), Activity More Than One Year Prior to filing

(b) the invention wes patented or described in a printed publication in this or
a foreign country or in public use or on sale in this country, more than one year
prior to the date of application for patent in the United States.

Examiner Note:
This paragraph must be preceded by paragraph 7.07, and may be preceded by
paragraph 7.08.

7.10 102(c), [nvention Abandoned
(c) he has a2bandoned the invention.

Examiner Note:
This paragraph must be preceded by paragraph 7.07, and may be preceded by
one or more of paragraphs 7.08 and 7.09.

7.11 102(d), Foreign Patenting

(d) the invention was first patented or caused to be patented, or was the subject
of aninventor's centificate, by the applicant or his legal representatives or assigns
in a foreign ccuntry prior to the date of the application for patent in this country
on an application for patent or inventor's centificate filed more than twelve
months before the filing of the application in the United States.

Examiner Note:
‘This paragraph must be preceded by paragraph 7.07, and may be preceded by
one or more of paragraphs 7.08-7.10.

7.12 102(e), Patent to Another With Earlier Filing Date

(c) the invention was described in a patent granted on an application for patent
by another filed in the United States before the invention thereof by the applicant
for patent, or on an intemational application by another who has fulfilled the re-
quirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the
invention thereof by the applicant for patent.
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(f) he dm‘. nm hlmself mvenl the subpct mauzr soug,ht W be patenwd

. Enminer Note' :

This pamgmph must be precedud by pamgraph 7 07 md may bepreceded by :

‘one or more of paragraphs 7.08-712.
714 102(g), Priority of Invention

{g) before the applicant’s invention thereof the invention was made in this
coantry by another who had not abandoned, suppressed, or concealed it. In
determining priority of invention there shall be considered not only the respective
dates of conception and reduction to praciice of the invention, but also the
reasonable diligence of one who was first to conceive and last to reduce to
practice, from a time prior to conception by the other.

Exzaminer Note:
This paragraph must be preceded by paragraph 7.07 and may be preceded by
one or more of paragraphs 7.08 - 7.13

7.15 Rejection, 35 US.C. 102(a), (b) Patent or Publication (e) and/or (g}
Claim [1] rejected under 35 U.S.C. 102 [2] a5 being [3] by [4].

Exzaminer Note:

1. In bracket 2, insert the appropriate paragraph leiter or letiers in parenthesis
of 35 U.S.C. 102,

2. In bracket 3, insert “cleatly anticipated”, or insert “anticipated” and add an
explanation at the end of the paragraph.

3. In bracket 4, ingert the prior art relied upon.

4. Thisrejection must be preceded >either<by paragraphs 7.07,7.08,7.09,7.12
and 7.14, as appropriate >or by paragraph 7.102<.

7.16 Rejection, 35 U.S.C. 102(b), Public use or on Sale

Claim {1] rejected under 35 U.S.C. 102(b) based upon a public use or sale of
the invention.

Examiner Note:

1. A full explanation of the evidence establishing a public use or sale must be
provided.

2. This paragraph must be preceded by paragraphs 7.07 and 7.09 >or by
paragraph 7.102<.

7.17 Rejection, 35 U.8.C. 162(c}, Aband nt of the I

Claim (1) rejecied under 35 U.S.C. 102(c) because the invention has been
abandoned.

Examiner Note:

i. A full explanation of the evidence establishing an abandanment of the
invention must be provided, See MPEP 706.03(s),

2. This paragraph must be preceded >cither< by paragraphs 7.07 and 7.10 >or
by paragraph 7.102<.
7.18 Rejection, 35 US.C. 102(d), Foreign Patenting

Claim [1] rejected under 35 U.S.C. 102(d) as being barred by applicant’s {2].

Examiner Note:
This paragraph must be preceded sgither< by paragraphs 7.07 and 7.11 >orby
paragraph 7.102<,

7.19 Rejection, 35 U.S.C. 102(), Applicant not the Inventor
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kby paragnph F.102<

Exa o :
I 1. An exphmuon of the supportmg cvxdencc estabhshmg thnt applxcam wﬁa

‘n not ‘the inventor must be provided,

H2 Thlspnnganunbcpfecededmmmbypaugraphﬂ 07 and7 13>g[

>Provxsxonal Re_;ectxon (Anucxpanon)

Provmxoaal rejecnons of the anncxpanon 1ype i.e. re_]ecnon., as
between copending applications which would constitute actual
pnorame_]ecnons under35U.5.C.102 xfpatemed aremostoften

“made under 35 U.S.C. 102(e). The confidentiai status of applica-

tions under 35 U.S.C. 122 must be’mamtamed If either a
common assignee or a common invenior exists between the
applications, however, and the effective filing dates are different,
a provisional rejection of the later filed application may be
appropriate. Such a rejection could be overcome by a proper
showing under 37 CFR 1,132 that any unclaimed invention
disclosed in the copending application was derived from the
inventor of the other application and is thus not the invention “by
another”. Also, a 37 CFR 1.131 affidavit showing a date of
invention prior io the effective filing date of the copending
application could be used to overcome the rejection based on
unclaimed subject matter in the copending application.

Form paragraph 7.15.1 should be used when making a provi-
sional rejection under 35 U.S.C. 120(e).

7.15.1 Provisional Rejection, 35 US.C. 102(e)

Claim (1] provisionally rejected under 35 U.S.C. 102(e) as being anticipated by
copending application serial number [2].

Copending application serial number [3] has 2 common [4] with the instant
application. Based upon the carlier effective U.S. filing date of the copending
application, it wouid constitute prior art under 35 U.S.C. 102(e) if patented. This
provisional rejection under 35 U.S.C. 102(e) is based upon a presumprion of
future patenting of the conflicting copending application.

This provisional rejection under section 102(e) might be overcome eitherby s
showing under 37 CFR 1.132 that any unclaimed invention disclosed in the
copending applicalion was derived from the inventor of this application and is
thus not the invention “by another”, or by a showing of a date of invention of any
unclaimed subject matter prior to the effective U.S. filing date of the copending
application .

Examiner Note:

1. This paragraph is used to provisionally reject over a copending application
with an earlier U.S. filing date that discloses the claimed invention. The copend-
ing application must have cither 8 common assignee or a common inventor.

2. If the claims are obvious over the invention disclosed in the other copending
application, use paragraph 7.21.1.

3, In bracket 4, insest either “assignec” or “inventor”.

4. If the ¢laims of the conflicting application conflict with the glajmsg of the
instant application, a provisional double patenting rejection should also be given
using paragraph 7.06.1, 7.24.1 or 7.25.1.

5.1f evidence is additionally of record to show that either invention is prior ant
untotheotherunder35 U.S.C. 102(f)or(g), a rejection using paragraphs 7.13 and/
or 7.14 should also be made.<

35 U.S.C. 103 (OBVIOUSNESS)

#*#357).5.C. 103 authorizesarcjection where tomeet the claim,
itis necessary to modify a single reference or to combine it with
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jmpomd modification: of the applied reference(s) necessary to
arrive at the claimed subject matter, and (3) an explanauon why
such proposed modification would be obvious. :

thrartteyecnons should m'dmanly be confined. smctly ) the
best available art. Excéptions may properly be made e.g; D
Where the propriety of a 35 U.S.C. 102 rejection dependson'a
particilari interpretation ofa claim; (2) whereé a ¢claim is met only
in terms by a reference which does niot disclosé the inventive
concept involved; or (3) where the most- pertinent reference
seems likely to be antedated by a 37 CFR 1.131 affidavii or
declaration. Suchrejections should be backed up by the best other
art rejections available, Merely curnulative rejections; i.e., those
which would clearly fall if the primary rejection were not
sustained, should be avoided.

The Court of Customs and Patent Appeals has held that expe-
dients which are functionally equivalent to each other are not
necessarily obvious in view of one another., fnre Scott, 139 USPQ
297,51 CCPA 747 (1963); Inre Flint, 141 USPQ 299, 51 CCPA
1230 (1964).

This Court has also held that when a claim is rejected under 35
U.S.C. 103, a limitation which is considered to be indefinite
camot be properly disregarded. If a limitation in a claim is
considered to be indefinite, the ¢laim should berejected under 35
U.S.C. 112, second paragraph. /n re Wilson, 165 USPQ 494, 57
CCPA 1029 (1970). Note also In re Steele, 134 USPQ 292, 49
CCPA 1295 (1962). See >MPEP<§ 706.03(d).

Where a reference isrelied on to support arejection, whether or
not in a “minor capacity that reference should be positively
included in the statement of the rejection. See In re Hoch, 166
USPQ 406, 57 CCPA 1292, foomote 3 (1970).

Where the last day of the year dated from the date of publication
falls on a Saturday, Sunday or Federal holiday, the publication is
not a statutory bar uader 35 U.S.C. 102(b) if the application was
filed on the next succeeding business day Ex parte Olah and
Kuhn, 131 GSPQ 41 (Bd. App. 1960). It should also be noted that
a magazine is effective as a printed publication under 35 U.S.C.
102(b) as of the date it reached the addressee and not the date it
was placed in the mail. Protein Foundation Inc. v. Brenner, 151
USPQ 561 (D.C.D.C. 1966).

A U.S. patent may be a reference against an application even
though the patent date is after the United States filing date of the
application, provided the United States filing date of the patent is
prior to the United States filing date of the application. Itis proper
to use such a patent as a basic or an auxiliary reference and such
patents may be used together as basic and auxiliary references.
This doctrine arose in Alexander MilburnCo. v. Davis-Bournon-
ville Co., 1926 C.D.303; 344 0.G. 817; and was enacted into law
by 35 U.S.C. 102(¢). It was held applicable to rejections under 35
U.S.C. 103 by the U.S. Supreme Court in Hazeltine Research,
Inc. etal v. Brenner, 147 USPQ 429 (1965). Sce also *>MPEP §
715.01. Where two applications of different inventive entities are
copending and the filing dates differ, a provisional rejection
under 35 U.S.C. 102(e)/103 shouid be made in the later filed
application if the applications have a common assignee or a
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: ‘C'\mvm mvmmr Otherwnse the conﬁdenual statds of app!tca-’f i
orth (1) the difference of
s'in‘the claim over: the?‘apphed reference(s) (2) the_ A

tions under 35U.S.C; 122 must be mamtamed Such arejection
alerts‘the applicant that he or she can' expect’ an’ actual"rejecmn‘
on the same ground if the first application issues ‘and'also lets
applicant know that action must be taken to avoid the rejection
suchas (1) filing a proper 37 CFR 1.131 affidavitto swearbehmd
the filing date of the reference ¢ or (2) combining the two apphca-
tions into a single application and thereby avoid the rejection.<

‘Public Law 92-34 provxded for situations caused by the postal
emergency which began on 'March 18, 1970 and erided on or
about March 30, 1970. "I_‘hls law allows the applicant to claim an
earlier filing date if delay in filing was caused by the emergency.
Sucheariier fiiing dates were printed on the patents along withthe
actua’ filing dates whenever it was possible. However, patents
issued with earlier filing dates claimed under Public Law 92-34
are effective as prior art under 35 U.S.C. 102(e) oniy as of their
actual filing dates and not as of such claimed earlier filing dates.
The details of the procedure to claim the earlier date appeared at
889 0.G. 1064.

For the proper way to cite a patent issued after the filing of the
application in which it is being cited, see >MPEP< § 707.05(e).

> Provisional Rejection (Obviousness)
Under 35 U.S.C. 102(e)/103

Provisional rejections of the obviousness type under 35 U.S.C.
102(e)/103 are rejections applied to copending applications
having different effective filing dates wherein each application
has a common assignee or a common inventor. The earlier filed
application, if patented, would constitute prior art under 35
U.S.C. 102(e). The rejection could be overcome by 1) combining
the subject matter of the copending applications into a single
application claiming benefit under 35 1J.S.C. 120 of the prior
applications and abandoning the copending applications, 2) a
showing under 37 CFR 1.132 that any unclaimed invention
disclosed in the copending application was derived from the
inventor of the other application and is thus not invention “by
another”, or 3) a 37 CFR 1.131 affidavit showing a date of
invention prior to the effective U.S. filing date of the copending;
application. If a provisional rejection is made and the copendir:g
applications are combined into a single application and the
resulting single application is subject to arestriction requirement,
the divisional application would not be subject to provisional or
actual rejection under 35 U.S.C. 102(e)/103 since the provisions
of 35 U.S.C. 121 preclude the use of a patent issuing therefrom
as a reference against the other application.

The examples below are instructive as to the application of 35
U.S.C. 102(e)/103:

Prior Art Under 35 U.S.C. 102(¢)

Statement of Principle:

The disclosure of an earlier filed patent application which
issues as a patent continues to be priorartunder 35 U.S.C. 102(e)
aganst a later invented and filed application of another inventor
even though the patent and the later invention were owned by, or
subject to an obligation of assignment to, the same person at the
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spal.em issues.
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§102(e)/103 may be overcome if B
madc mvcnuon before A s filmg de.ut.

Rejections Under 35U. S .C. 102(t)/103
and 35 U.S.C. 102(g)/103

4 Bf‘nks 37(ﬁ( i. 131 affiaaVu
to swear behind A’s filing dal:,.

37 CFR 1.106 Rejection of Claims

LB I

(d) Subject manter which is developed by ancther persen which qualifies as
prior a1 caly under 35 U.S.C. 102(f) or (g) may be used as prior art ander 35
U.S.C. 103 against a claimed invention unless the entire rights to the sabject

wucrmdﬂxeclannedmvemm were commonly owned by the same person or
organization or subject to an obhgaucn of .assignment to the same person of
organization at the time the claimed invention was made.

Public Law 98-622 changed a complex body of case law which
discouraged communication among members of research tzams
working in corporations, universities or other organizations. It
amended 35 U.S.C. 103 by adding a new last paragraph which
provides that subject matter developed by another which quali-
fies as “prior art” only under subsections 102(f) or (g) of 35
U.S.C. is not to be considered when determining whether an
invention sought to be patented is obvious under 35 U.S.C. 103,
provided the subject matter and the claimed invention were
commonly owned at the time the invention was made.

“Prior art” is the existing body of technical information against
which the patentability of aninvention is judged. Publicly known
information is always considered in determining whether an
invention would have been obvious. However, under fnre Bass,
474F .24 1276, 177USPQ 178 (CCPA 1973),and In re Clemens,
622F.2d1029,206USPQ 289 (CCPA 1980), an earlier invention
which is not public could have been treated under 35 U.S.C.
102(g), and possibly under 102(f), as prior art with respectto a
later invention made by another employee of the same organiza-
tion.

New technology often is developed by using background
scientific or technical information known within an organization
but unknown (o the public. 35 U.S.C. 103, last paragraph, by
disqualifying such background information from prior art, en-
courages communication among members of research teams,
and Icads to more public dissemination through patents of the
results of team research.

The subject matter that is disqualified as prior art under 35
U.S.C. 103 is strictly limited to subject matter that yualifies as
prior art only under 35 U.S.C. 102(f) or 102(g). If the subject
matter qualifies as prior art under any other subsection ( e.g.,
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ubject matter hecomes
02(e): because: a patent
) ] before a commonly,
owned clmmed mvenuon is made the subject matter. of a later
application the two. apphcauons ‘may-be. combmed (under 35,
U.S.C. 116 and 120 into a single application and such subject
matter (with the. abandonment of the two applications) would no
lnnqer constitute potential prior. art under-35.U.S.C.102(e) or
under 35 Us.C. 103 since it would not be ‘descnbcd in apalem
granted on an applxcanon for patent by another ,

It is important to recognize that the amerdment to. the law
applies only to consideration of prior art for purposes of section
103. Itdoes not apply o or affect subject matter which qualifies
as prior art under section 102. A patent applicant urging that
subject matter is disqualified has the burden of establishing that
it was commonly owned at the time the claimed invention was
made. Absent proper evidence of common ownership at the time
the.later invention was made, the appropriate rejection under
§102(f) or §102(g) asit apphes through §103 should be made.<

Form Paragraphs 7.20 7.23 and 7.27 should be used when
making a rejection under 35 U.S.C. 103.

7.20 Statement of Statutory Basis, 35 U.S.C. 103

The following is a quotation of 35 U.S.C. 103 which forms the basis for all
obviousness rejections set forth in this Office action:

A patent may not be obtained though the invention is not identically disclosed
or described as set forth in section 102 of this title, if the differences between the
subject matter sought to be patented and the prior art are such that the subject
matter as a whole would have been obvious at the time the invention was made
to a person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was
made.

Subject matter developed by another person, which qualifies as prior art only
under subsection (f) and (g) of section 102 of this title, shall not preclude
patentability under this section where the subject matter and the claimed inven-
tion were, at the time the invention was made, owned by the same porsen or
subject to an obligation of assignment to the same person.

Examiner Note:

1. The stawte is nolonger being recited in all Office actions. Itis only required
in first actions on the merits and final rejections. Where the statute is not being
cited in an action on the merits, use paragraph 7.102.

2. This paragraph should only be used ONCE in a given Office action.

3. This paragraph must precede paragraphs 7.21 and 7.22.

7.20.1 103 Rejection Using Art Disqualified Under 102(f) and (g)

Applicant has provided evidence in this file showing that the invention was
owned by, or subject to an obligation of assignment 1o, the same entity as the {1]
reference at the time this invention was made. Accordingly, the [2) reference is
disqualified as prior ant through 35 U.S.C. 102(f) or (g) in any rejection under 35
U.S.C. 103 in this application. However, this reference additionally qualifies as
prior art under section [3] of 35 U.S.C. 102 and accordingly is not disqualified as
prior art under 35 U.S.C. 103,

Examiner Note:

1. This paragraph must be included following paragraph 7.20 in all actions
containing rejections under 35 U.S.C. 103 using art that is disqualified under 103
through 102(f) or (g), but qualifies under another section of 35 U.S.C. 102.
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appﬁe-ﬁm y names joint abill
of the claims mdchSU S:C.103; tbeexxmmerpresumes that the’ subj ct matie
of the various claims was commionly owned at the time any inveitions covere
therein were made absent any evidence tothe cmmry Apphcam is advised of
the obligations vnder 37 CFR 1.56 10, the inventor and invention dates
ofeadxchmﬁmwunotcoumonlyowncdmheumealatermvcnuon was madc
in ordcrfoﬁheexammtoeonstdeﬂheapphahimy of polenual 35 U S C 103

Examiner Note' s

This paragraph mustbe used i inal) apphmucns with j _jOl.n! mvemors (unless the
claims are daﬂy restricted to only one claimed invention, e. g., caly a single
¢laim is presenied in the spplication).

7.21 Rejection, 35 US.C. 103
Claim [1] rcizcted under 35 U.S.C. 103 as being unpatentable over [2].

Examiner Note:

1. This paragraph must be preceded by >either< paragraph 7.20 >or by para-
graph 7.102<

2. An explanation of the rejection applying the Gratum v, Deere test must be
provided.

3. If ehis rejection relies upon art that is disqualified under 35 U.S.C. 102(f) or
(g) based uvpon common ownership of the invention, paragraphs 7.20.1 mnst
follow this paragraph.

4. If this rejection is a provisional 103 rejection based upon a copending
spplication tha would comprise prior art under 10Z{c) if patented, use paragraph
7.21.1 instead of this pasagraph.

721.1 Provisional Rejection, 35 US.C. 162(e}/103

Claim [1] provisionally rejected under 35 U.S.C. 103 as being obvious over
copending spplication serial numnber {2].

Copending application serial number [3] has a common [4] with the instant
application. Based upon the earlier effective U.S. filing date of the copending
spplication, it would constitute prior ernt under 35 U.S.C. 102(e) if patented. This
provisional rejection under 35 U.S.C. 103 is based upon a presumption of futurc
patenting of the conflicting spplication.

This provisional rejection might be overcome either by a showing under 37
CFR 1.132 that zny unclaimed invention disclosed in the copending application
was derived from the inventor of this application and is thus not the invention “by
another”, or by & showing of e date of invention prior to the effective U.S. filing
date of the copending application under 37 CFR 1.131.

Examiner Note:

1. This paragraph is used to provisionally reject claims not patentably distinct
from the disclosure in a copending application having an earlier U.S. filing date
and also having either a common assignee or 2 common inventor.

2. If the claimed invention is fully discloszd in the copending application, use
paragraph 7.15.1.

3, If the claimed invention is also ¢lzimed in the copending application, &
provisional obviousness double patenting rejection should additionally be made
using paragraph 7.24.1 or 7.25.1.

4,1f evidence of record indicates that the copending application is also prior art
under 35 U.S.C. 102(f) or (g) and the copending application has go been
disqualified as prior en in 8 103 rejection based upon common ownership, 2
rejection should additionally be mede under 35 U.S.C. 103 using paragraph 7.21
(e.g.. applicant has named the prior inventor in response (o a requirement made

using paragraph 8.28).
5. In bracket 4, insent either "assignes” or "inventor"”.<¥*

7.22 Rejection, 35 U.S.C. 103, Further in View of

Claim (1] rejecied under 35 U.S.C. 103 as being unpatentable over {2] as
applied to claim {3] above, and further in view of {4].

Examiner Note:

1. This paragraph must be preceded by paragraph 7.21.
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2 Ascena‘mmgthc;ixﬁ'emncesbelwecnmepﬂoranmdm clalms, e,
‘ 3 Reso!vmgthe leve] ofordmary skxlimthepemnenun CooE

- Examiner Note.‘ o : ;
This paragraph may be used, 1f appropnate in responsc toan argumem of the
use of Graham vs. Deere. -

727 Rejecuon 35 U.S C. 102 or 103

Claim[1] rejec!cd underSS US.C.102{2]as anuc:pated by or, in the n!temauve.
under 35 U.S.C. 103 as obvious over [3].

Examiner Note:

1. This paragraph is rot intended 1o be commonly used as a substitute for a
rejectionunder 35 U.S.C. 102. In other words, the Examiner should make a single
rejection under either 35 U.S.C. 102 or 35 U.S.C. 103 wherever possible using
appropriate form paragraphs 7.15-7.19,7.21 and 7.22. The relatively rare circum-
stances where this paragraph may be used are as follows:

a ltis appfopnale when the interpretstion of the claim(s) is or may be in
dispute, i.e. given one mu-.rpmauon, atejecncn under35 US.C. 102is appropn-
ate and given another interpretation, a rejection under 35 U.S.C. 103 is appropri-

ate. .
b. Itis also appropriate when the examiner cannot detesmine whetherornotthe
reference product inherently possesses propenies which anticipate or render
obvious the claim product but has basis for shifiing the burden of proof 10
applicant as in /n re Fitzgerald et al, 205 USPQ 594.

¢. Another appropriate use is the situation when the reference teaches a small
genus which places a claimed species in the possession of the public as in/n re
Schaumann, 197 USPQ 5, and the species would be obvious even if the genus
were not sufficiently small to justify a rejection under 35 U.S.C, 102.

2. In each case above a full explanation should follow the rejection.

3. In bracket 2, insert the appropriate 102 paragraph letter(s) in parentheses.

4. This paragraph must be preceded by paragraph 7.07, one or more of
paragraphs 7.08-7.14 as appropriate, and paragraph 7.20 or paragraph 7.102.

706.02(a) llisttablishing “Well Known” Prior
r

Things believed to be known to those skilled in the art are often
asserted by the examiner to be “well known” or “matiers of
comimon knowledge”. If jusufied, the examiner should 1.0t be
obliged to spend time t- jroduce documentary proof. If the
knowledge is of such noto:.ous cliaracter that judicial notice can
be taken, it is sufficient so to state. In re Malcolm, 1942 C.D. 589;
543 O.G. 440. If the applicant traverses such an assertion the
examiner should cite areference in support of his or her position.

When a rejection is based on facts within the personal knowl-
edge of the examiner, the data should be stated as specifically as
possible, and the reference must be supported, when called for by
the applicant, by an affidavit from the examiner. Such an affidavit
is subject to contradiction or explanation by the affidavits of the
applicant and other persons. See 37 CFR 1.107.

Failure of the applicant to seasonably challenge such assertions
establishes them as admitted prior ast. See fn re Gunther, 1942
C.D. 332; 538 Q.G. 744; In re Chevenard, 1944 C.D, 141; 500
0.G. 196. This applies also toassertions of the Board. In re Selmi,
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garding .|
judicial notice); and In re Barr, 58 CCPA 1389 170 USPQ 330
{1971) (involved references held nota sufficient basis for takmg
judicial notice that involved controverted phrases are art-recog-
nized). '

706.02(b) Admissions byAppliéant_ |

37 CFR 1.106 Rejection of claims.

LR 8 2

(c) In rejecting claims the examiner may rely upon admissions by the apglicant,
or the patent owner in & reexamination proceeding, as 10 any matter affecting
putentability and, insofar as rejections in applications are concermied, may also
rely upon facts within his or her knowledge pursuam 10§ 1.107. '

The examiner may rely upon admissions by the applicantinthe
specnﬁcauon orinother papers filed in the application in rejecting
claims. However, the examiner may not rely upon >37 CFR<
1.106(c) inamanner inconsistent with Inre Ruff, et al., 45 CCPA
1037, 118 USPQ 340 (CCPA 1958) and decisions subseguent
thereto.

>706.02(c) Establishing Common Owner
ship [R-6]

Prior art under §102(£)/103 or §102(g)/103 is disqualified only
where the prior art and the invention were, at the time the
invention was made, owned by the same person or subject to an
obligation of assignment to the same person. The term “same
person” can alse be read as “same organization”. The phrase
“owned by the same person” requires that the same person,
persons, or organization own 100% of the subject matter (prior
art) and 100% of the claimed invention. The phrase “subject toan
obligation of assignment to the same person” requires that alegal
obligation of assignment exist and not merely a moral or unen-
forceable obligation.

As long as the same person owns the subject matter and the
invention at the time the claimed invention was made, a license
to another may be made without the subject matter becoming
prior art.

The last paragraph of 35 U.S.C.103 requires actual ownership
(or obligation to assign) be in existence at the time the claimed
invention is made for the subject matter to be disqualified as prior
art; acquiring one or the other later is not sufficient.

The burden of establishing that subject matter is disqualified as
prior art is placed on the patent applicant and not on the examiner
once the examiner establishes a prima facie case of obviousness
based on the prior art.

Applications will be considered by the examiner to be owned
by, or subject to an obligation of assignment to, the same person
if:

Rev. 6, Oct. 1987

the afﬁam behev&s there is common ownershlp, or

(d) other evidence is submitied which estabhshes -Common
ownershlp of the apphcanons m quesua 1, e'g‘, a court decnslon
determining the owner. '

In circumstancz  where the common owner is acorporanon or
other organization, an affidavit or declaration averting commen
ownership may be signed by an official of the cerporation of
organization empowered to act on behalf of the corporauon of
organization.

A power of attormey 10 prosecute an apphcauon does not make
an individual an official of a corporation or orgamzauon for
purposes of averring to common ownership.

- The commion awnership must be shown to exzst at t}ze time the
later invention was made. v

Examination of Applications of Different Inventive Entities
Wher: + < «inon Ownership is not Established

The examiner should assume that common ownership does not
exist and:

1) consider the applicability of 35 U.S.C.102(f)/103 or 35
U.S.C.102(g)/103 if one application refers to the other or if one
inventor is comm:on 0 both applications. If there is no cross-
reference or common inventor between the applications it would
be inappropriate for the examiner to refer to one application in the
other in view of 35 U.S.C. 122},

2) consider interference if appropriate, or

3) suspend the later filed application if it is otherwise allowable
until the earlier filed application is abandoned orissues asa patent
and then reject the later application under 35 U.S.C.102(e)/103,
if appropriate.

Examination of Applications of Different Inventive Entities
Where Common Ownership is Established

The examiner must check to see if the applications establish
common ownership at the time the later invention was made, and,
if established:

1) examine the applications as to all grounds (not including 35
U.S.C.102(f) and (g) as they apply through §103),

2) examine the applications for double patenting, including
double patenting of the obviousness type, and makes a provi-
sional rejection, if appropriate, (sec In re Mo, 190 USPQ
(CCPA 1976),

3) examine the later filed application under 35 U.S.C.102(¢) as
it applies through 35 U.S.C.103 and makes a provisional rejec-
tion under 35 U.S.C.102(c)/103 in the later filed application, if
appropriate, and

700 -12




'706 03 Rejections Not Based on Pno

The primary object of the examination of an apphcauon isto

determine whether or not the claims define a patentable advance
over the | pnm ‘art: This consideration shoiild ot bé relegated to
asecondary posmon while undue empha51s is given to non-prior
art or “technical” rejections. Effort in exammmg should be
concentrated on truly esséntial mattérs, mmlmxzmg or eliminat-
ing effort on technical rejections which are not really critical.
Where 2 major technical rejection is proper (e.g., lack of proper
disclosure, undue breadth, utility, etc.) such rejection should be
stated witha full development of thereasons ratherthan by amere
conclusion coupled with some sterotyped expression.

Rejections not based on prior art are explained in SMPEP<§§
706.03(a) to 706.03(z). IF THE LANGUAGE IN THE FORM
PARAGRAPHS ARE INCORPORATED IN THE LETTER TO
STATE THE REJECTION, THERE WILL BELESS CHANCE
OF A MSUNDERSTANDING AS TO THE GROUNDS OF
REJECTION. - .

Appropriate Form Paragraphs 7.30-7. 36 should be used when
making rejections under 35 U.S.C. 112,

730 Disclogure Objected o 35 USC. 112, 13t Paragraph

The following is & quotation of the firse pasagraph of 35 U.S.C. 112: “The
specification shall containa written description of the invention and of the manner
and process of making and using it, in such full, clear, concise, and exact terms
as 1o enable any person skilled in the art to which it pertains, or with which itis
most nearly connected, tomake and use the same and shall set forth the best mode
contemplated by the inventor of casrying out his invention.”

The specification is objected to under 35 U.S.C. 112, first paragraph, as [1].

Examiner Note:

1. Use this paragraph when the deficiencies in the specification are more than
minor informalities (for minor informalities, see paragraph 7.29).

2. In bracket 1, explain in general terms the deficiency, such as:

a. failing o provide an adequate wrilten description of the invention.

b. failing 1o adequately teach how to make and/for use the invention, i.e. failing
to provide am enabling disclosure.

¢. failing to present a best mode of carrying out the invention.

For new matter situations

d. the specificstion, as originally filed, does not provide support for the
invention as is now claimed.
(See slzo form paragsaph 7.26).

3. A full explanation of the specific deficiencies must be provided at the end of
this paragraph,

4, Use paragraph 7.31 for a rejection of claims based on the deficiencies set
forth in this paragraph.

7.31 Rejection, 35 US.C. 112, 1st Paragraph, Disclosure

Claim (1jrejected under35 U.S.C. 112, fisst paragraph, forthe feasons set forth
in the objection to the specification,

Examimer Note:
Supply furthes explanation if appropriate. New matier rejections should be
made under this section of the statute when the claims depend upon the new
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7.33 Rejection, 35 US.C. 112 1st & 2nd Paragraph.r

Claim (1) xc_;ccted under 35 U.S.C. 112 first and second paragruphs as the
claimed invention is not described in such full; clear, concise and exact tenmis as
to enable any person skilled in the ari to make and use the same, and/or for failing
to particularly point out end dlsunaly claim the subject matier which apphcanl
regards as the invention.

Examiner Note:

1. This paragraph should not be used when it is appropriate tomake one ormore
separate rejections under the first and/or the second paragraph of 35 US.C. 112,
In other words, separate rejections under either the first paragraph or the second
paragraph of 35 U.S.C. 112 are preferred. This paragraph should only be used
when either the first or second paragraph of 35 U.S.C. 112 could be applicable,
but due to some quesucn of interpretation, uncenamty exists as to whether the
claimed invention is insufficiently described in the enabling leachmgs of the
specification or the claim language is indefinite.

2. A fuli explanation shovld be provided with this rejection.

7.34 Rejection, 35 US.C. 112, 2nd Paragraph, Claims

Claim (1) rejected under 35 U.S.C. 112, second paragraph, as being indefinite
for failing to particularly point out and distincily claim the subject master which
the applicant regards as the invention.

Examiner Note:

1. Use this paragraph when claims are vague, indefinite, confusing, incorrect
or cannot be understood.

2. Add a full explznation of the rejection.

3. See also paragraph 17.07.

7.35 Rejection, 35 US.C. 112, “Omnibus claims”

Claim (1) rejected for obviously failing to particularly point out and distinctly
claim the invention as required by 35 U.S.C. 112, second paragraph.

Examiner Note:
1. Usethis paragraph to reject an “Omnibus type claim”. Nofurther explanation

is necessary.
2. See MPEP 1320.04(b) for cancellation of such a claim by examincr's

amendment.
7.36 Rejection, 35 US.C. 112, 4th Paragraph

Claim (1) rejected under35 U.S.C, 112, fourth paragraph, as being of improper
dependent form for failing to further limit the subject matter of a previous claim.

Examiner Note:
1, an explanation of what is in the claim and why it does not constitute a further

limitation should be given.
2. for a rejection of hybrid claims, sce MPEP 608.01(n).

706.03(a) I}Iﬁnzt]atutory Subject Matter

Patents are not granted for all new and useful inventions and
discoveries, The subject matter of the invention or discovery

Rev. 6, Oct, 1987



" new md useful unprovemem thereof ™ .-

. art or method, and includes a new use of a known process,
' m&chme manufacture, composmon of matterf g

| >WEP< § 21 10 for. patentabmtyof malhematxéal algombms m
‘computer programs. -
Use Form Paragraphs 7.04 and 7 OS to reject under 35 U. S C
101

704 Statement of Statutory Basis, 35 US.C. 101

35 US.C. 101 reads as follows:

“Whoever invents or discovers any new and useful process, machine, manufac-
ture, or composition of matter or any new and nseful improvement thereof, mav
obtain a patent therefore, subject to the conditions and requirements of this tite™

Examiner Note:
This paragraph must precede the fiest use of 35 U.S.C. 101 >in all firw actions

on the merits and final rejections<.
785 Rejection, 35 USC. 101, Utility, Non-Statutory
Claims [1] rejected under 35 U.S.C. 101 because {2].

Eszaminer Note:
1. In bracket 2, insert the appropriate basis for the rejection, such as:
{2} the claimed invention is directed to nion-statutory subject matter;

(b the claimed invention Jacks patentable utility;

{c) the invention as disclosed is inoperative and therefore lacks utility.
2. Explain the rejection following the recitation of the statute,

3. Sec MPEP 608.01(p) and 706.03(p) for other situations.

4. This paragraph must be preceded by paragraph 7.04.

Decisions have determined the limits of the statutory classes.
Examples of subject matter not patentable under the Statute

follow:
PRINTED MATTER

For example, a mere arrangement of printed matter, though
seemingly a “manufacture,” is rejected as rot being within the
statutory classes. See In re Miller, 164 USPQ 46, 57 CCPA 809
(1969); Ex parte Gwinn, 112 USPQ 439 (Bd. App. 1955); and /n
re Jones, 153 USPQ 77, 54 CCPA 1218 (1967).

NATURALLY OCCURRING ARTICLE

Similarly, a thing occurring in nature, which is substantiafly
unaltered, is not a “manufacture,” A shrimp with the head and
digestive tract removed is an example. Ex parte Grayson, 51
USPQ 413.

METHOD OF DOING BUSINESS

Though secmingly within the category of a process or method,
amethod of doing businesscan be rejected as not being within the
statutory classes. Sce Hotel Security Checking Co. v. Lorraine
Co., 160 Fed. 467 and In re Wait, 24 USPQ 88, 22 CCPA 822
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- ‘Theterm® process"asdeﬁnedm35USC 100 meanspmcms o gib!
bere;ectedasnothtlun the statutoryclasses O'Rezllyv Morse,

; 15 Howard 62..,

,explamed in >MPEP<§ 706. O3(b)

o MANUALDFPATEN‘!‘E{AMNNGPROCEDURE

This subject matlens furthe | ythe Atomxc Energy Act

706 03(b) Barred by Atomlc Energy Act

A hmntanon on what can be patented is unposed by the Atomnc
Energy Act of 1954. Secuon lSl(a) 42 U SC. 2181a) thereof
reads in part as follows: .

No patent shall hereafter be granted for any invention or discovery
which is useful solely in the utilization of specml nuclear material or
alomic energy in an atomic weapon. -

The terms “atomic energy” and “special nuclear material” are
defined in Section 11 of the Act (42 U.S.C. 2014). '

Sections 151(c) and 151(d) (42 U.S.C. 2181c and d) set up
categories of pending apphcauona relating to atomic energy that
must be brought to the attention of the Department of Energy.
Under37CFR 1.14(c), apphcauons forpatents whichdisclose or
which appear todisclose, or which purpomodxsclose,mvennons
or discoveries relating to atomic energy are reported to the
Department of Energy and the Department will be given access
to such applications, but such reporting does not constitute a
determination that the subject matter of each application so
reported is in fact useful or an invention or discovery or that such
application in fact discloses subject matter in categories specified
by the Atomic Energy Act, '

All applications received in the Patent and Trademark Office
are screened by Group 220 personnel, under 37 CFR 1.14(c), in
order for the Commissioner to fulfill his responsibilities under
section 151(d) (42 U.S.C. 2181d) of the Atomic Energy Act.
Papers subsequently added must be inspected promptly by the
examiner when received to determine whether the application
has been amended to relate to atomic energy and those so related
must be promptly forwarded to Licensing and Review in Group
220.

All rejections based upon sections 151(a)(42 U.S.C. 2181a),
152 (42 U.S.C. 2182), and 155 (42 U.S.C. 2185) of the Atomic
Energy Act must be made only by Group 220 personnel.

706.03(c) Functional

See Ex parte Ball et al., 1953 C.D. 4; 675 O.G. S: In re Arbeit
et al., 1953 C.D. 409; 677 O.G. 343 and Ex parte Stanley, 121

USPQ 621.

35US8.C. 112. Specification.
The specification shall contain a written description of the invention, and of the

manner and process of making and using it, in such full, clear, concise, and exact
terms as to enable any person skilled in the art 10 which it pentains, or with which
itis most nearly connected, to make and use the same, and shall set forth the best
mode contemplated by the inventor of carrying out his invention.

The specification shall conclude with one or more claims panticularniy 7 :iating
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limitation of the subject matter claimed.-A multiple dependent claim shall mot
‘serve as & basisfor any othcr -multiple dependent claim. A multiple dependent
claim shall be construed 1o meomm!e by reference ‘all the hmnauons of xbe
particular clatm in relation to which it is being considered. i

An element in a claim for a combination may be expressed as a means or step

for performmg 'y spcclﬁed functicn withoat the recital of struciure; material, or

acts in supportihereof, and such claim shall be construed to cover the correspond-
ing structure, maerial, or acts described in the specification. and eq vivalents

thereof.

The last paragraph of 35 U.S.C. 112 has the effect of prohﬂaiz—
ing the rejection of a claim for a combination of elements (or
steps) on the ground that the claim distinguishes from the priorart
solely in an element (or step) defined as a “means” (or “step”)
coupled with a statement of function. However this provision of
the last paragraph must always be considered as subordinate to
the provision of paragraph 2 that the claim particularly point out
and distinctly claim the subject matter. If a claim is found to
contain language approved by the last paragraph such claim
should always be tested additionally for compliance with para-
graph 2 and if it fails to comply with the requirements of
paragraph 2, the claim should be so rejected and the reasons fully
stated.

The last paragraph of 35 U.S.C. 112 makes no change in the
established practice of rejecting claims as functional in situations
such as the following:

1. Aclaim which contains functional language not supported by
recitation in the claim of sufficient structure to warrant the
presence of the functional language in the claim. An example of
aclaim of this character may be found in Jn re Fuller, 1929 C.D.
172; 388 O.G. 279. The claim reads:

A woolen cloth having a tendency to wear rough rather than
smooth.

2. A claim which recites only a single means and thus encom-
passes all possible means for performing a desired function. For
an example, see the following claim in Ex parte Bullock, 1907
C.D. 93; 127 O.G. 1580:

In a device of the class described, means for transferring
clothes-carrying rods from one position and depositing them on
a suitable support.

Note the following cases:

1. In re Hwchinson, 69 USPQ 138, 33 CCPA 879 (1946), the
terms “adapted for use in” and “adapted o be adhered t0” were
held not to constitute a limitation in any patentable sense.

2. In re Mason, 114 USPQ 127, 44 CCPA 937 (1957), the
functional “whercby” statement was held not 1o deline any
structure and accordingly could not serve to distinguish.

3.InreBoller, 141 USPQ 740,51 CCPA 1484 (1964),the term
“yolatile neutralizing agent” was held to be patentably effective
and commensurate with the breadth of the disclosed invention.

4.InreLandandRogers, 151 USPQ 621 (1966), theexpression
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-G,dnre Swmehart énd Sfiligoj 169 USPQ226 (1_971), held lhat '
*i8 sufﬁclcntly o

7. Inre Barretal,, I0USPQ 330,58 CCPA 1388 (1971), held
that the expression “incapable of forming a dye with said oxi-

dized de»elopmg agem." set forth definite boundanes -

706 03(d) Vague and Indeflmte

When Lhe exammer is sat.Isﬁed t.hat patentable novelty is
disclosed and it is apparent to the examiner that. the claims are
directed to such patentable subject matter, he or she should allow
claims which define the patentable novelty with a reasonable
degree of particularity and distinctness. Some latitude in the
manner of expression and the aptness of terms should be permit-
ted even though the claim ldnguage is not as precxse as the
examiner might desire.

The fact that a claim is broad does not necessanly justify a
rejection on the ground that the claim is vague and indefinite or
incomplete. In non-chemical cases;, a claim may, in general, be
drawn as broadly as permitted by the prior art.

The rejection of a claim as indefinite would appear to present
no difficulties. On occasion, however, a great deal or effort is
required to explain just what is wrong with the claim, when
writing the examiner's letter, Although cooperation with the
attorney is to be commended, undue time should not be spent
trying to guess what the atiorney was trying to say in the claim,
Sometimes, a rejection as indefinite plus the statement that a
certain line is meaningless is sufficient. The examiner’s action
should be constructive in nature and when possible he should
offer a definite suggestion for correction.

The mere inclusion of reference numerals in a claim otherwise
allowable is not a ground for rejection. But see Ex parte Osborne,
1900 C.D. 137; 92 O.G. 1797.

Alternative expressions such as “brake or locking device” may
make a claim indefinite if the limitation covers two different
elements. If two equivalent parts are referred to such as “reds or
bars”, the alternative expression may be considered proper.

The inclusion of a negative limitation shall not, in itself, be
considered a sufficient basis for objection to or rejection of a
claim. However, if such a limitation renders the claim unduly
broad or indefinite or otherwise results in a failure to point out the
invention in the manner contemplated by 35 U.S.C. 112, an
appropriate rejection should be made.

Generally speaking, the inclusion of (1) negativz limitations
and (2) alternative expressions, provided that the alternatively
expressed elements are basically equivalents for the purpose of
the invention, are permitted if no uncertainty or amb:iguity with
respect 1o the question of scope or breadth of the claim is
presented.

The examiner has the responsibility to make sure the wording
of the claims is sufficiently definite to reasonably determine the
scope. Itis applicant’s responsibility to select proper wording of
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fthcreforemdeﬁnlte when itrecites "sald lever” and there wastio - 448 .4
that: very long detaﬂed clalms setting forth:so many elements Lhat

“invention‘ cannot: possxbly reside in: the combination should be
rejected as prohx See also Inre Ludwzck 1925CD. 306 339
'06393 A e

Rejections for indefinitenéss were affirmed in In re Cohn, 169

‘earlier referenice of no dntecedent in' the’ claim to a lever. An
indirect limitation also affords a ground of rejecuon asindefinite.
If a “lever™ is set forth and, later in’ the claim; “said alumiriom
lever” is recited, the claim is rejected as indefinite.

USPQ 95 (CCPA 1971);: Inre Hammack, 166 USPQ 208 (CCPA
1970); and In re Collier 158 USPQ 266 (CCPA 1968).
Rejections for indefiniteness were reversed in In re Castaing,
166 USPQ 550(CCPA 1970); Inre Fisher, 166 USPQ 18 (CCPA,
1970); and In re Wakefield, 164 USPQ 636 (CCPA, 1970).

706.03(e) Product by Process

An article may be claimed by a process of making it provided
it is definite. In re Moeller, 1941 C.D. 316; 48 USPQ 542; 28
CCPA 932; In re Luck, 177 USPQ 523 (CCPA 1973); In re
Steppan, 156 USPQ 143 (CCPA 1967); and In re Pilkington, 162
USPQ 145 (CCPA 1969).

When the prior art discloses a product which reasonably
appears to be either identical with or only slighily different than
a product claimed in a product-by-process claim, a rejection
based aliernatively on either section 102 or 103 of the statute is
appropriate. As a practical matter, the Patent and Trademark
Office is not equipped to manufacture products by the myriad of
processes put before it and then obtain prior art products and
make physical comparisons therewith. A lesser burden of proof
is required to make out a case of prima facie obviousness for
product-by-process claims because of their peculiar nature than
when 2 product is claimed in the conventional fashion. In re
Brown, 59 CCPA 1063, 173 USPQ 685 (1972); Inre Fessmann,
180 USPQ 324 (CCPA1974).

Where an applicant’s product in incapable of description by
product claims which are of different scope, he is entitled to
product-by-process claims thatrecite his novel process of manu-
facture as a hedge against the possibility that his broader product
claims may be invalidated. In re Hughes, 182 USPQ 106 (CCPA
1974).

The fact that it is necessary for an applicant to describe his
product in product-by-process terms does not prevent him from
presenting claims of varying scope, Ex parte Pantzer and Feier,
176 USPQ 141 (Board of Appeals, 1972).

706.03(f) Incomplete

A claim can be rejected as incomplete if it omits essential
elements, steps or necessary structural cooperative relationship
of elements, such omission amounting (0 a gap between the
elements, steps or necessary structural connections. Greater
latitude is permissible with respect to the definition in a claim of
matters not essential to novelty or operability than with respect to
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706 03(h).. Noustatutory Cla:m [R- 6]

Some applications when filed contain an omnibus claim such
as “A device substantially as shown and described”.
Such a claim can be rejected as follows:
Claim — — isrejected for fallmg to parncularly point out and
distinctly claim the invention as required in 35 US.C. 112.
For cancellation of such aclaim by examiner’s amendment, see
>MPEP< § 1302.04(b).

706.03(i) Aggregation [R-6]

Rejections on the ground of aggregation should be based upon
a lack of cooperation between the elements of the claim. Many
deécisions and some legal writers extend the term to include old
and exhausted combinations (>MPEP< § 706.03(j)). Confusion
as to what is meant can be avoided be treating all claims which
include more than one element as combinations (patentable or
unpatentable) if there is actual cooperation between the elements,
and as aggregations if there is no cooperation.

Example of aggregation: A washing machine associated with a
dial telephone.

Example of old combination: An improved carburetor claimed
in combination with a gasoline engine.

A claim is not necessarily aggregative because the various
elements do not function simultaneously. A typewriter, for
example, is a good combination. See also Inre Worrest,40 CCPA
804, 96 USPQ 381 (1953). Neither is a claim necessarily aggre-
gative merely because elements which do c~operate are set forth
in specific detail.

A rejection on aggregation should be made only after consid-
eration of the couri’s comments in In #e Gustafson, 51 CCPA
1358, 141 USPQ 585 (1964).

706.03(j) Old Combination [R-6]

The rejection on the ground of old combination (synonymous
with “exhausted combination™) requires the citation of a refer-
ence, butis treated here because of its relation to aggregation. The
reference (notacombination of references, of course) is cited, not
toanticipate theclaim, but to anticipate the broad combination set
forth in the claim. Moreover, the cooperation and result between
theelements in the reference must be the same asitisin the claim.

A rejection on the ground of old combination should be made
whenes er proper. Whether subcombination claims have been
presentzd or allowed in the same application, or whether other
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“Exparte deerstem. 125 USPQ 238 Thc factthat
hasimproved one elementofa combmauon whxch may bef per se
patentable doesTiot entifle hiim or her t a'claim (o'the nmproved
élement in combination’ ‘with old eléments ‘wheré the elements
perfoml no new functmn in the clmmed combmanon z"n re Hall
41 CCPA759:

Example: ‘An ' improved (spec:ﬁcally recnted) carburetor
claimed in combination with a gasoline engine. A reference is
cited which shows a carburetor combined with a gasoline engine.
This shows the broad combination to be old. Both in the reference
and in the claimed combination, the cooperation between the
carburetor and engine is the same and the end result is the same.
The claimed combination is an improvement over the prior art
only because of the improved carburetor. The carburetor has
separate status, since entire subclasses are devoted to carbure-
tors, claimed as such. A reference is preferably cited to show the
separate status and development. (See >SMPEP< § 904.01(d).)

Old combination rejections ordinarily are based on 35 US.C.
112 (failure to point out the invention). The rejection should
make it clear exactly what the combination is and why it is
thought that any improved element does not modify the action of
the combination. A suggested form for use in making an old
combination rejection is as follows:

“Claim 1 is rejected under 35U.S.C. 112 as being drawn to the
old combination of a bell, a battery and a switch connected in
series by wire conductors. This combination is shown to be old
by the patent to Jones which discloses broadly the same elements
functionally interrelated ** in the same manner to produce
substantially the sameresults. The combination of claim 1 differs
from that shown in Jones in setting forth a specific construction
of the battery itself. Since the latter does not modify the action of
the other elements recited in the claim in any material manner, no
new combination is seen to exist. fn re Hall, 100 USPQ 46; 41
CCPA 759; 208 F. 2d 370; 680 O.G.5.”

See also Lincoln Engineering Co. v. Stewart-Warner Corp.,
303 U.S. 545,37 USPQ 1 (1938); In re McCabe, 48 CCPA 881,
129 USPQ 149 (1961) (discussion of claim 13); and particularly
In re Bernhart, 57 CCPA 737, 163 USPQ 611 (1969).

7066.03(k) Duplicate Claims; Double
Patenting [R-6]

Inasmuch as a patent is supposed to be limited 10 only one
invention or, at most, several closely related indivisible inven-
tions, limiting an application to a single claim, or a single claim
toeach of the related inventions might appear tobe logical as well
as convenient. However, court decisions have confirmed
applicant’s right to restate (i.e., by plural claiming) the invention
in a reasonable number of ways. Indeed, a mere difference in
scope between claims has been held to be enough.

Nevertheless, when two claims in an application are duplicates,
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clai Y. by sul
. . The latter ground of rc_lectxon is set forth in the- following
 paragraph quoted from Ex parte Wiutelaw, 1915 CD 18 219 i

0.G. 1237: o

““Claim 54 is not patentabl ‘over claim51 andclalms 53, 55 and
56.are not patentable over claim.50 in view. of Comstock, No.
590,657, which shows that it is old to employ an'¢ngine-casing
in tools of this character. The claims held patentable are consid-
eredasfully covering applicant’s invention, and apphcamcannot‘
be permitted to multiply his claims by presenting alleged combi-
nations which distinguish from the real invéntiononly by includ-
ing elements which are old in the art and perform no new
function.”

This rejection (the Ex parte Whitelaw docirine) is usually not
applied if there are only a few claims in the application.

Situations related to that given above are as follows:

Where there is acommon assignee for two or more applications
by different inventors, and the applications contain conflicting
claims, see >MPEP< § 804.03.

DOUBLE PATENTING

‘Where there are conflicting claims in different applications of
the same inventor, one of which is assigned, see >SMPEP< § 304.

Where the same inventor has two or more applications for
species or for related inventions, see >MPEP< Chapter 800,
particularly §§ 804-804.02, 806.04(h), 822 and 822.01 fordouble
patenting rejections of inventions not patentable over each other.

See Form Paragraph 7.06 for the wording of a 35 U.S.C. 101
double patenting rejection.

706 Rejection, 35 U.S.C. 101, Double Patenting

Claim [1] rejected under 35 U.S.C. 101 as claiming the same invention as that
of claim [2] of prior >U.S. Patent No.[3]. This is & double patenting rejection.

Examiner Note:

1.This paragraph is used only for double patenting rejections of the same
mvention claimed in an earlier patent.

2. If the conflicting claims are in another copending application, do not use this
paragraph. A provisional double patenting rejection should be made using
peragraph 7.06.1.

3. Do not use this paragraph for cbviousness-type double patenting rejections.
See paragraphs 7,24 - 7.26.

4. This paregraph may be uzed where the conflicting patent end the pending
application ere:

(2) by the same inventive entity, or

(b) by = different inventive entity and are commonly assigned, or

(c) not commonly assigned but have at least one common inventor.

5.. In bracket 3, insen the number of the conflicting patent

6. If the patent is to a different inventive entity and is commonly assigned with
theapplication, paragraph 8.27 should additionally be usedto require the assignee
to name the first inventor.

7. If evidence is of record to indicate that the patent is prior art under either 35
U.S.C. 102(f) or (g), a rejection should also be made using paragraphs 7.13 and/
or 7.14 in addition to this double patenting rejection.

8. If the patent is to a different inventive entity from the application and the U.S.
filing date of the patent antedates the effective filing date of the application, a
rejection under 35 U.S.C. 102(e) should additionally be made using paragraph
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1. This paragraph is used only for double patenting tejecums w
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See paragraph 706, . .,

3. Do not use this paragmph fot obkusness doub!c paemmg rc_pecuons See
paragmphs7.24 7.26. '

‘4, Thuptngmpbmaybeusedwhere!heeonﬂmngchnnsmmawpendmg

application that is:
.. {a) by the smme inventive enlu.y, Lo
(b} by 2 different inventive entity and is commonly amgned, or
{c) not commonly assigned but has at least one inventor in common.
5. Paragmph 8.28 may beused inplace of oralong with this paragraphto resolve
any remaining issues relating to priority under 35 U.S.C. 102(f) or (g).
6. In bracket 3, insert the number of the conflicting application.
7. A double patenting rejection should also be made i in the other canﬂxcung

application.

8. I the copending application is to a different inventive entity and is
commonly assigned, paragraph 8.27 should additionally be medtorequucthc
assignes 1o name the first inventor.

9. If evidence is also of record to show that elﬂlcr apphcauon is pnorm unto
the ciheruader 35 U.S.C. 102(f) or (g), 2 rejection should also be made in the other
application using paragraphs 7.13 andfor 7.14 in gddition to this provisional
double patenting rejection.

. 10. If the spplications do not have the same U.S. filing date, a provisional
102(e) rejection should gdditionally be made in the later-filed application using
paragraph 7.15.1.<

APPLICATION FILED UNDER 35 U.S.C. 121

The Commissioner has determined that under 35 U.S.C. 121,
the Patent and Trademark Office cannot reject a divisional
application on the parent patent if the divisional application is
filed as aresult of arequirement for restriction made by the Office
even though the requirement for restriction relates to species. In
re Joyce, 1958 C.D. 2; 115 USPQ 412. See also In re Herrick et
al., 1958 C.D. 1; 115 USFQ 412 where the Commissioner ruled
that a requirement for restriction should not be made in an
application claiming more than five species if the examiner is of
the opinion that the various species are obviously unpatentable
over one another.

>Additionally, if an applicant combines two related pending
applications in order to avoid a provisional rejection under 35
U.S.C. 102(e)/103 and the resulting application is subject to a
restriction requirement, the Commissioner has determined that
35U.S.C. 121 precludes rejecting the restricted pending applica-
tion over any patent issuing as a result of the restriction require-
ment.<

706.63(1) Multiplicity [R-6]

37 CFR 1.75 Claim(s)

L3107
(b). More than one claim may be presented, provided they differ substantially
from each other and are not unduly multiplied.

L2 4 L L
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presented (he exanumr should at the nme of makmg the
rejection. on the. ground,_of muIIJphcny of cla:ms, .specify-the
number of claims which in his or her judgment is sufficient to
properly define apphcant sinventionand require the apphcam to
select certain- claims, not.to. exceed the number .specified, for
examination on. the merits. The examiner should bereasonable in
setting. the number 0. afford the apphcant some. latitude in
clalmmg thei invention.

The earlier views of the Court of Customs and Patent Appeals
setforth in Inre Chandler, 1 17 USPQ 361,45 CCPA 911 (1958)
and Inre Chandler, 138 USPQ 138, 50 CCPA 1422 (1963) have
been somewhatrevised by its viewsinInre Flint, 162 USPQ 228,
56 CCPA 1300 (1969) and In re Wakef eld, 164 USPQ 636, 57
CCPA 959 (1970). -

If a rejection on muluphclty is.in. order the examiner should
make a telephone call explammg that the claims are unduly
muIUphed and will be rejected on that ground Note >MPEP< §
408. Theexaminer shouldregjuest selection of aspecified number
of claims for purposes of examination.

If time for consideration is requested arrangements should be
made for a second telephone call, preferably within three work-
ing days.

When claims are selected, a formal multiplicity rejection is
made, including a complete record of the telephone interview,
followed by an action on the selected claims.

When applicant refuses to comply with the telephone request,
a formal multiplicity rejection is made.

The applicant’s response to a formal multiplicity rejection of
the examiner, to be complete, must either:

1. Reduce the number of claims presented to those selected
previously by telephone, or if no previous selection has been
made to a number not exceeding the number specified by the
examiner in the Office action, thus overcoming the rejection
based upen the ground of multiplicity, or

2. In the event of a traverse of said rejection applicant, besides
specifically pointing out the supposed errors of the multiplicity
rejection is required to confirm the selection previously made by
telephone, or if no previous selection has been made, select
certain claims for purpose of examination, the number of which
is not greater than the number specified by the examiner.

If the rejection on multiplicity is adhered to, all claims retained
will be included in such rejection and the selected claims only
will be additionally examined on their merits. This procedure
preserves applicant’s right to have the rejection on multiplicity
reviewed by the Board of >Patent< Appeals >and Interferences<.
See also >MPEP< § 706.03(k).

706.03(m) Nonelected Inventions [R-6]
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Anothct catcgory of rejecnons not, based on. the pnor art is
based upon the (elation of the rejected claim to the disclosure. In
chemical cases, a claim may be so broad as to not be supported
by disclosure, in which case it is rejected as unwarramed by the
disclosure. If averments in a claim do not correspond to the
averments or disclosure in the specification, a rejection on the
ground of inaccuracy may be inorder. It must be keptin mind that
an original claim is part of the disclosure and might adequately
set forth subject matter which is completely absent from the
specification. Applicantis required in such an instance to add the
subject matter to the specification. Whenever an objection or
rejection is made based on incomplete disclosure, the examiner
should in the interest of expedluous prosecuuon call attention to
37CFR 1.118. .

When an amendment is filed in response to an objection or
rejection based on incomplete disclosure, a study of the entire
application is often necessary to determine whether or not “new
matter” isinvolved. Applicant should therefore specifically point
out the support for any amendments made to the disclosure.

If subject matter capable of illustration is originally claimed
and it is not shown in the drawing, the claim is not rejected but
applicant is required to add it to the drawing. See >MPEP< §
6UB.01(H)

See >MPEP< §706.03(z) for rejection on undue breadth.

706.03(c) New Matter

35U.8.C. I32. Notice of rejection; reexamination.

Whenever, on examination, any claim fora patent is rejected, or any objection
orrequirernent made, the Commissioner shall notify the applicant thereof, stating
the reasons for such rejection, or objection or requirement, together with such
information and references as may be useful in judging of the propriety of
continuing the prosecution of his application; and if after receiving such notice,
the applicant persists in his claim for a patent, with or without amendment, the
application ¢hzll be reexamined. No amendment shall introduce new matter into
the disclosure of the invention.

In amended cases, subject matter not disclosed in the original
application is sometimes added and a claim directed thereto.
Such a claim is rejected on the greund that it recites elements
without support in the original disclosure under 35 U.S.C. 112,
first paragraph, In re Rasmussen, 650 F2d 1212 (CCPA,1981).
New matter includes not only the addition of wholly unsupported
subject matter, but also, adding specific percentages or com-
pounds after a broader original disclosure, or even the omission
of a step from a method. See >MPEP< §§ 608.04 to 608.04(c).

In the examination of an application following amendment
thereof, the examiner must be on the alert to detect new matter.
35 U.S.C. 132 should be employed as a basis for objection to
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P e ... EXAMINATIONOF APPLICATIONS .. ¢
Sw>mEP<}§§ 821 to 821 03 fcx umtmentof claims held o

It new matteris added to the speci
| by using Form Paragraph“ .28.

706 oa(s)

amendments o the ¢ bsuact, specnfxcauon, or drawmgs auempt-"ii .
ing to add new dlsclosure to that originally dlsclosed on filing.
ification, it should beob_;ected

The amendment ﬁled [1] 18 objected to under 35 U.S. C. 132 because it
introduces new ‘matter-into the:specification: 35-U.S.C:: 132 swates that no
amendment shall introduce new matter into the disclosure of the invention. The
added material which is not supported by the ongmal disclosure is as follows: [2]

" Applicant is required to cancel the new matter in l.he responsc to l.hls Office
action.

Examiner Note: : o o
1. In bracket 2, fill in the page and line numbers involved and provnde an -

appmpnalc explanauon of your position if appropriate.
2. If new matter is also added to the claims, an objection to the specification
shoald be made under35 U.S.C. 112, first paragraph, using form paragraph 7.30,

example d; as well as a rejection using form paragraph 7.31.

706.03(p; No Utility

A rejection on the ground of lack of utility includes the more
specific grounds of inoperativeness, involving perpetual motion,
frivolons, fraudulent, against public policy. The statutory basis
for this rejection is 35 U.S.C. 101, See >MPEP< §608.01(p).

706.03(q) Obvious Method

In view of a decision of the U.S. Court of Customs and Patent
Appeals, process claims should no longer be rejected on a theory
that once the article or composition produced thereby is con-
ceived, anyone skilled in the art would at once be aware of a
method of making it, In re Kuehl, 177 USPQ 250 (CCPA 1973).

A process may be unpatentable, however, even if the product
produced therefrom is patentable, In re Kanter, 158 USPQ 331
(CCPA 1968). The mere substitution of a new starting material
in an otherwise conventional process may well be obvious in the
absence of some unobvious result in the process itself, In re
Kanter, 158 USPQ 331 (CCPA 1968); In re Neugebauer et al.,
141 USPQ 205 (CCPA 1964); Corning Glass Works et al. v.
Brenner, 175 USPQ 516 (D.C. Cir. 1972).

However, the use of a specific mineral oil in a process was held
to be material in /n re Schneider et al., 179 USPQ 46 (CCPA
1973).

706.03(r) Mere Function of Machine [R-6]

In view of the decision of the Court of Customs and Patent
Appeals in In re Tarczy-Flornoch * at 158 USPQ 141 (CCPA
1968), process or method claims are not subject to rejection by
Patentand Trademark Office examiners solcly on the ground that
they define the inherent function of a disclosed machine or

apparatus.
706.03(s) Statutory Bar

Another category of rejections not based on the prior art finds
abasis in some prior actof applicant, asaresult of which the claim
is denied him.
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35 Us. C 102 Condmons for pamuabdﬂ;, mby and loss o nghx to paxeru
A person shall be entitled to patent unless — _

LR RN
(d)the invention was first patented or caused to be patented, or was the subject

of an inventor’s centificate, by the applicant orhis legal representatives orassigns

in a foreign country prior 1o the date of the application for patent in this country
on an application for patent or inventor's centificate filed more than twelve

months before the filing of the application in the United Siates, or
IR R

The statute above quoted establishes four conditions which, if
all are present, establish a bar against the granting of a patent in
this country:

(1) The foreign application must be filed more than >12
months<* before the filing in the United States.

(2) It must be filed by the applicant, his or her legal represen-
tatives or assigns.

(3) The foreign patent or inventor’s certificate must be actually
granted (e.g., by sealing of the papers in Great Britain) before the
filing in the United States or, since foreign procedures differ, the
act from which it can be said that the invention was patented, has
occured. Itneed not be published. Ex parte Gruschwitzetal., 138
USPQ 505 discusses the meaning of “patented” as applied to
German procedures.

(4) The same invention must be involved.

If suchaforeign patentorinventor’scertificate is discovered by
the examiner, therejection ismade under 35U.S.C. 102(d)on the
ground of statutory bar.

SUBMISSION TO LIBRARY UNNECESSARY

Applications should not be submitted as a routine matter to the
library to ascertain if the foreign application has become a patent.
Since the foreign patent to be a bar under 35 U.S.C. 102(d) must
have been granted before the filing date in this county, the
probability of the foreign patent having issued after the date of
execution of the original oath and before the U.S. filing date is so
slight as to make such a search ordinarily unproductive.

FOREIGN FILING WITHOUT LICENSE

35U0.5.C. 182, Abandorment of invention for unauthorized disclosure.

The invention disclosed in an application for patent subject 10 an order made
pursuant to section 181 of this title may be held abandoned upon its being
established by the Commissioner that in violation of said order the invention has
been published or disclosed or that an application for a patent therefor has been
filed in a foreign country by the inventor, his successors, assigns, or legal
representatives, or anyone in privity with him or them, without the consent of the
Commissioner. The abandonment shall be held to have occurred as of the time of
violation. ‘The consent of the Commissioner shall not be given without the
concurrence of the heads of the departments and the chief officers of the agencies
who caused the order 1o be issued. A holding of abandonment shall constitute
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'raglstmwn ‘ofa. milay modcl "industrial desngn,
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shail not file or cause onmhonz.e to be filed in any fotelgn country prior to six
months after filing in the Umteu Statés an sppli for patent or for the

#n invention subjectto an order issued by the Cornimissicaer pursuant to'section
181 of this title withozt the concurrence of the head of the depanmients and the
chief officers of the agencies who caused the orderto be issued. The license may

‘be granted retrosctively where an application hiss béen inadverently filed abroad

and the application does nnt disclose an invention wuhm the scope of section 181

of this tile.
Theterm* apphcauon when used inthis chapter mcludzs &pphcauons and any
modtf cauons, ammdmems or supplcmems thereto, or dmszons thereof.

35 US.C. 185. Patens barred for filing without license.

Notwuhstandmg any cther provisions of law any person, and his succcsser!.
assigns, or legal representatives, shall not receive a United States patent for an
invention if that person, or his successors, assigns, or legal representaiives shall,
without procuring the license prescribed in section 184 of this title, have made,
or consented to or assisted another’s making, application in 2 foreign country for
a patent or for the registration of a utility model, industrial design, or model in
respect of the inventicn. A United States patent issued 10 such person, his
successors, assigns, or legal representatives shall be invalid.

If, upon examining an application, the examiner learns of the
existence of a corresponding foreign application which appears
10 have been filed before the United States application had been
on file for six moaths, and if the invention apparently was made
in this country, he shall refer the application to Licensing and
Review Section of Group 220, calling attention to the foreign
application. Pending investigation of the possible violation, the
application may be returned to the examining group for prosecu-
tion on the merits. When it is otherwise in condition for allow-
ance, the application will be again submitted to Licensing and
Review Section of Group 220 unless the latter has already
reported that the foreign filing involves no bar to the United
States application.

If it should be necessary to take action under 35 U.S.C. 185,
Licensing and Review Section of Group 220 will request transfer
of the application to it.

OTHER STATUTORY BARS

Claims to an invention in public use or on sale in the United
States more than twelve months before the effective U.S. filing
date are rejected. 35 U.S.C. 102(b). See >MPEP< chapter 2100,

706.03(t) Other Assigned Application {R-6]

As pointed out in >MPEP< § 304, assignment of one of several
overlapping applications of the same inventor may give rise toa
ground of rejection. See also >MPEP< §§ 305 and 706.03(k).

706.03(u) Disclaimer [R-6]

Claims may be rejected on the ground thal applicant has
disclaimed the subject matter involved. Such disclaimer may
arise, for example, from the applicant’s failure:

(a) to make claims suggested for interference with another
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R . (c)'to respond ot ‘appeal, wuhmthcnmh,
,exammer s rejection: of claxms copwd ﬁ'om a patent (see *

apphcaum mdcr 37 CFR >l 605{5&@ MPEP § 2305 02)<"“‘r

-examiner. >MPEP< §>2305.02<*, 0r

:>MPEP§. 23()7 02<).: oy
o The Tejection on dxsclaxmer apphes to all c!alms not patentably
distinctfrom tbednsclaxmed sub_;ect matteraswellastothe clalms

-directly involved. \
_ Rejections based on dlsvlalmerSMdbe made by usmg one of
Form Paragraphs 7.46-7.49. .

746 Re_/ec:wn, Dlsclauner

Claim (1} rejected on the ground that applicant has disclaimed the claimed
subject maiter by failing to copy the suggested claim(s) for interference purposes.
This constitutes a concession that the subject matizr of the claim(s) is the prior
invention of ancther in this country®.

Examiner Note:

1. This paragraph is applicable when the suggested claim(s) is (are) from, or
based on anather application.

2. See paragraph 7.47 for 35 U.S.C. 103 type rejections.

747 Rejection, 35 U.S.C. 103 Disclaimer

Claim [1] rejected under 35 US.C 103 as being unpatentable over [2].
Applicant has failed to copy the suggested claim(s} for interference purposes.
This constitutes a concession that the subject matter of the claim(s) is the prior
invention of ancther in this country, under 35 U.S.C. 102(g) and is thus priorart
to the applican? under 35 U.S.C. 103, See MPEP § 1101.01()).

Examiner Note:

(1) insent, for example, the following in bracket 2: “the suggested claim(s) in
view of [reference]”

" (2) afurther explanation is necessary as to how the suggested claims(s) is (are)
medified by the reference to arrive at the claimed invention.

3. This paragraph is applicable when the suggested claim(s) is (are) from, or
based on, another application.

748 Failuwre To Copy Claims From Patent

Claim [1] sejected under 35 U.S.C. [2] on claim {3] of Patent [4].

Failure to copy claims for interference purposes after notification that interfer-
ing subject mat:er is claimed constitutes a disclaimer of the subject matter. This
amounts to 2 concession that, as a matter of law, the patentee is the first inventor
in this country, In re Dguie, 186 USPQ 227 (CCPA 1975).

Examiner Note:

1. This parzgraph should be used only after applicant has been notified that
interference proceedings musi be instituted before the claims can be allowed and
applicant has refused to copy the claims.

2. In bracket 2, insert 102(g) or 102(g)/103.

3. Inbracket 4, insert the patent number, and “in view of”’ if another reference
may also be relied upon. When the rejection is under 35 1.S.C. 103, basis for
finding obvioussniess should be included. For interferences involving obvious
variants, see Aelony et al. v. Ami et al,, 192 USPQ 486 (CCPA 1978).

749 Rejection, Disclaimer, Failure to Appeal
Claim [1] rejected on the ground that applicant has disclaimed the subject
matter involved for failure to respond or appeal from the examiner’s rejection of

claims(sy copied from a patent within the time limit fixed (see 37 CFR
1.2>1.605(a) and MPEP § 2305<).

706.03(v) After Interference or Public Use
Proceeding [R-6]

For rejections following an interference, see >MPEP §
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2363.03< %%,

{(b).wo:copy & claim from a pawm when_ suggested by the
‘of a re_:ectxon (See 37 CFR 1.292)- (Note Inre Kaslow 217'. B

fixed; to;the-

106’.41)35(%%&?‘)

The outcome of pubhc use pmceedmgs may also be the basis "

USPQ 1089, CAFC 1983) :
Upon termination of a public use: proceedmg mcludmg acase
also involved in interference, in order forapromptresumptionof

- the interferenice proceedings, a notice shouldbe senttothe Board
of Patent >Appeals and< Interferences noufymg them of the
: dlsposmon of the pubhc use proceedmg :

706 03(W) Res Judlcata R- 6]

Res Judicata may constitute a proper ground for rejecuon
However, as noted below, the Court of Customs and Patent
Appeals has materially restricted the use of res judicata rejec-
tions. It should be applied only when the earlier decision was a
decision of the Board of Appeals or any one of the reviewing
courts and when there is no opportunity for further court review
of the earlier decision.

The timely filing of a second application copending with an
earlier application does not preciude the use of res judicata as a
ground of rejection for the second application claims. :

When making a rejection on res judicata , action should
ordinarily be made also on the basis of prior art, especially in
continuing applications. In most situations the same prior art
which was relied upon in the earlier decision would again be
applicable. ,

Inthe following cases arejection of a claim on the ground of res
judicata was sustained where it >was< based on a prior adjudica-
tion, against the inventor on the same claim, a patentably non-
distinct claim, or a claim involving the same issue.

Edgerton v. Kingland, 75 USPQ 307 (D.C. Cir., 1947).

In re Szwarc, 138 USPQ 208, 50 CCPA 1571 (1963).

In re Katz, 167 USPQ 487, 58 CCPA 713 (1970), (prior
decision by District Court).

In the following cases for various reasons, res judicata rejec-
tions were reversed.

Inre Fried, 136 USPQ 429, 50 CCPA 954 (1963) (differences
in <laims).

In re Szwarc, 138 USPQ 208, 50 CCPA 1571 (1963) (differ-
ences in claim).

Inre Hellbaum, 152 USPQ 571, 54 CCPA 1051 (1967) (differ-
ences in claims).

Inre Herr, 153 USPQ 548,54 CCPA 1315 (1967) (same claims,
new evidence, prior decision by CCPA).

In re Kaghan, 156 USFQ 130, 55 CCPA 844 (1967) (prior
decision by Board of Appeals, final rejection on prior art with-
drawn by examiner “to simplify the issue”, differences in claims;
holding of waiver based on language in MPEP at the time),

Inre Craig, 162 USPQ 157, 56 CCPA 1438 (1969) (Board of
Appeals held second set of claims patentable over prior art).

Inre Fisher, 166 USPQ 18, 57 CCPA 1099 (1970) (difference
in claims).

In re Russell, 169 USPQ 426, 58 CCPA 1081 (1971) (new
evidence, rejection on prior art reversed by court).

Inre Ackermann, 170 USPQ 340, 58 CCPA 1405 (1971) (prior
decision by Board of Appeals, new evidence, rejection on prior
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o ;:C1r 1973) (follows in re Kaghan}

6603
""'k'-'tan_reversedbvcourt) JEPSEE &
lastic Contact Lens Coi-v. Gottscl;alk‘ ‘179 USPQ 262 (D C

i 706. 03(x) Relssue [R-6]

B The exarmnanon of relssue app]xcanons 1s covered m >MPEP<
,Chapter 1400 e ‘
35 U.S.C. 251 forbnds the grannng of a rexssue “ealargmg me
scope of the claims of the original patent” unless the reissue is
applied for within two years from the grant of the original patert.
This is an absolute bar and cannot be excused. This prohibition
has been interpreted to apply to any claim which is broaderin any
respect than the clairas of the originai patent. Such claims may be
rejected as being barred by 35 U.S.C. 251. However, when the
-reissue is applied for within two years, the examiner does not go
into the question of undue delay.

The same section permits the filing of a reissue application by
the assignee of the entire interest only in cases where it does not
“enlarge the scope of the claims of the original patent”. Such
claims which do enlarge the scope may also be rejected as barred
by the statute. >In In re Bennett, 226 USPQ 413 (Fed. Cir. 1985),
however, the court permitted the erroneous filing by the assignee
in such a case to be comected.<

A defective reissue oath affords a ground for rejecting all the
claims in the reissue application. See >MPEP< § 1444.

Note that a reissue application is “special” and remains soeven

if applicant does not make a prompt response.

706.03(y) Improper Markush Group

Ex parte Markush, 1925 C.D. 126; 340 O.G. 839, sanctions, in
chemical cases, claiming a genus expressed as a group consisting
of certain specified matcrials. This type of claim is employed
when there is no commonly accepied generic expression which
is commensurate in scope with the field which the applicant
desires to cover, Inventions in metaliurgy, refractories, ceramics,
pharmacy, pharmacology and biology are most frequently
claimed under the Markush formula but purcly mechanical
features or process steps may also be claimed by using the
Markush style of claiming, see Ex parte Head, 214 USPQ 551
(Bd. Appl’s 1981); /n re Gaubert, 187 USPQ 664 (CCPA 1975)
and fn re Harnisch, 206 USPQ 300 (CCPA 1980). It is improper
to use the term “comprising” instead of “consisting of”. Exparte
Dotter, 12 USPQ 382. Regarding the normally prohibited inclu-
sion of Markush claims of varying scope in the same ¢ase, see Ex
parte Burke, 1934 C.D. 5; 441 0.G. 509,

The use of Markush claims of diminishing scope should not, in
itself, be considered a sufficient basis for objection to or rejection
of claims. However, if such a practice renders the claims indefi-
nite or if it results in undue multiplicity, an appropriate rejection
should be made. This practice with respect to Markush claims of
diminishing scope is being continued.

The materials set forth in the Markush group ordinarily must
belong to a recognized physical or chemical class or o an art-
recognized clags. However, when the Markush group occurs in a
claim reciting a process or a combination (not a single com-
pound), it is suificient if the members of the group are disclosed

Rev. 6, Oct. 1987

MANUAL GF PATENT’ EXAMINING PRGCEDURE

i the spec:ﬁcam w0 possess at least one pmpeny in common
‘which iis/mainly responsible for their function in the claimed
relauonshlp, anditis clear from mexrverynamreorﬁnm thepnor
“:artthatall of them  possess this property. While in the past the test

* for Markush-type claims was applied as liberally as possnble,

prcsempracnce whichholds thatclaims reciting Markush groups

- are ot genenc claims (>MPEP< § 803) may subject the groups
-to'a more stringent test for propriety: of the recited members.

Where a Markush expression is applied only to a portion of a

*chemical compound, the propriety of the grouping is determined

by a consideration of the compound as a whole, and does not
depend on there being a community of properties in the members
of the Markush expression.

When materials recited in a claim are so related as to constitute

" aproper Markush group, they may be recited in the conventional

manner, oralternatively. For example, if “wherein R 1s a material
selected from the group consisting of A, B, C and D” is a proper
limitation, then “wherein R is A, B, C or D” shall also be
considered proper.

SUBGENUS CLAIM

A sitoation may occur in which a patentee has presented a
number of examples which, in the examiner’s opinion, are
sufficiently representative to support a generic claim and yet a
court may subsequently hold the claim invalid on the groun.j of
undue breadih. Where this happens the patentee is often limited
to species claims which may not provide him with suitable
protection.

The allowance of a Markush-type claim under a wue genus
claim would appear to be beneficial to the applicant without
imposing any undue burden on the Patent and Trademark Office
or in any way detracting from the rights of the public. Such a
subgenus claim would enable the applicant to claim all the
discicsed operative embodiments and afford *>applicant< an
intermediate level of protection in the event the true genus claims
shouid be subsequently held invalid.

The examiners are therefore instructed not io reject a Markush-
type claim merely because of the presence of a true genus claim
embracive thercof.

See also >MPEP< §§ 608.01(p) and 715.03.

See >MPEP< §803 for restriction practice re Markush-type
claims.

706.03(z) Undue Breas+h

In applications directed to inventions in arts where results are
predictable, broad claims may properly be supported by the
disclosure of a single species. /nre Vickers et al., 1944 C.D. 324;
61 USPQ 122; In re Cook and Merigold, 169 USPQ 298.

However, in applications directed to inventions in arts where
the results are unpredictable, the disclosure of a single species
usually does not provide an adequate basis to support generic
claims. In re Sol, 1938 C.D. 723; 497 O.G. 546. This is because
in arts such as . hemistry it is not obvious from the disclosure of
one specics, what other species wili work. /n re Dreshfield, 1940
C.D.351; 518 O.G. 255 gives this general rule: “It is well settled
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that in case& mmlvmg chemucals:l; e

- which differ radically in. thenrpropeme; it must appear in

 applicant’sspeci monexlherbytheen meration o

number: of the ‘members: of a group.-or ‘by other . appropﬂate'

language, that tbechemrcals or chemical combmauons included -
in the claims are capable of accomphshmg the desired result.”
The article “Broader than the Disclosure in Chemical Cases” 31
JP.O.S. 5, by Samuel S. Levin covers this subject in detail.

-A single means claim, i.e. where a:means recitation. does n_ot
appear in combination with another recited element or means, is-
subject to an undue breadth rejection under 35 U.S.C. 112, first
paragraph. In re Hyart, 218 USPQ 195, (CAFC »1983) :

706.04 Rejection of Prevrously Allowed
Claims [R-6]

A claim noted as allowable shall thereafter be rejected only
after the proposed rejection has been submitted to the primary
examiner for consideration of all the facts and approval of the
proposed action.

Great care should be exercised in authorizing such a rejection.
See Ex parte Grier, 1923 C.D. 27; 309 O.G. 223; Ex parte Hay,
1909 C.D. 18; 139 0.G. 197.

PREVIOUS ACTION BY DIFFERENT EXAMINER

Full faith and credit should be given to the search and action of
a previous examiner unless there is a clear error in the previous
action or knowledge of other prior art. In general, an examiner
should not take an entirely new approach or attempt to reorient
the point of view of a previous examiner, or make a new search
in the mere hope of finding something.

Because it is unusual to reject a previously atllowed claim, the
examiner should point cutin his >or her< letter that the claim now
being rejected was previously allowed by using Form Paragraph
7.50.

7.50 Claims Allowed, Now Rejected, New Art

The indicated allowability of claim [1] is withdrawn in view of the newly

discovered prior 21t 1o {2]. The delay in citation of this art is regretted. Rejections

based on the newly discovered prior art follow.

Examiner Note:
1. In bracket 2, inserz the name(s) of the newly discovered priorart.

706.05 Rejection After Allowance of
Application [R-6]

See >MPEP< § 1308.01 for arefection based on areference, **

706.06 Rejection of Claims Copied From
Patent [R-6]

See >MPEP § 2307.02.<
706.07 Final Rejection

37CFR 1.113. Fing! rejection or action.
(a) On the second or any subsequent examination or consideration the rejection

or other action may be made final, whereupon applicant's or patent owner's
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objecuon as lO form
)Inmakmg such final re grou :
-of rejection then considered apphcablc toihe claimsin the case clearl‘.' smmg the e

reasons therefor.

Before fi nal rejecuon is in’ order a clear ‘issue ‘should ‘be

developed belween the exammer and applrcant. To bnng the :

prosecution to as speedy conclusion as possible and at the same.
time to deal justly by both the applicant and the ‘public, the
invention as disclosed and clalmed should be thoroughly.
searched in the first action and the references fully applied; and
inresponse to this action the apphcam should amend witha view
1o avoiding all the grounds of re; jection and objection. Switching'
from one subject matter to another in the claims presented by
applicant in successive amendments, or from one set of refer-
ences to another by the examiner in rejecting in successive
actions claims of substantially the same subject matter, will alike
tend todefeatattaining the goal of reaching aclearly defined issue
for an early termination; i.¢., either an allowance Of the caseora
final rejection.

While the rules no longer give to an applrcant the right to

“amend as often as the examiner presents new references or
reasons for rejection”, present practice does not sanction hasty
and ill-considered final rejections. The applicant who is secking
to define his or her invention in claims that will give him or her
the patent protection to which he or she is justly entitled should
receive the cooperation of the examiner to that end, and not be
prematurely cut off in the prosecution of his or her case. But the
applicant who dallies in the prosecution of his or her case,
resorting to technical or other obvious subterfuges in order to
keep the application pending before the primary examiner,can no
longer find a refuge in the rules to ward off a final rejection.

The examiner should never lose sight of the fact that in every
case the applicant is entitled to a full and fair hearing, and thata
clear issue between applicantand examiner should be developed,
if possible, before appeal. However, it is to the interest of the
applicants as a class as well as to that of the public that prosecu-
tion of a case be confined to as few actions as is consistent with
a thorough consideration of its merits.

Weither the statutes not the Rules of Practice confer any righton
an applicant to an extended prosecution. Ex parte Hoogendam,
1939 C.D. 3,499 0.G.3.

STATEMENT OF GROUNDS

In making the final rejection, all outstanding grounds of rejec-
tion of record should be carcfully reviewed, and any such
grounds relied on in the final rejection should be reiterated. They
must also be clearly developed to such an extent that applicant
may readily judge the advisability of an appeal unless a single
previous Office action contains a complete statement supporting

the rejection.
However, where a single previous Office action contains a
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uon Icuer should conclude wnh Form Paragraph 7.39..
739 Actionis Final

_THIS ACTION IS MADE FINAL. Apphmnl is reminded of the extension of
time policy as set forth in 37 CFR 1. 136(z). “The' pﬂcuce of automauca].ly

extending the shontened statutory pmod an additionsl month vpon the filing of

atimely first response 1o a final rejection has wadxsoommucd by the Office. See
1021 TMOG 35.

A SHORTENED STATUTORY PERIOD FOR RESPO\TSE TO THIS FI-
NAL ACTIONTIS SET TQ EXPIRE THREE MONTHS FROM THE DATE OF
THIS ACTION. IN THE EVENT A FIRST RESPONSE IS FILED WITHIN
TWO MONTHS OF THE MAILING DATE OF THIS FINAL ACTION AND
THE ADVISORY ACTION IS NOT MAILED UNTIL AFTER THE END OF
THE THREE-MONTH SHORTENED STATUTORY PERIOD, THEN THE
SHORTENED STATUTORY PERIOD WILL EXPIRE ON THE DATE THE
ADVISORY ACTION IS MAILED, AND ANY EXTENSION FEE PURSU-
ANT TO 37 CFR 1.136(2) WILL BE CALCULATED FROM THE MAILING
DATE OF THE ADVISORY ACTION. IN NOQ EVENT WILL THE STATU-
TORY PERIOD FOR RESPONSE EXPIRE LATER THAN SIX MONTHS
FROM THE DATE OF THIS FINAL ACTION.

Examiner Note:

1. This psragraph should not be used in reissue fitigation cases (SSP-1 month)
or in reexamination proceedings (SSP-2 months).

2.37CER 1.136(a) should not be available in 2 reissue litigation case and isnot
available in & reexamination proceeding.

The Office action first page form PTOL-~326 should be used in
all Office actions up to and including final rejections.

A final rejection must be signed by a primary examiner.>An
examiner having temporary full signatory authority may also
sign such a final rejection.<

For amendments filed after final rejection, see >MPEP< §§
714.12 and 714.13.

For final rejection practice in reexamination proceedings see
>MPEP< § 2271.

706.07(a) Final Rejection, When Proper on
Second Action

Due to the change in practice as affecting final rejections, older
decisions on questions of prematureness of final rejection or
admission of subsequent amendments do not necessarily reflect
present practice,

Underpresent practice, second orany subsequentactionson the
merits shall be final, except where the examiner introduces anew
ground of rejection not necessitated by amendment of the appli-
cation by applicant. whether or not the prior art is already of
record. Furthermore, a second or any subsequent action on the
merits in any application or patent undergoing reexamination
proceedings will not be made final if it includes a rejection, or
newly cited art, of any claim not amended by applicant or patent
owner in spite of the fact that other claims may have been
amended to require newly cited art.

A second or any subsequent action on the merils in any
application or patent involved in recxamination proceedings
should not be made final if it includes a rejection, on prior art not
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;*>MPEP §8< 904 et seq: -:'For example, one’ would reasonably S
expeéct that a rejection under 35 US.C.
. mcomplcteneSS would beresponded to by an amendment supply- g
ing ‘the omitted element.

of: any arguments raxsed inthe. apphmnt smponse .»If appwhs*
taken iri such'a case, the examiner’s answer should ‘contain a
'completc statement of the examiner’s position. The fi nal rejec-_

| MANUAL epmemmmmc; paocsnuns L

12 for the reason’ £:

-See SMPEP< § 809. 02(‘a) for actlons Wthh mdlcate genenc a

. claims not allowable.

“In the consideration of claims'in an amended case where no
attempt is made to poirit out the patentabie novelty, the examiner.
should be on guard not to allow such:claims. See SMPEP< §
714.04. The claims may be finally rejected if; in the opinion of the
examiner, they are clearly open torejection on grounds of record.

Form paragraph 7.40 should be used wheré an action is made
Ginal including new grounds of rejection necéssitated by
applicant’s amendment.

7.40 Action is Final, Necessitated by Amendment

Applicant’s amendment necessitated new grounds of rejection. Accordingly,
THIS ACTION IS MADE FINAL. See MPEP 706.07(a). Applicant is reminded
of the extension of time policy as set forth in 37 CFR 1.136&(a). The practice of
aiomatically extending the shortened statutory period an additional month upon
the filing of a timely first response to a final rejection has been discontinued by
the Office. See 1021 TMOG 35.

A SHORTENED STATUTORY PERIOD FOR RESPONSE TO THIS FI-
NAL ACTION IS SET TO EXPIRE THREE MONTHS FROM THE DATE OF
THIS ACTION. IN THE EVENT A FIRST RESPONSE IS FILED WITHIN
TWO MONTHS OF THE MAILENG DATE OF THIS FINAL ACTION AND
THE ADVISORY ACTION IS NOT MAILED UNTIL AFTER THE END OF
THE THREE-MONTH SHORTENED STATUTORY PERIOD, THEN THE
SHORTENED STATUTORY PERIOD WILL EXPIRE ON THE DATE THE
ADVISORY ACTION IS MAILED, AND ANY EXTENSION FEE PURSU-
ANT TO 37 CFR 1.136(a) WILL BE CALCULATED FROM THE MAILING
DATE OF THE ADVISORY ACTION. IN NO EVENT WILL THE STATU-
TORY PERIOD FOR RESPONSE EXPIRE LATER THAN SIX MONTHS
FROM THE DATE OF THIS FINAL ACTION.

Examiner Note:

1. This paragraph should not be used in reissue litigation cases (SSP-1 month)
or in reexamination proceedings (SSP-2 months).

2.37 CFR 1.136(2) should not be available in a reissue litigation case and is not
zvailable in a reexamination proceeding.

706.07¢(b) Final Rejection, When Proper on
First Action

The claims of a new application may be finally rejected in the
first Office action in those situations where (1) the new applica-
tion is a continuing application of, or a substitute for, an earlier
application, and (2) all claims of the new application (a) arc
drawn to the same invention claimed in the earlier application,
and (b) would have been properly finally rejected on the grounds
or art of record in the next Office action if they had been entered
in the earlier application.

However, it would not be proper to make final a first Office
action in a continuing or substitute application where that appli-
cation contains material which was presented in the carlier
application after final rejection or closing of prosccution but was
denied entry for one of the following reasons:

(1) New issues were raised that required further coasideration
and/or search, or

(2) The issue of new matter was raised.
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. : EXAMINAW OF APPLICATIONS
Fmther.xtwmldnmbepropertomakefinalaﬁrstomceacmn_;; 106.07(e)
ion-in ; i 3 :

- A request for an i mmrvww pnor o ﬁrst acuon on a contmumg ' 9

voa' - substitute awhcmon should ordmanly be gramed

- AFirst Acnon Final rejecuon should be made by usmg form . '

 paragraph 7.41.
741 Acuon uFmal PirstAclwn o

Thu isa [l] of agpkm s earlier apphcauon S N. [2] Ail clairas aredmwmo
the same invention claimed in the earlier application and could have been finally
rejected on the grounds or art of record in the next Office action if they had been
entered in the earlier spplication. Accordingly, THIS ACTIONISMADEFINAL
even though i is  firse action in this case. See MPEP 706.07(b). Applicant is

reminded of the extension of time policy as set forth in 37 CFR 1.136(2). The -

practice of automatically extending the shoriened statutory period an additional
month upon the filing of a timely first response to a final rejection has been
discontinued by the Office. See 1021 TMOG 35

A SHORTENED STATUTORY PERIOD FOR RESPONSE TO THIS FI-
NAL ACTION IS SET TO EXPIRE THREE MONTHS FROM THE DATE OF
THIS ACTION. IN THE EVENT A FIRST RESPONSE IS FILED WITHIN
TWO MONTHS OF THE MAILING DATE OF THIS FINAL ACTION AND
THE ADVISORY ACTION IS NOT MAILED UNTIL AFTER THE END OF
THE THREE-MONTH SHORTENED STATUTORY PERIOD, THEN THE
SHORTENED STATUTORY PERIOD WILL EXPIRE ON THE DATE THE
ADVISORY ACTION IS MAILED, AND ANY EXTENSION FEE PURSU-
ANT TO 37 CFR 1.136(z) WILL BE CALCULATED FROM THE MAILING
DATE OF THE ADVISORY ACTION. IN NO EVENT WILL THE STATU-
TORY PERIOD FOR RESPONSE EXPIRE LATER THAN SIX MONTHS
FROM THE DATE OF THIS FINAL ACTION.

Examiner Note:

1. Insert Continuation or Substitute, as appropriate, in “bracket 1",

2. If an amendment was refused entsy in the parent case on the grounds that it
raised new issues or new matter, this paragraph cannot be used. See MPEP §

706.07(b).

3. This paragreph should not be used in reissue litigation cases (SSP-1 month)
or in reexamination proceedings (SSP-2 months).

4.37CFR 1.136(a) should not be available in a reissue litigation case and is not
available in a reexamination proceeding.

706.07(c) Final Rejection, Premature [R-6]

Any question as to prematureness of a final rejection should be
raised, if at all, while the case is still pending before the primary
examiner. This is purely a question of practice, wholly distinct
from the tenability of the rejection. It may therefore not be
advanced as a ground for appeal, or made the basis of complaint
before the Board of >Patent< Appeals >and Interferences<. It is
reviewable by petition under 37 CFR 1.181.

706.07(d) Final Rejection, Withdrawal of,
Premature [R-6]

If, on request by applicant for reconsideration, the primary
examiner finds the final rejection 1o have been premature, he >or
she< should withdraw the finality of the rejection.

Form Paragraph 7.42 should be used when withdrawing a Final

Rejection,
7.42 Withdrawal of Final Rejection

Applicant’s request for reconsideration of the finality of the rejection of the last
Office action is persuasive znd the finality of that action 5 withdrawn,
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5 - 706.07()
; xthdrawal of Fina Rejectlon, e
General .[R 6] . ,

oivﬁer‘ s request e_ cept on a showmg under 37 ‘CFR 1. 116(b)
Further amendment or, argument will be consxdered in certain

instances. An amendment that will place the case either in

condition for allowance or in better form for appeal may be
admitted. Also, amendments complying with objections or re-
quirements as to form are to be permited after final action in
accordance with 37 CFR 1.116(a).

The examiner may withdraw the rejection of finally rejected
claims. If new facts or reasons are presented such as to convince
the examiner that the previously rejected claims are in fact
allowable or patentable in the case of reexamination, then the
final rejection should be withdrawn. Occasionally, the finality of
arejection may be withdrawn in order to apply a new ground of
rejection.

Although it is permissible to withdraw a final rejection for the
purpose of entering a new ground of rejection, this practice is to
be limited to situations where a new reference either fully meets
at least one claim or meets it except for differences which are
shown to be completely obvious. Normally, the previous rejec-
tion should be withdrawn with respect to the claim or claims
involved.

The practice should not be used for application of subsidiary
references, or of cumulative references, or of references which
are merely considered to be better than those of record.

When a final rejection is withdrawn, all amendments filed after
the final rejection are ordinarily entered.

New grounds of rejection made in an Office action reopening
prosecution after the filing of an appeal brief require the approval
of the supervisory primary examiner. See >MPEP< §
1002.02(d).

706.07(f) Time for Response to Final
Rejection

On October 1, 1982, pursuant to Public Law 97-247, the Office
discontinued the practice of extending for one month the short-
ened statutory period for response to a final rejection upon the
filing of a timely first response to a final rejection (37 CFR
1.116). Since October 1, 1982, applicants are able to obtain
additional time for a first or subsequent response to a final
rejection by petitioning under 37 CFR 1.136(a), and paying the
appropriate fee, provided the additional time does not exceed the
six month statutory period.

Present practice encourages the early filing of any first re-
sponse after a final rejection. To encourage continiued filing of
early first responses after a final rejection and to take care of any
situations in which the cxaminer does nottimely respond to a first
response after final rejection which is filed early during the
period for response, the Office has changed the manner in which
the period for response is set on any final rejection mailed after
February 27, 1983.
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E stamtory penod (SSP) for response ‘should contam one of the =
_ Form Pamgmphs (7 39 7 40 1 41) advxsmg apphcant thexf me 1

response penad wx | esta ] 1shed I.i no e rent can the s(atutory
. perxod forrespmse explre later than snx (6) months from the da!e

of the final rejection.

2.Ifthe paragraph setting avanableresponse penod 1s madver-
tently not included in the final Office action, the SSP forresponse
will end three (3) months from the daie of the final Offlce action
and cannot be extended other than by making a petition and

paying a fee pursuant to 37 CFR 1.136(a). However, if an

advisory action (including an examiner’s amendment) is mailed
insuch acase where the response to the final action has been filed
within two (2) months, the examiner should vacate the original
SSP and reset the period for response to correspond with the
Office policy set forth at 1027 OG 71. See paragraph (6) below.

3. This procedure of setting a variable response period in the
final rejection dependent on when applicant files a first response
10 a final office action does not apply to situations where an SSP
less than three (3) months is set— e.g. reissue litigation cases (1
month SSP) or any reexamination case.

Advisory Actions

4. Where the final Office action sets a variable response period
assetforth in paragraph 1 above, AND applicant files acomplete
first response to the final Office action within two (2) months of
the date of the final Office action, the examiner must determine
if the

a. Response puts the application in condition for allow-
ance — then the application should be processed as an
allowance and no extension fees are due.

b. Response puts the application in condition for allow-
ance except for matters of form which the examiner can
change without authorization from applicant, MPEP
1302.04 — then the application should be amended as
required and processed as an allowance and no extension
fees are due.

¢. Response does not put the application in condition for
allowance ~— then the advisory action should inform ap-
plicant that the SSP for response expires three (3) months
from the date of the final rejection or as of the mailing date
of the advisory action, whichever is lates.

IfPTOL-303 form is used: (1) Draw a line through the top two
(2) lines relating to the period for response and (2) use Form
Paragraph 7.67.1 in the advisory action.

If PTOL-303 is not used, then use Form Paragraph 7.67.1 on all
advisory actions where a first complete response has been filed
within two (2} months of the date of the final Office action.

5. Where the final Office action sets a variable response period
as set forth in paragraph 1 above, and applicant does NOT file &
complete first response to the final Office action within two (2)
months, examiners should use the content of Form Paragraph
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. Where the final Office action does not set:
pem:d asset t‘cmh m paragraph & above, AND

e within three (3) months of Lhe final Oﬂ" ice action; the aminer
‘sh@uld vacate the original SSP and reset the response penod to

expire on the mailing date of the advnsorv action by 1 using form
paragraph 7.67.2. Innocase can ihe statutory period for response

‘expire later than six (6) months from’ the date of the final Office

action. Nole that Form Pa:agraph 7.67. 2 can'be used ‘with the
advisory action (preferable) or after the advnsory actionis malled
1o correct the error of not setting a variable response period: -

7. When an advisory action properly contains either Form
Paragraph 7.67.1 or 7.67.2, the time for apphcant 0 Lake further
action {including the calculation of extension fees under 37 CFR
1.136{(a) begins to run three (3) months from the date of the final
rejection, or from the date of the advisory action, whichever is
later. Extension fees cannot be prorated for portions of a month.
In noevent can the statutory pericd for response expire later than
six (6) months from the date of the final rejection.

Exawminer's Amendmenis

8. Where a complete first response to a final Office action has
been filed within two (2) months of the final Office action, an
examiner’s amendment to put the application in condition for
allowance may be made without the payment of extension fees if

e examiner’s amendment is a part of the first advisory action,
because the examiner’s amendment will either set (7.67.1) or
reset (7.67.2) the period for response to expire on the date the
examiner’s amendment is mailed if it is mailed more than three
{3) months from the date of the final Office action.

S. Where a complete first response to a final Office action has
not been filed within two (2) months of the final Office action,
applicant’s authorization to make an amendment to place the
application in condition for allowance must be made either
within the three (3) month shortened statutory period or within an
extznded period for response that has been petitioned and paid for
by applicant pursuant to 37 CFR 1.136(a).

10. An extension of time under 37 CFR 1.136(a) requires a
petition for an extension and the appropriate fee provided for in
37CFR 1.17. Where an extension of time is necessary to place an
application in condition for allowance (e.g. when an examiner’s
amendment is necessary after the shortened statutory period for
response has expired), applicant may file the required petition
and fee or give authorization to the examiner to make the petition
of record and charge a specified fee to a deposit account. When
authorization to make a petition for an extension of time of record
is givento the examiner, the authorization must be made of record
in the application file by the cxaminer by way of an Interview
Record form dated before the extended period expires. The
authorization should also be made of record in an examiner’s
amendment by indicating the name of the person making the
authorization, the deposit account number to be charged, the
length of the extension requested and the amount of the fee to be
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charge.d to the deposrtaccount SAMPLE An extensron of umej ‘~
" under 37 CFR 1.136(a) is. requrred to. place this application in’
 condition for allowance. During a telephone conversation con- -

" ducted on (daw) John- Doe(auomeyufor apphcant) requ&swdan
extension of time for — — months and a orized the Commrs
sioner to charge Dgpgsr;Accgunﬁt No.
$ — —for this extension. ‘

Practice Aﬁer Fi mal

1. Responses after final should be processed and consrdered
promptly by all Office personnel.

12. Responses after final should not be considered by the
examiner unless they are filed within the SSP or are accompanied
by a petition for an extension of time and the appropriate fee (37
CFR 1.17 and 1.136(a)). This requirement also applies to supple-
mental responses filed after the first response.

13. Interviews may be conducted after final within the six (6)
month Statutory period for response without the payment of an
extension fee.

14. Formal matiers which are identified for the first time after
a response is made to a final Office action and which require

action by applicant to correct may be required in an Ex parte

Quayle action if the application is otherwise in condition for
allowance. No extension fees would be required since the re-
sponse puts the application in condition for allowance except for
the correction of formal maiters — the correction of which had
not yet been required by the examiner.

15. If prosecution is to be reopened after a final Office action
has been responded to, the finality of the previous Office action
should be withdrawn to avoid the issue of abandonment and the
payment of extension fees. For example, if a new reference
comes to the attention of the examiner which renders unpaieat-
able a claim indicated to be allowable, the Office action should
begin with a statement to the effect: The finality of the Office
action mailed is hereby withdrawn in view of the new ground of
rejection set forth below. Form Paragraph 7.42 could be used in
addition to this statement.

7.67.1 Advisory After Final, Heading, Ist Response Filed Within 2 Months

The shortened statutory period for response expires three months from the date
of the final rejection or as of the mailing date of this Advisory Action, whichever
is later. In no event however, will the statutory period for response expire later
than six months from the date of the final rejection. Any extension of time must
be obtained by filing a petition under 37 CFR 1.136(2) accompanied by the
proposed response and the appropriate fee. The date on which the response, the
petition, and the fee have been filed is the date of the response and also the date
for the purposes of determining the period of extension and the corresponding
amount of the fee.

Any extension fee pursuant 10 37 CFR 1.17 will be calculated from the date that
the shostened statutory period for response expires as set forth above,

Examiner Note:

This paragraph should be used in all advisory actions if:

1. it was the first response to the final rejection, and

2. it was filed within 2 months

If a notice of appeal has been filed, also use paragraph 7.68.

7.67 2 Advisory After Final, Heading, No Variable SSP Set in Final
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“ months of the mailing date of that scticn and the advisory action was riot mailed
g wnhmﬂzmc(B)momhs of that date, tie three (3) month shortened mxmorypenod :
ffsneapomesetmme FmalOfﬁceacnomsherebyvacatcdand reseltoexpirens

' xhemuhnz date.of the advisory. action, Ses Notice entitled “Procedure for
Amendments Under 37 CFR 1.116," pubhshsd in the Oﬂ'u:nl Gazelie
1027 oG, February 8,1983. In no event, however, will the statutory period -
¢ Tesponse. expire later than six (6) months from the date of the Final Office

ction. Any extension fee required porsuant to 37 CFR 1.17 will be calculated

E rﬁm lhemulmg dale of thc advrsory wuon

" 1. This parsgmph should be used in all advisory acuons where:

2. the response is a first response to the final action;

b. the response was filed within two months of the mailing date of the final; and

c. the final action failed to inform' apphcant of & variable SSP beyond the
nomal three month period, as is set forth in form paragraph 7.39-7.41.

2.If the final action set a variable SSP, donot use this paragmph Use peregraph
7.67.1.

3. If a notice of appeal has been filed, also use paragraph 7.68.

"Under the changed procedure, if an applicarlt initially responds
within two months from the date of mailing of any final rejection
seiting a three-month shortened statutory period forresponse and
the Office does not mail an advisory action until after the end of
the three-month shortened statutory: period, the period for re-
sponse for purposes of determining the amount of any extension
fee will be the date on which the Office mails the advisory action
advising applicant of the status of the application, but in no event
canthe period extend beyoid six months from the date of the final
rejection. This procedure will apply only to a first response to a
final rejection and has been implemented by including the
following language in each final rejection mailed after February

27, 1983:

“A SHORTENED STATUTORY PERIOD FOR RESPONSE TO THIS
FINAL ACTICMIS SET TO EXPIRE THREE MONTHS FROM THE DATE
OF THIS ACTION. IN THE EVENT A FIRST RESPONSE IS FILED
WITHIN TWO MONTHS OF THE MAILING DATE OF THIS FINAL
ACTION AND THE ADVISORY ACTION IS NOT MAILED UNTIL
AFTER THE END OF THE THREE-MONTH SHORTENED STATUTORY
PERIOD, THEN THE SHORTENED STATUTORY PERIOD WILL EX-
PIRE ON THE DATE THE ADVISORY ACTION IS MAILED, AND ANY
EXTENSION FEE PURSUANT TO 37 CFR 1.136(s) WILL BE CALCU-
LATED FROM THE MAILING DATE OF THE ADVISORY ACTION. IN
NO EVENT WILL THE STATUTORY PERIOD FOR RESPONSE EXPIRE
LATER THAN SIX MONTHS FROM THE DATE OF THIS FINAL AC-
TION.”

For example, if applicant initially responds within twc months
from the date of mailing of a final rejection and the examiner
mails an advisory action before the end of three months from the
date of mailing of the final rejection, the shortened statutory
period will expire at tiie end of three months from the date of
mailing of the final rejection. In such a case, any extension fee
would then be calculated from the end of the three-month period.
If the examiner, however, does not mail an advisory action unil
after the end of three months, the shortened statutory period will
expire on the date the examiner mails the advisory action and any
extension fee may be calculated from that date.

707 Examiner’s Letter or Action [R-6]

37 CFR 1.104. Natwre of examination, examiner's action
(2) On taking up an application for examination or a patent in a reexamination
proceeding, the examiner shall make a thorough study thereof and shall make &
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Jjudge the propriety of continuing the prosecution, -

(c) An intemational-type search will be madein allnm
on and after June 1, 1978.

@ Any national application may also have an xntemaumal-type search mpon

prepared theréon at'the: time of the nationsl examination on the merits, upon’
specific written request therefor and payment of the international-type search

report fee. See §:1.21 (e) for amount of fee for preparation of mtemauonal-type

search report.

>(e) Co-pending applications will be considered by the examiner 1o be owned
by, or subject to an obligation of assignment to, the same person if (1) the
appl.iauon files refer to assignments recorded in the Patent and Tradernark Office
in accordance with § 1.331 which convey the entire rights in the applmauons 1o
the same person or organization: or (2) copies of unrecorded assignments which
convey the entire rights in the applications 1o the same person or organization are
filed in each of the applications; or (3) an affidavit or declar=tion by the common
owner is filed which states thet there is common ownership and states facts which
explain why the affiant or declarant believes there is common ownership; or (4)
other evidence is submiited which establishes common ownership of the appli-
cations. In circamstances where the common owner is & corporation or other
orgenization an affidavit or declaration may be signed by an off7 sial of the cor-
poration or organization empowered to act on behalf of the corporation or
organization.< ‘

NOTE. — The Patent and Trademark Office does not require that s formal
report of an intemational-type search be prepared in order to obtain a search fee
refund in a later filed intemational application.

For Office actions in reexamination proceedings see
S>MPEP<§ 2260.

Under the current first action procedure, the examiner signifies
o the action form PTOL.-326 certain information including the
period set for response, any attachments, and a “summary of
action,” the position taken on all claims,

Current procedure also allows the examiner, in the exercise of
his professional judgment to indicate that a discussion with
applicant’s or patent owner's representative may result in agree-
ments whereby the application or patent under reexamination
may be placed in condition for allowance and that the examiner
will telephone the representative within about two weeks, Under
this practice the applicant’s or patent owner’s representative can
be adequately prepared to conduct such a discussion. Any result-
ing amendment may be made either by the applicant’s or patent
owner’s attorney or agent or by the examiner in an examiner’s
amendment, It should be recognized that when extensive amend-
ments are necessary it would be preferable if they were filed by
the attorney or agent of record, thereby reducing the professional
and clerical workload in the Office and also providing the file
wrapper with a better record, including applicant’s arguments for
allowability as required by 37 CFR 1.111.

The list of references cited appears on a separate form, Notice
of References Cited, PTO-892 (copy in >MPEP<§ 707.05)
attached to applicant’s copies of the action. Where applicable,
Notice of Informal Patent Drawings, PTO-948 and Notice of
Informal ™atent Application, PTO-152 are attached to the first
action,

The attachments have the same paper number and are 10 be
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. notification of the reasons for rejection and/or objection wgem’ex;. i

the applicant or in the case of 2 reexamination proceeding the patem owner. »“with'such mfonnauon and references as may be usefulinjudging .

+ should be given.

txoa,mychxmforapatentxsfe_;ectedorany objecuon g made”

the pmpnety of contmumg tbe prosecuuon (35 US C 132)&_’_ '

When conszdered necessary’ for adequate mformauor., the
particular figure(s) of the drawing(s), andfor page(s) or
paragmph(s) of the reference(s) and/or any relevant comments

- briefly stated' should be included. For rejections under *>35

U.S.C.< 103, the way in which a reference is modified or plural
references are combined should be set out.’ '

In excepuonal cases, as to satisfy the more stringent require-
ments under 37 CFR 1.106(b), and in pro se cases where the
inventor is unfamiliar with the patent law and practice, a more -
complete explanation may be needed.

Objections to the disclosure, explanation of references cited
but not applied, mdxcauon of aﬂowable sobject matter, reqmre '
ments (including requireménts for restriction if space is avail-
able) and any other pertinent comments may be included. Sum-
mary sheet PTOL-326, which serves as the first page of the Office
action, is to be used with all first actions and will identify any
allowed claims.

7.100 Name and number of Examiner 1o be contacted,

An inguiry concerning this communication should be directed 10 {1] at
telephone number 703-557-[2].

Examiner Note:

1. This paragraph should be used at the conclusion of all actions.

2.In bracket 1, insert the name of the examiner designated to be contacted first
regarding inquiries about the Office action. This could be either thenon-signatory
examiner preparing the action or the signatory examiner.

7.101 Telephone Inquiry Contacts

Asny inguiry conceming this communicalion or earlier communications from
the examiner should be direcied to {1] whose telephone number is (703) 557-{2].
Any inquiry of a general nature or relating to the status of this application should
be direcied to the Group receptionist whose telephone number is (703) 557-[3].

Examiner Note:

In bracket [1] insert the name of the examiner handling the case. In bracket [2]
insen the individual phone number of the examiner. In bracket {3] insent the
Group receptionist telephone number.

7.102 Statwse cited in Prior Action
The test of those sections of Title 35, U.S. Code not included in this action can
be found in a prior Office action,

707.01 Primary Examiner Indicates Action

for New Assistant [R-6]

After the search has been completed, action is taken in the fight
of the references found. Where the assistant examiner has been
in the Office but a short time, it is the duty of the primary
examiner to go into the case thoroughly. The usual procedure is
forthe assistantexaminer toexplain the invention and discuss the
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. claims are to be considered on their merits. Ifaction on the mefits a contin

- istobegiven; *¥>the examiner<may.indicatc how thereferences .
.- are"1o'be applied-in cases: where:the claim is to be: rejected, or - tion
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field of search is known.

- 707. 02(a) Cases Up for Thu'd Actmn and
.. Five-Year Cages . ‘

and carefully applying them,

The supervisory primary examiners are expected to personally
check on the pendency of every application which is up for the
third or subsequent official action with a view to finally conclud-
ing its prosecution.

Any case that has been pending five years should be carefully
studied by the supcrvisory primary examiner and every effort

made to terminate its prosecution. In order to accomplish this
result, the case is to be considered “special” by the examiner.

707.04 Initial Sentence

The “First Page of Action” form PTOL-326 contains an
initial sentence which indicates the status of that action, as, “This
application has been examined” if it is the first action in the case,
or, “Responsive to communication filed — -— .” Other papers
received, such as supplemental amendments, affidavits, new
drawing, elc., should be separately mentioned.

A preliminary amendment in a new case should be acknowl-
edged by adding asentence such as “The amendments filed (date)
has been received.”

707.05 Citation of References

During the examination of an application or reexamination of
a patent the examiner should cite appropriate prior art which is
nearest to the subject matter defined in the claims. When such
prior art is cited, its pertinence should be explained.

Form Paragraph 7.96 may be used as an introduciory sentence.

7.96 Citation of Pertinent Prior Art

The prior an made of record and not relied upon is considered pestinent of
applicant’s disclosure.

Examiner Note:
When such prior art is cited, its pertinence should be explained in accordance

with MPEP 707.05.

Allowed applications should generally contain a citation of
pertinent prior art for printing in the patent, even if no claim
presented during the prosecution was considered unpatentable
over such prior art. Only in those instances where a proper scarch
has not revealed any prior art relevant to the claimed invention is
itappropriate to send a case to issue with no art cited, In the case
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Inall contmemg apphcanons me parent apphcatxonsshnuld be g

- >Applicants and/or applicant’s attorney in PCT related na-

. - . S L e tional applications are expected tocite the material citations from
The supervnsory pnmary examiners should impress their assis-

tants with the fact that the shortest path to the final dxsposmon of

an application is by finding the best references on the first search

the PCT International Search Report preferably by an informa-
tion disclosure statément under 37 CFR 1.97 - 1.99 in order to
ensure that applicant’s duty of disclosure under 37 CFR 1.56 is
satisfied.

The examiner should review the cned documems in the Inter-
national Search Report and the information disclosure statement
and should cite those documents which are material to the subject
matter claimed in the national stage application. In those in-
stances where no information disclosure statement has been filed
by the applicant and whcre doctments are cited in the Interna-
tional Search Report but neither acopy of the documeénts nor an
English translation (or English family member) is provided, the
examiner may exercise discretion in deciding whether to take
necessary steps to obtain the copy and/or iranslation.

Copies of documents cited will** be provided as set forth in
MPEP § 707.05(a). That is, copies of documents cited by the
examiner will be provided to applicant except where the docu-
ments

A, are cited by applicant in accordance with MPEP §§ 609,
707.05(b) and 708.02,

B. have been referred to in applicant’s disclosure statement,
and

C. where the documents are cited and have been provided in a
parent application.<

37 CFR 1.107. Citation of references.

(a) If domestic patents are cited by the examiner, their numbers and dstes, and
the names of the patentees, and the classes of inventions must be stated. If foreign
published applications or patents are cited, their nationality or country, numbers
and dates, and the names of the patentees must be stated, and such other datamust
be fumished as may be necessary to enable the applicant, or in the case of a
reexzmination proceeding, the patent owner, to identify the published applica-
tions or patents cited. In citing forcign published applications or patents, in case
only a part of the document is involved, the pasi*~ular pages and sheets containing
the parts relied upon must be identificd, If printed publications are cited, the
author (if any), title, datc, pages or plates, and place of publication, or place where
a copy can be found, shall be given.

(b) When a rejection in an application is based on facts within the personal
knowledge of an employee of the Office, the data shall be as specific as possible,
and the reference must be supponed, when called {or by the applicant, by the
affidavii of such employee, and such affidavit shall be subject to contradiction or
explanation by the affidavits of the applicant and other persons.

707.05(a) [Clngiizs of Cited References

Copies of cited references (except as noted below) are auto-
matically furnished without charge to applicant together with the
Office acuion in which they are cited. Copies of the cited refer-
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¢ £ copy of this reference is not being furnighed with this office action.
{See tanusl of Patent Examining Procedure, section 707.05 (a).)
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cmesare also p acedm*me apphcanon ﬁle fm’ use by the

- ‘examiner: durmg the prosecution.
- “Copiesof references * cited * by applxcant in accordance wxlh

 applicant with the Office action. Additionally, copies of refer

" ences cited in continuation applications if they had been previ- -
f ously cited in the parent apphcancn are' not mmsmd. ‘The

examiner should check the left hand
ﬁampyofmereferencelsmﬂobef j

>Copies of foreign patent documents and non- -patent litera
- ture (NPL) which are cited by the examinér at the time o

allowance will be furnished to'applicant with the Office action,
and copies of the sameé will also be rétained in the file. Thiswill .
apply to all allowance actions, including first action aﬂowances B

and ex parte Quayle acuons

uthe rare instance where no art is cnted in a connnuanon '
application, all the references cited during ﬁteptcwcuuon ofthe -

parent application wm be listed at allowance for printing in the

patent.
To assist in providing copies of teferences, lhe examiner

should:

(a) Write the cnamm of the references on form PTO-892 .

“Notice of References Cited” =

(b) Place the form PTO-892 in the front of the ﬁle Wrapper.

(c) Include in the application file wrapper all of the references
cited by the examiner which are to be furnished to the applicant
and which have been obtained from (h¢ classified search file
with theexception of “Jumbo” patents (anyU.S. patentinexcess
of 40 pages). Box on the form PTO-892. Copies of “Jumbo™
patents will be ordered by the clerical staff. ,

(d) Make two copies of each reference which is to be supplied
and which has been located in a place other than the classified
search file (i.e. textbooks, bound magazines, personal search
material, etc.). Using red ink identify one copy as the “File
Copy” and the other copy as the “Applicant’s Copy”. Both
copies should be placed in the application file wrapper.

(e) Turn the application in to the Docket Clerk for counting.
Any application which is handed in without all of the required
references will be returned to the examiner. The missing
reference(s) should be obtained and the file returned to the
Docket Clerk as quickly as possible.

In the case of design applications, procedures are the same as
set forth in *>MPEP §< 707.05 (2)-(g) except that less than the
entire disclosure of a cited U.S utility patent may be supplied
with the action by the Design Group. Copies of all sheets of
drawings relied on and of the first page of the specification are
furnished without charge. Any other subject matter, including
additional pages of specification relied on by the examiner will
aiso be provided without charge. Where an applicant desires a
complete copy of a cited U.S. utility patent it may be obtained
through the Customer Services Division at the usual charge.

707.05(b) Citation of Related Art by
Applicants [R-6]

>MPEP §<* 609 sets forth positive guidelines for applicants,
their attorneys and agents who desire to submit prior ast for con-
sideration by the Patent and Trademark Office.
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MANUALOFFATE!W EXAMIN

shed wxheappucant., .

- dance with mez'glmdehm of >MPEP< § 609.and submitted 25
o5 s before all c!anns heve been indicated asallowable wﬁl be fully .
 >MPEP< §§ 609, 707. 05(b)-and 708.02. mm& fnmlshedmf i i ,

will be conssdered by the exammer :

. Subﬁuned citations will not'in any Way dunﬁnsh the obliga-

Eexmmners to.conduct independent prior art searches, or
elieve examiners of cxungperunm;pnor artof which they may

" be aware, whether or not such areis cited by the applicant.

Prior art submitted by applicant in the manner provided in
>MPEP< § 609 wxll notbe supplxed with an Office actior, but

“unless it is hsted ona form PTO- 1449, it wxll ‘be listed on the

form: PTO-892, “Notice of References Cxted " along with other
prior art. rehed upon by the examiner. durmg the examination.

Accordingly, the examiner should check the space on form
PTO-892 10 mdxcate that no copy of that reference need be

~ furnished'to the applicant. Only that pnor art listed by the

examiner on form PTO-892 will be printed on the patent.
However, if the prior artis: submmcd in 2 manner which does
not. comply with the >MPEP< § 609 guldelmes, it is not
necessary to list all citéd prior art on form PTO-892 in order to
make the citations of record. Thxs is becausc ine complete listing
of applicant’s citations will be in the: apphcatxon file and will be
available for inspection by the public afterissuance of the patent
with notations as indicated under item C or >MPEP< § 717.05.

- The examiner may state that all the prior art cited by applicant

hasbeen considered, even if it was submmed inamanner which
does not fully comply with the reqmremems of this section.

707.05((:)‘ Order of Listing [R-6]

In CEﬁng references forthe firsttime, the identifying dataof the

- citation should be placed on form PTO-892 “Notice of Refer-

ences Cited”, a copy of which will be attached to the Office
action. No distinction is to be made between references on
which a claim is rejected and those formerly referred to as
“pertinent”. With the exception of applicant submitted citations
>MPEP< §§ 707.05(b) and 708.02), the pertinent features of
references which are not used as a basis for rejection, shall be
pointed out briefly.
See >3 PEP< § 1302.12.

707.05(d) Reference Cited in Subsequent
Actions

Where an applicant in an amendatory paper refers to a refer-
ence which is subsequently relied ug»n by the examiner, such
reference shall be cited by the examii:er in the usuai manner,

707.05(e) ?ata Used in Citing References

37 CFR 1.107 (>MPEP< §§ 707.05 and 901.05(a)) requires
the examiner to give certain data when citing references. The
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If the patent date of aUS. patentisafterand theeffective filing
date of the patent is before the effective U.S. filing date of the

application, the filing date of the patent must'be set forth along
with the citation of the patent. This calls attention to the fact that
the particular patent relied on is a reference becanse of its filing
date and not its patent date. Similarly, when thé referénce is a

continuation-in- -part of an earlier-filed application ‘which- dis-

closecﬂwanucnpamrymattexandmsnecessaxymgobmktome
earlier filing date, the fact that the subject magter relied upon was
originally disclosed on thaidatein theﬁrstapphcamnslmldbe
stated.

In the rare instance where no art is cited in a continuation
application, all the references cited during the prosecution of the
parent application will be listed at allowance forpnnung in mc
patent. See >MPEP< § 707.05(). L _

CROSS-REFERENCES
Official cross-references should be marked “X”.
FOREIGN PATENTS AND PUBLISHED APPLICATIONS

In citing foreign patents, the patent number, citation date,
name of the country, name of the patentee, and >U..S.<classand
subclass must be given. >Foreign patents searched in those
Examining Groups filing by International Patent Classification
{PC) will be cited using the appropriate IPC subclass/group/
subgroup. On the file wrapper "Serached” box and PTO-892,
the IPC subclass shall be cited in the space provided for "Class”,
and IPC group/subgroup shall be cited in the space provided for
"Subclass”.

In actions where references arefurnished, and (1) lessthanthe
entire disclosure is relied upon, the sheet and page numbers
specifically relied upon and the total number of sheets of
drawing and pages of specification must be incleded (except
applicant submitted citations); (2) the entire disclosure is relied
upon, the total numberof sheets and pagesare not included, and
the appropriate columns on PTO-892 are left blank.

Publications such as German allowed applications and Bel-
gian and Netherlands printed specifications should be similarly
handled., If the total number of sheets and pages in any publica-
tion 1o be furnished (other than U.S. patents) exceeds 185, the
authorizing signature of the supervisory primary examiner i3
required. Applicants who desire a copy of the complete foreign
patent or of the portion not “relied on” must order it in the usval
manner.

See >MPEP< § 901.05(a) for a chart in which foreign lan-
guage ierms indicative of foreign patent and publication dates to
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of theotherlxbrary, ofco THIS NUMBER SHOULD NOT A
BE CITED., The same convenuon' should be followed in citing
amales from penodxcals 'I'he call number should be cnted for
periodicals owned by the Scnenuﬁc lerary, but not for penodl- ‘
cals Lorrowed from other lnbranes In citing penodxcals, infor-
mauon “suffi cxent o 1denufy the arucle includes. the aumor(s)
and title of the article and the utle, volume namber issue
number date, andpagesof the penodlcal It thecopyn heclupcn;
is located omly inthe group makmg the action (there may be no
call nnmber). the addmonal mformauon, “Cop v in Group —_—
« shouldbeglven L '
Examples of non-patent bnbhographlcal citations:
1. For books: :

Winslow. C. E. A, I‘resh Azr and Vermlatzon N.Y., E. P.

Dutton, 1926. p. 97-112. TI17653.W5.
2. For parts of books:

Smith, J. F. “Patent Searching.” in: Singer, T.E.R., Informa-
tion and Communication Practice in Industry (New York,
Reinhold, 1958), pp. 157-165. T 175.55.

3. For encyclopedia articles:

Calvert, R. “Patents (Patent Law).” in: Encyclopedia of
Chemical Technology (1952 ed.), vol. 9, pp. 868-890. Ref.
TP9.E6S.

4. For sections of handbooks:
Machinery's Handbook, 16th ed. New York, International

. Press, 1959. pp. 1526-1527. TJ151.M3 1959,

5. For periodical articles: .

Noyes, W. A. “A Climate for Basic Chemical Research.”
Chemical & Engineering News, vol. 38, no. 42(Oct. 17, 1960),
pp. 91-95. TP1.1418.

Note: DO NOT abbreviate titles of books or periodicals. A
citationtoP.S.E.B.M. is meaningless. References are tobecited
so that anyone reading a patent may identify and retrieve the
publications cited. Give as much bibliographic information as
possible, but at least enough to identify the publication, For
books, minimal information includes the author, title and date.
For periodicals, at least the title of the periodical, the volume
number, date and pages should be given, These minimal cita-
tions may be made ONLY IF the complete bibliographic details
are unknown or unavailable,

If the original publication is located outside the Office, the
examiner should immediately >make or< order a photocopy of

Rev. 6, Oct. 1987



wxll appea: on the matenal and may be
when the material was ptepared for lin
pubhcauon date is the date of release wi
made available to the public. SeeExparteHamsem:‘ 79'USPQ
439. If the date of release does not. appearon the material, this
date may be determined by reference o the Oﬂice of Techmcal
Services, Department of Commerce o

Inthe useof any of the abovenotedmatenalasananucxpatory
publication, the date of release following declassxﬁcamn isthe
effective date of publication within the meaning of the statute,

For the purpose of anticipation predlcated upon prior knowl-
edge under 35 U.S.C. 102(a) the above noted declassxf' ed
material may be taken as prima facie evidence of such pnor
knowledge asof its printing date even mough such material was
classified at that time. \ansousedﬂxematenaldoesnot

constitute an absolute statutory bar and its printing date maybe

antedated by an affidavit or dcclamtxon under 37 CFR 1. 131
707.05(g) I[lll(c%lirect Citation of References

Where an error in citation of a reference is brought to the
attention of the Office by applicant, a letter correcting the ervor
and restarting the previous period for response, together with a
correct copy of the refesence, is sent to applicant. Where the
error is discovered by the examiner, applicant is aiso notified
and the period for response restarted. In either case, the exam-
iner is directed to correct the error, in ink, in the paper in which
the error appears, and place his or her initials on the margin of
such paper, together with a notation of the paper number of the
action in which the citation has been correctly given. See
>MPEP< & 710.06.

Form PTOL-316 is used to correct an erroneous citation or an
erconeously furnished reference. Clerical instructions are out-
lined in the Manual of Clesical Procedures, § 410.C (2) and (3).

Form Paragraphs 7.81-7.83 may be used to correct citations or
copies of references cited.

¢37.81 Correction Letter re Last Office Action

In response to applicent’s {1] regarding the lazt Office action, the following
corvective action is taken.

THE PERIOD FOR RESFONSE OF {2] MONTHS SET IN SAID OFFICE
ACTIONISRESTARTED TO BEGIN WITH THE DATEOF "HIS LETTER.

Examiner Note:
1. In bracket 1, insent -- wlephonc inguisy of e+ = O

communicationof ________ .~
2. This paragraph nmstbefoﬂowedbymemmfeofpamgmphﬂ §2,7.82.1

or7.83.
Hev. 6, Oct. 1987

de:hefdlwmximfemsmrmdmed R R

Eumlner Note e o
L 'lhe refemcc copws bemg wpphed muu be lmcd followmg ﬂmpnn

2.'lhmpuaguphmunbepncededbypangnph7 81 andmayalsobensed
wndlp:ugmph782a7 83..

7.83 > Copy of Oﬁ’ice acuon supphed
[!]oflhc!msaoff'wlatmwmclom '

Enmlner Note e
1.In [1] explaic wlm is em:losed. For exzmple
& A corrected copy
b, Ampluecopy
¢ Pege d '
d. Form PTO-862
2. This paragraph should follow paragraph 7.81 and cen follow paragraphs
7.82and 7.82.1<

In any case otherwise ready for issue, in which the erroneous
citation has not been formally corrected in an official paper, the
examiner is directed to correct the citation on an examiner’s
amendment form PTOL-37..

If a FOREIGN patent is incorrectly clted for example, the
wrong. country is indicated or the country omitied from the
citation, the General Reference Branch of the Scientific Library
may be helpful. The date and number of the patent are often
sufficient to determine the correct country which granted the
patent.

To correct a citation prior to mailing, see th.e Manual of
Clerical Procedures, § 410.C(1).

707.06 Citation of Decisions Orders,
Memorandums and l\fotwes [R-6]

In citing court decisions, the **>USPQ citation should be
given and, when it is convenient to do so, the U.S.,C.CP.A. or
Federal Reporter citation should also be provided.<

The citation of manuscript decisions which are not available
to the public should be avoided.

>It is important to recognize that a Federal Distrist Court
decision that has been reversed on appeal cannot be cited as
authority.<

Inciting amanuscript decision which is available to the public
but which has not been published, the tribunal rendering the
decision and complete data identifying the paper should be
given, Thus, a decision of the Board of >Patent<Appeals >and
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_ € ] 2Ly ol
m whlch 't.he same‘ may't be found should also be gwm

707 07 Completeness and Clarity of
o Exammer’s Actlon :

37 CFR 1.10S. Conmleteum ofcxanum $ action.

'Iheeummeummwﬂlbecanphwlswaummm.emuptmnm
gppropriste circwmstances, such as misjoinder of invention, fundamental de-
fecss in the application, and the like, the action of the examiner suay be limited
tosachmaners before further sction iz made. However, matters of form need not
be mised by the examiner uniil & claim is found allowable, .-

anParagraphs7 37and7 38 maybeusedwhere applicant’s
argummts are not persuasive or moot.

7.37 Argmm Aré Not Persuasive

Applwmt s arguments filed [1] have been fully considered but they are not
deemed to be perzuasive.

Esaminer Note:
The examiner wwst address all arguments which have not already been

respended to in the rejection.
738 Arguments Are Moot Because of New Ground of Rejectior:

Apphicent’s srguments with respect to claim [1] have been considered but are
deemed 1o be moot in view of the new grounds of rejection.

707.07(a) Complete Action on Formal

Matters

Formsare placed ininformal applications listing informalities
noted by the Draftsman (Form PTO-948) and the Application
Division (Form PTO-152). Each of these forms comprises an
ariginal for the file record and a copy to be mailed to applicant
as a part of the examiner’s first action. They are specifically
referred to as attachments to the letter and are marked with its
paper number. In every instance where these forms are to be
used they should be mailed with the examiner’s first letter, and
any additional formal requirements which the examiner desires
to make should be included in the first letter.

When any formal requirement is made in an examiner’s
action, that action should, in all cases where it indicates allow-
able subject matter, call attention to 37 CFR 1.111(b}) and state
that a complete response must either comply with all formal
requirements or specifically traverse each requirement not
complied with.
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approval or when corrections to the spec ification’ have to be'
made prior to allowanc < N U

707.07(b) Requlrmg New Oath [R 6]
See>MPEP<§602()2
707 07(c) Draftsman’s Requlrement R« 6]

See >MPEP< §707 07(a), also >M]?EP< §§608. 02(a) (e),
and (s). , :

707 07(d) Language To Be Used In
.. Rejecting: Clalms ~

Where a claim is refused for any reason relaung to the merits
thereof it should be “rejected” and the ground of rejection futly
and clearly stated, and the word *reject” must be used. The
examiner should designate the statutory basis for any ground of
rejection by express reference to a section of 35 U.S.C. in the
opening sentence of each ground of rejection. If the claim is
rejected as too broad, the reason for so holding should be given;
if rejected as indefinite the examiner should point out wherein
the indefiniteness resides; or if rejected as incomplete, the
element or elements lacking should be specified, or the appli-
cantbe otherwise advised as to what the claim requires torender
it complete.

See >MPEP< §706.02 for language to be used.

Everything of a personal nature must be avoided. Whatever
may be the examiner’s view as to the utter lack of patentable
merit in the disclosure of the application examined, he or she
should not express in the record the opinion that the application
is, or appears to be, devoid of patentable subject matter. Nor
should he or she express doubts as to the allowability of allowed
claims or state that every doubt has been resolved in favor of the
applicant in granting him the claims allowed.

Although, not every ground of rejection may be categorically
related to a specific section of the statute, >35 U,S.C.<§112 is
considered as the more apt section for old combination rejec-
tions than §§102 or 103, Exparte Des Granges, 864 O.G.7122.

The examiner should, as a part of the first Office action on the
merits, identify any claims which he or she judges, as presently
recited, to be allowable and/or should suggest any way in which
heorsheconsiders thatrejected claims may be amended to make
them allowable. If the examiner does not do this, then by
implication it will be understood by the applicant or his or her
attorney or agent that in the examiner’s opinion, as presently
advised, there appears to be no allowable claim nor anything
patentable in the subject matter to which the claims are directed.
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707.07 (e) Note All Outstandmg
- Requirements .. . =

In takmg up an amended case for action the examiner should
note in every letter all the requirements outstanding against the
case. Every point in the prior action of an examiner whichis still
applicable mustberepeated orreferred to,topreventme implied
waiver of the requirement.

As soon as allowable subject matter is found, correction of all
mfonnahttes then present should be reqmred

707. 07(f) z[&l?sgger All Matenal Traversed

Where the requirements are u'aVersed or suspension thereof
reguested, theexaminer should makepropetrefetence theretoin
his action on the amendment.

Where the applicant traverses any rejectxon, the examiner
should, if he or she repeats the rejection, take note of the
applicant’s argument and answer the substance of it.

If a rejection of record is 1o be applied 10 a new or amended
claim, specific identification of that ground of rejection, as by
citation of the paragraph in the former Office letter in which the
rejection was originally stated, should be given.

ANSWERING ASSERTED ADVANTAGES

After an Office action, the response (in addition to making
amendments, etc.) may frequently include arguments and affi-
davits to the effect that the prior art cited by the examiner does
not teach how 1o obtain or does not inherently yield one ormore
advantages (new or improved results, functions or effects),
which advantages are urged to warrant issue of a patent on the
allegedly novel subject matter claimed.

If it is the examiner’s considered opinion that the asserted
advantages are without significance in determining patentabil-
ity of the rejected claims, he or she should state the reasons for
his or her position in the record, preferably in the action
following the assertion or argumentrelative to such advantages.
By so doing the applicant will know that the asserted advantages
have actually been considered by the examiner and, if appeal is
taken, the Board of >Patent< Appeals >and Interferences< will
also be advised.

The importance of answering such arguments is iffustrated by
In re Herrmann et al., 1959 C.D. 159; 739 O0.G. 549 where the
applicant urged that the subject matter claimed produced new
and useful results, The court noted that since applicant’s state-
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sufficient rejection on e basis of prior art. Where a major
technical rejection is-proper, it should. be stated with-a: full
development of reasons. rather. than by a. mere conclusion
coupled with some stereotyped expression.

In cases where there exists a-sound rejection on the basis of
pnor anw thh dtscloses the “heart” of the mvenuon (as distin-
clalms), secondary re_tecuons on mmor techmcal grounds
should ordinarily not be made. Certain technical rejections (e.g.
negative limitations, indefinitenéss) should niot be made where
the examiner, recognizing the limitations of the English lan-
guage, is not aware of an improved mode of definition.

Some situations exist where examination of an application
appears best accomplished by limiting -action on the claim
thereof toa particularissue. These snuauons mclude the follow-
ing:

(1) Where an application is too informal fora complete action
on the merits; sce >MPEP< § 702.01; ,

(2) Where there is an undue multiplicity of claims, and there
has been no successful telephone request for election of a
limited number of claims for full examination; see >MPEP< §
706.03(b);

(3) Where there is a misjoinder of inventions and there has
veen no successful telephone request for election; see >SMPEP<
§§ 803, 806.02, 812.01;

(4) Where disclosure is directed to perpemal motion: note Ex
parte Payne, 1904 C.D. 42; 108 O.G. 1049. However, in such
cases, the best prior art readily available should be cited and its
pertinency pointed out without specifically applying it to the
claims.

On the other hand, a rejection on the grounds of res judicata,
no prima facie showing for reissue, new matter, or inoperative-
ness (not involving perpetual motion) should be accompanied
by rejection on all other available grounds.

707.07(h) Eotlfy of Inaccuracies in

mendment [R-6
See >MPEP< § 714.23.

707.07(i) Each Claim To Be Mentioned in
Each Letter [R-6]

Inevery letter each claim should be mentioned by number, and
its treatment or status given. Since a claim retains its original
numeral throughout the prosecution of the case, its history
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‘ qaxms Tetained under 37 CFR 1.142 and ¢

CFR<I1: d be treated

707. 07(1)-:?State When Clalms Are
Allowable S

INVENTOR FILED APPLICATIONS

When durmg the exammanon ofa pro se casc, it becomes
apparent 1o the examiner that there is patentable subject matter
disclosed in the application; the examiner shall draftone ormore
claims for the applicantand indicate in his or her action that such
elmmswouldbea!lowed:fmporatedmdwapphcauonby
amendment.

This practice will expedite prosecution and offer a servu:e 0
mdnvulual inventors not represented by a registered patent
atiorey or agent. Although this practice may be desirable and
is permissible in any case where deemed appropriate by the
examiner, it will be expected to be applied in all cases where it
is apparent that the applicant is unfamiliar with the proper
preparation and prosecution of patent applications.

ALLOWABLE EXCEPT AS TO FORM

When an application discloses patentable subject matter and
it isapparent from the claims and the applicant’s arguments that
the claims are intended to be directed to such patentable subject
matter, but the claims in their present form cannot be allowed
because of defects in form or omission of a limitation, the
examiner should not stop with a bare objection or rejection of
the claims. The examiner’s action should be constructive in
nature and when possible should offer a definite suggestion for
correction. Further, an examiner’s suggestion of allowable
subject matter may justify indicating the possible desirability of
an intesview to accelerate early agreement on allowable claims.

If the examiner is satisfied after the search hasbeen completed
that patentable subject matter has been disclosed and the record
indicates that the applicant intends to claim such subject matter,
the examiner may note in the Office action that certain aspects
or features of the patentable invention have not been claimed
and that if properly claimed such claims may be given favorable
consideration,

If a claim is otherwise allowable but is dependent on a
cancelled claim or on a rejected claim, the Office action should
state that the claim would be allowable if rewritten in independ-
ent form.

EARLY ALLOWANCE OF CLAIMS
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743 1 Allowable Subject Matter, C'laum' Rejected under 35 U.S.C 112

Independens Claun

Claim {1] would be allowable if rewritten or amended o ovemome l.he
rejection under 35 US.C, 112 .

743.2 * Allowable Subject Matter, Clam Rejzctcd under 35 US.C.. 112
DapendeClaun; S . .

Chlm [l] would be al.lowable if rewritien to overcome the rejecuon tmder 35

U.S.C. 112 and to include all of the “imitations of the base claim and | any
intervening claims.

Form Paragraph 7 97 may be used o mdlcate allowance of

'claxms

. 797 Clauur Are Allmmble Over Pnar Art

Claim {1] sllowable over the prior ar of record.i, ‘
707.07(k) Numbering Paragraphs

It is good practice to number the paragraphs of the letter
consecutively. This facilitates their identification in the future
prosecution of the case.

707.07(1) Comment on Examples

The results of the tests and examples should not normally be
questioned by the examiner unless there is reasonable basis for
questioning the results, If the examiner questions the results, the
appropriate claims should be rejected as being based on an
insufficient disclosure under 35 U.S.C. 112, first paragraph, In
re Borkowski et al, 164 USPQ 642 (CCPA 1970). The applicant
must respond to the rejection or it will be repeated, for example,
by providing the results of an actual test or example which has
been conducted, or by providing relevant arguments that there
is strong reason to believe that the result would be as predicted.
Care should be taken that new matter is not entered into the
application.

If questions are present as to operability or utility, considera-
tion should be given to the applicability of a rejection under 35
U.S.C. 101.

7€7.08 Reviewing and Initialing by
Assistant Examiner

The full surname of the examiner who prepares the Office
action will, inall cases, be typed below the action, The telephone
number below this should be called if the case is to be discussed
or an interview arranged.

Aftertheactionis typed, theexaminer who prepared the action
reviews it for correctness. If this examiner does not have the
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707 09 Slgmng by anary or Other
Authonzed Examiner

A Allhough only the_ ‘
" and the name of the s:gner should appear
copies: ¢ oo :
Allletters and issues should be s1gned pmmmlv B

707.10 Entry

The original, signed by the authorized examiner, is the copy
which is placed in the file wrapper. The character of the action,
its paper number and the date of mailing are entered in black ink
on the outside of the file wrapper under “Contznts”.

787.11 Date

The date should not be typed when the letter is written, but
should be stamped or printed onall copies of the letter after ithas
beensigned by meauthonzedsngnatoryexmmmmecoples
are about to be mailed.

707.12 Mailing

Copies of the examiner’s action are mailed by the group after
the original, initialed by the assistantexaminerznd signed by the
authorized signatory examiner, has been placed in the file. After
the copies are inailed the original isreturned for placement in the
file.

707.13 Returned Office Action

Letters are sometimes raturned to the Office because the Post
Office has not been able io deliver them. The examiner should
use every reasonable means 0 ascertain the correct address and
forward the letter again, after stamping it “remailed” with the
date thereof and redirecting it if there be any reason to believe
that the letter would reach applicant at such new address. If the
Officeletter wasaddressed toanattomey, a letter may be written
to the inventor or assignee informing him or her of the returned
Ietter. The period running against the application begins with
the date of remailing. (Ex parte Gourtoff, 1924 C.D. 153,329
0.G. 536.)

If the Office is not finally successful in defivering the letter, it
is placed, with the envelope, in the file wrapper. If the period
dating from the remailing elapses with no commanication from
applicant, the case is forwarded to the Abandoned Files

*»Repository<.
768 Order of Examination [R-6]

37 CFR 1.101. Order of examination,
(a) Applications filed in the Patent and Trademark Office and tccepwd as

complete applications are assigned for examination 1o the rezpective examining
groups having the classes of inventions to which the spplications relate.

Rev. 6, Oct. 1967

‘docket. whether amended or nein. which has the oldest ejfecuve

U S. filing date. Exceptas rare circumstances may Jusufy group
directors in.granting: individual exbepuons, this basi¢: policy
applies to all applications. fod

The acwal filing date of a connnuatmn-m—part application is
used for docketing purposes; Howeéver, thie examiner may acton
a continuation-in-part apphcauon by usmg the effecnve filmg
date, if desired. = - -

If atanyumean exammerdetermmes thatthe“effecmeﬁhng
date” status of any application differs from what the records
show, the clerk should be informed, who should promptly
amend the records (o show the cofrect status, thh the date of
correction.

The order of examination for each examineris to glve pnomy
to reissue applications, with ‘top priortity to' those in which

litigation has been stayed (>MPEP< §:1442.03), then tothose

special cases having a fixed 30 day due date, such as examiner’s

‘answers and decisions on motions. Most other cases in ‘the

“special” category (for example, interférence cases, cases made
special by petition, cases ready for final conclusion, etc.y will
continue in this category, with the first effective U.S. filing date
among them normally controlling priority. -

Allamendments before final rejection should be responded to
within two months of receipt.*#

708.01 Lnst of Speclal Cases [R-6]

37 CFR 1.102. Advancement of examination.

() Applications will not be advanced out of tum for examination orforfunher
action except as provided by this part, or upon order of the Commissioner to
expedite the business of the Office, or upon filing of & request under peragraph
(b) of this section or upon filing a petition vader paragraphs (c) or (d) of this
section with a verified showing which, in the opinion of the Commissioner, will
justify so advancing il.

(b) Applications whereinthe inventiosis are deemed of peculiarimportance to
some branch of the public service and the head of some department of the
Govemment requests immediate action for that reason, may be edvanced for
examination.

(c) A petition tomake an application specisl may be filed witho afee if thehe
bagis for the petition is the applicant’s age or heaith or that the ivention will
materially enhance the quality of ihe envitonmentormaterially contribute to the
development or conservation of energy resources.

(d) A petition to make an application special on grounds other than those
referred 1o in paragraph (¢) of this section must be accompeanied by the petition
fee set forth in § 1.17(1).

Certain procedures by the examiners take precedence over
actions even on special cases.

For example, all papers typed and ready for signature should
be completed and mailed.

Allissue cases retusned with a “Printer Waiting” slip must be
processed and returned within the period indicated.
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forthwith instead of makmg {hié case await ifs torn. o

The following is a list.of special. cases (those whwh are
advanced out of turn for exammauon) -

(a) Applications wherein the inventions are deemed of pecu-
liar importance 1o some branch of the public service and when
for that reason the head of some department of the Government
requests | xmmed:ate action and the Commxssxonersom‘ders (37
CFR 1.102). . ‘

® Casesmadespeclal asaresuh of apeuuon (See >MPEP<
§708.02) . ‘

S%Ject alone o d1hgent prosecunon by the apphcant. an
@phcauonforpatemmathasonccbeenmadespecwland
advanced outof mmforexanunauonbyreasonofamlmgmade
mdmpmucularcase(byﬂwCommnssxmoranAssmant
Commissicner) wxﬂconunuetobespeczal throughout its entire
course of prosecution in the Patent and Trademark Office,
mdudmgappea!, if any, to the Board of >Pawm<Appwls>and
Interferences<; and any interference in which such an applica-
tion becomes involved shall, in like measure be considered
special by all Office officials concerned.

() Applications for reissues, particularly those involved in
stayed litigation (37 CFR 1.176).

(d) Applications remanded by an appellate tribunal for further
action.

(¢) An application, once taken up for action by an examiner
according toits effective filing date, should be treated as special
by an examiner, art unit ot group to which it may subsequently
be transferred; exemplary situations include new cases trans-
ferred as the result of a telephone election and cases transferred
as the result of a timely response to any official action.

(f) Applications which appear to interfere with other applica-
tions previously considered and found to be allowable, or which
will be placed in interference with an unexpired patentor patents
(37 CFR 1.201).

{(g) Applications ready for allowance, or ready for allowance
except as to formal matters,

(h) Applications which are in condition for final rejection.

(i) Applications pending more than five years, including those
which, by relation to a prior United States application, have an
effective pendency of more than five years, See § 707.02(a).
() Reexamination Proceedings, >MPEP< § 2261,

See also >SMPEP< §§ 714.13, 1207 and 1309.

708.02 Petition To Make Special [R-6]

37 CFR 1.102 Advancement of examination.
(2} Applications will aot be sdvanced out of tum forexamination or for fusther
action except as provided by this pan, or upon order of the Commissioner to
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refened win pangmph © of this section mast be aecompamcd by lhe penuon :
fccsetfmhm§ll7 -

New appllcanons ordmanly are taken up for examination in
the order of their effective United States filing dates. Certain
exceptions are made by way of petitions to make special, which
may be grantcd under the condmons set forth below

I MANUFACTURE

Anapphcauon maybemade spec:al on the gtound of prospec-
tive manuficture upon the filing of a petition accompanied by
the fee under >37 CFR< § 1.17(i) by the applicant or assignee
alleging under oath or declaration:

1. The possession by the prospective manufacturer of suffi-
cient presently available capital (stating approxlmately the
amount) and facilities’ (staun,g bneﬂy the nature thereof) to
manufacture the invention in quantity or that sufficient capital
and facilities will be madeé available if a patent is granted;

If the prospective manufacturer is anindividual, there must be
a corroborating affidavit from some responsible party, as for
example, an officer of a bank, showing that said individual has
the required available capital to manufacture;

2. That the prospective manufacturer will not manufacture,or
will not increase present manufacture, unless certain that the
patent will be granted;

3. That affiant obligates himself or herself or the prospective
manufacturer, to manufacture the invention, in the United States
orits possessions, in quantity immediately upon the allowance
of claims or issuance of a patent which will protect the i mvest-
ment of capital and facilities. ‘

Theattorney oragent of record in the application (orapplicant,
if not represented by an attomey or agent) must file an affidavit
or declaration to show: '

1. That the applicant or assignee has made or caused to be
made acareful and thorough search cf the priorart, or hasa good
knowledge of the pertinent prior art; and

2. That the applicant or assignee believes all of the claims in
the application arc allowable,

II. INFRINGEMENT

Subject to a requircment for a further showing as may be
necessitated by the facts of a particular case, an application may
be made special because of actual infringement (but not for
prospective infringement) upon payment of the fee under >37
CFR< § 1.17(i) and the filing of a petition alleging facts under
oath or declaration to show, or indicating why it is not possible
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pnorartor has agood hzowledgeofthepermmsman, and
(6) thathe or she behev&c all of the clauns m !he@phcauon 3 are
allowable.
Models or specimens of the infringing product or that of the
apph(.alwn should not be submxtted unlm reqwsted.

1L APPLICANT'S HEALTH.

An application may be made special upon apetition by appli-
cant accompanied by a showing as by adoctor’s certificate, that
the state of health of the applicant is such that he might not be
available to assist in the prosecution of the application if it were
to run its normal course. No feeis requued fm sucha peuuon,
>37 CFR< § 1.102(¢). / PR

Iv. APPLICANT’,S AGE

An application may be made special upon filing a petition
including a showing, as by a birth certificate or the applicant’s
affidavit or declaration, that the applicant is 65 years of age, or
more. No fee is required with such a petition, >37 CFR< §
1.102(c). ,

V. ENVIRONMENTAL QUALITY

The Patent and Trademark Office will accord “special” status
to all patent applications for inventions which materially en-
hance the quality of the environment of mankind by contribut-
ing to the restoration or maintenance of the basic life-sustaining
natural elements — air, water, and soil.

All applicants desiring to participate in this program should
petition that their applications be accorded “special” status,
Such petitions should be written, should identify the applica-
tions by serial number and filing date, and should be accompa-
nied by affidavits or declarations under 37 CFR 1.102 by the
applicant or hisattorney or agent explaining how the inventions
contribute to the restoration or maintenance of one of these life-
sustaining elements, No fee is required for such a petition, >37
CFR< § 1.102(c).

VI. ENERGY

The Patent and Trademark Office will, on petition accord
“special” status (o all patent applications for inventions which
materially contribute to (1) the discovery or development of
enesgy resources, or (2) the more efficient utilization and
conservation of energy resources. Examples of inventions in
category (1) would be developments in fossil fuels (natural gas,
coal, and petroleum), nuclear encrgy, solar energy, etc. Cate-
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In recent ymrs revolunonary C sear h has been con-

ducted mvolvmg recombmani deox yT bonuclcxc acnd (“recom-
binant' DNA”). Recombinant DNA ‘tesearch appears to have
extraordinary potential benefit for mankind. It has been sug-
gested, forexample, thatresearchin this field mightleadto ways
of controlling or treating cancer and hereditary defects. The
technology also has pc.,smle appllcauon“ 'h /a’gnculture and

nuclear ﬁssxon and fusxon At the same time, concem has been
expressed over the safety of lhlS type of research The Nauonal
Institutes of Health (NIH) has released gmdehnes for the con-
duct of research concerning recombmant DNA These “Gmde-
hnes forResearch Involvmg Recombmanon DNA Molecules,
were published in the Federal Regzster of July 7, 1976, 41 FR
27902-27943. NIH is sponsonng expenmental work to identify
possﬂ:le hazards and safety practices and procedures.

In view of the exceptional importance of recombinant DNA
and the desirability of prompt disclosure of developments in the
field, the Patent and Trademark Office will accord “special”
status to patent applications relating to safety of research in the
field of recombinant DNA, Upon approprlate petition and
payment of the fee under’ >37 CFR< § 1. 17(i), the Office will
make special patent applications for inventions relating to
safety of research in the field of recombinant DNA. Petitions for
special status should be in writing, should xdenufy the applica-
tion by serial number and filing date, and should be accompa-
nied by affidavits or declarauons under 37 CFR 1.102 by the
applicant, attorney or agent explammg the relationship of the
invention to safety of research in the field of recombinant DNA
research. Petitions must also include a statement that the NTH
guidelines cited above, orasamended, are being followed inany
experimentation in this ficld, except that the statement may
include an explanation of any deviations considered essential to
avoid disclosure of proprietary information or loss of patent
rights. The fee set forth under >37 CFR< § 1.17(i) must also be

paid.

VIII. SPECIAL EXAMINING PROCEDURE FOR
CERTAIN NEW APPLICATIONS—
ACCELERATED EXAMINATION

A new applica.‘on (one which has not received any examina-
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x uaveme asa prereqhxsxte tod lhe grant of specxal status. s
'Iheelecnonmaybemadebya@plmamatthe timeof filing | the

;pelmm for special statws.. Should applicant fail to include an

-election. with the original papers or. petition and. the Office
determines that a requirement should be made, theestabhshed
telephone restriction practice will be followed. ;

- If otherwise proper, examination on the merits wﬂipmceedon
claims drawn (o the elected invention. . .

If applicant refuses to make an elecuon wuhaut traverse. the
application will not be further examined at that time. The
petition will be denied on the ground that the claims are not
directed to a single invention, and the apphcauon will await
action in its regular turn.

Divisional applications duecxed to the noneiected mvenuons
will not automatically be given special status based on papers
filed with the petition in the parent case. Each such application
must meeton its own all requirements for the new special status.

_ {c) Submits a statements that a pre-examination search was

maﬁe and specifying whemerby the inventor, attomey, agent,
professional searchers, etc., and listing the field of search by
class and subclass, publicaﬁon Chemical Abstracts, foreign
patents, efc. A searchmade by aforeign patemofﬁce *# gatisfies
this requirement.

(d) Submits one copy each of the references deemed most
closely related to the subject matter encompassed by the claims,

{e) Submits a detailed discussion of the references, which
discussion points out, with the particularity required by 37 CFR
1.111 (b)and (c), how the claimed svbject matter is distinguish-
able over the references. Where applicant indicates an intention
of overcoming one of the references by affidavit or declaration
under 37 CFR 1.131, the affidavit or declaration must be
submitted before the application is taken up for action, butin no
event later than one month after request for special status.

Inthose instances where the request for this special status does
not meet all the prerequisites set forth above, applicant will be
notified and the defects in the request will be stated, The
application will remain in the status of a new application
awaiting action in its regular turn. In those instances where a
request is defective in one or more respects, applicant will be
given one opportunity to perfect the request. If perfected, the
request will then be granted.

Once a request has been granted, prosecution will proceed
according to the procedure set forth below; there is no provision
for “withdrawal” from this special status,

The special examining procedure of VIII (accelerated exami-
nation) involves the following procedures:

1. The new application, having been granted special status as
a result of compliance with the requirements set out above will
be taken up by the examiner before all other categories of appli-
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encam'am 0 arrange for; an- mtemew: with: lhe exmnmer in B :
-order t0-resolve; with finality; as many:issues.as possible: In

order- to afford the examiner. time for reflective consideration
before the interview, applicant or his >or her< representative
should cause to.be placed in.the hands of the examiner af least
one working day prior to the interview, a copy (clearly denoted

.as such) of the amendment that he proposes to file in response

to the examiner’s action. Such a paper will not beceme a part of

the file, but will form a basis for discussion at the interview.-
3. Subsequent . to: the interview, or responsive to the

examiner’s first action if no interview was had, applicant will

file the “record” response. The response.at this stage, o be

proper, must be restricted: to..the rejections, objections, and
requirements made. Any amendmient which would require
bma@nnguwsearch ﬁcadwxllbetreawdasanxmmope:

FESPORSE.
4. The examiner. wnll wnhm one: month from thc dam of

receipt of applicant’s formal response, take up the application
for final disposition. This disposition will constitute either a
final action which terminates with the setting of a three-month
period for response, or a notice of allowance. The examiner’s
response o any amendment submitted after final rejection
should be prompt and by way of form PTO-303 or PTO-327, by
passing the case to issue, or by an examiner’s answer should
applicant choose to file an appeal brief at this time. The use of
these forms is not intended to open the door to further prosecu-
tion. Of course, where relatively minor issues or deficiences
might be easily resolved, the examiner may use the telephone to
inform the applicant of such.

5. A personal interview after final Office action will not be
permitied unless requested by the examiner. However, tele-
phonic interviews will be permitted where appropriate for the
purpose of correcting any minor matters which remain out-
standing.

6. After allowance, these applications are given top priority
for printing, See >MPEP< § 1309.

>SPECIAL STATUS FOR PATENT APPLICATIONS
RELATING TO SUPERCONDUCTIVITY

In accordance with the President’s proposal directing the
Patent and Trademark Office to accelerate the processing of
patent applications and adjudication of disputes involving su-
perconductivity technologies when requested by the applicant
to do so, the Patent and Trademark Office will, on request,
accord “special” status to all patent applications for inventions
involving superconductivity materials. Examples of such in-
ventions would include those directed to the superconductive
materials themselves as well as to their manufacture and appli-
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' ?andshmxldbeaccmmmwdbyastatementunder?ﬂm 1102

that the invention involves superconductive mazemls.Nafee is -
-required: The statementmust be verified fmadebyapemonnot ‘

registered to practice before the Patentand Trademark Office.
-Decisions whethertoaccord “special” statuson thebmsot‘a
requestwﬂlbemadebyﬁw@pmmategroapdnecmr<

HANDLING OF PET.WIONS TO MAKE SPECIAL

Each petition to make special, regardless ofthegrmmd upon
which the petition is based and the nature of the decision, is
made of record in the application file, together with the decision
thereon. The Office that rules on a petition is responsible for
properly entering that petition and the resulting decision in the
file record. The petition, with any attached papers and support-
ing affidavits, will be givea a single paper number and so

entered in the “Contents™ of the file. The decision will be.

accorded a separate paper number and similarly entered. To
insure entries in the “Contents” in proper order, the clerk in the
examining group will make certain that all papers prior 1o a
petition have been entered and/or listed in the application file
before forwarding it for consideration of the petition. Note
>MPEP< §§ 1002.02 (a), {c), and (§).

708.03 Examiner Tenders Resignation

Whenever an examiner tenders his or her resignation, the
supervisory primary examiner should see that the remaining
time as far as possible is used in winding up the old complicated
cases or those with involved records and getting as many of his
amended cases as possible ready for final disposition.

If the examiner has considerable experience in his or her
particular art, it is also advantageous to the Office if he or she
indicates (ir pencil) in the file wrappers of cases in his or her
docket, the field of search or other pestinent data that he
considers appropriate.

709 Suspension of Action [R-6]

37 CFR 1.103. Suspension of action.

() Suspension of action by the Office will be granted for good and sufficient
cause and for 8 reasonable tme specified upon petition by the applicant and, if
such cause is not the fault of the Office, the payment of the fee set forth in §
1.17(). Action will not be suspended when & response by the applicant to an
Office action is required.

(bs) If action by the Office on en application is suspended when not requested
by the spplicent, the spplicent ehell be notified of the reasons therefor,

{c) Action by the examines may be suspended by order of the Commissioner
in the case of applications owned by the United States whenever publication of
the invention by the granting of a patent theseon might be detrimental to the
public safety or defense, a1 the request of the appropriste depaniment or sgency.

(d) Action on spplications in which the Office has sccepted 2 request ¥#sio
publish & defensive publication will be suspended for the entire pendency of
these applications exceps for pusposes relating to patent intesference proceed-
ings under Subpart E.<

Rev. 6, Oct. 1987

.Ofﬁceacncn’ ; reqmmzﬂentawmnn respohseby’the pphcam.
-‘%Insonlyﬂxeacumbymeexammwhwhcanbe Suspe

MANUAL @?PAW EXAMIN’M PRGCEDURB

stmuldxdcnnfyﬂwappmmmbysmalnumbe:mdﬁimgdate -

under 37.CFR 1103, =

Paragtmh {b) of the rule provides for uspenswn of Ofﬁce
‘action’ by ‘the ‘examiner’ on his or: ‘her’own- initiative, as-in
SMPEP< §§709.01 and *>2315.01<./The primaty examiner
‘may grdnt an initial suspensxon of action for a maximum period

of six months. This time limitation-applies to both: suspensions
granted at the requést of the applicant and Sispensions iniposed
sua sponte by the examiner. Any second or subsequent suspen-
sion of action in patent applications ‘under 37 CFR 1.103 are
decided by the group dnrector See >MPEP< §1002 02(c), item
11.

>Suspension of action undcr 37 CFR 1 103(c) is decxded by
the Director of Group 220.< :

Form Paragraphs 7.52-7.56 should be used in actions relaung
o suspensm of acnon Co

7.52 Su.rpm.rm of Acnau, Wauulg New Rafercnce .

A reference relevant 1o the examiniation of this applicationmay soon become
available. Ex pane prosecution’ is SUSPENDED FOR A PERIOD OF (1}
MONTHS FROM THE DATE OF THIS LETTER. Upon expiration of the
period of suspension, applicant should make 2n inquiry as 1o the status of the
application.

Exeminer Note:
(1) Mazimum period for suspension is 6 months.
(2) The Group Director should spprove all second or subsequent suspensions.

7.53 Suspension of Action, Possible Interference

All claims are allowsble. However, due to 2 potential interference, ex parte
prosecution is SUSPENDED FOR A PERIOD OF {2] MONTHS FROM THE
DATE OF THIS LETTER.

Upon expirstion of the period of suspension, applicant should make =
inquiry as to the status of the application.

Examiner Note:
(1) Maximum period for suspension is 6 months.
(2) The Group Director should approve all second or subsequent suspensions.

7.54 Suspension of Action, Applicant’'s Request

Pursusntto epplicant’s request filed on [1], action by the Office is suspended
on this application under37 CFR 1.103(2)for a period of [2] months, Atthe end
of this period, applicent is required to notify the examiner and request continu-
ance of prosecution or a further suspension. See MPEP 709.

Examiner Note:
(1) Maximum period of suspension is 6 months.
(2) Only the Group Director can grant second or subsequent suspensions.

755 Petition for Suspension, Not Sufficiens

Applicant’s petition for suspension of sction in this application under 37 CFR
1.103(a) is denied because applicant has failed to present good and sufficient
cause therefor.
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709,0'1 ppmg Applications by Same
) Apphcant or Owned by Same Ass:gnee

Examiners should not consuier ex parte, when za:sed by an
applicant, questions which are pending before thé Office i inter
partes proceedings involving the same apphcant. (See Ex parte
Jones, 1924 C.D. 59;3270.G.681)) =~ ' -

Because of this where one of several applications of the same
inventor which contain overlapping ¢laims gets into an interfer-
ence it was formerly the practice 1o suspend action by the Office
on the applications not in the interference in accordance with Ex
parte McCormick, 1904 C.D.575; 1130.G. 2508. . ¢

However, the better practicé would appear to be 0 reject
claims in an application related to another application in inter-
ference over the counts of the interference and in the event said
claims are not cancelled in the outside application, prosecution
of said application should be suspended pending the final
determination of priority in the interference. :

K, on the other hand applicant wishes 10 prosecute the outslde
application, and presents good reasons in support, prosecution
should be continued. Ex parte Bullier, 1899 C.D. 155, 88 O.G.
1161; In re Seebach, 1937 C.D. 495, 484 O.G. 503; In re
Hammell, 1964 C.D. 733, 808 O.G. 25. See >MPEP< §

1111.03. See also >MPEP< § 804.03.

710 Period for Response [R-6]

35 US.C. 133. Time for prosecuting application..

Upon failure of the applicant to prosecute the application within six months
after any action thesein, of which notice has been given or mailed to the
zpplicant, or within such shorter time, not less than thinty days, as fixed by the
Comsmissionerin such action, the application shall be regarded a5 abandoned by
the parties thereto, unless it be shown 1o the satisfaction of the Commissioner
that such delay was unavoidable.

35U.5.C.267. Timz for taking action in Governmen! applications.

Nawithstanding the provisions of sections 133 and 151 of this title, the
Commissioner may extend the time for taking any action to three years, when
sm application has become the property of the United States and the head of the
appropriaste depariment or agency of the Govemnment has cenified to the
Commissioner that the invention disclosed therein is impontant to the armament
or defense of the United States,

See >SMPEP< Chapter 1200 for period for response when

appeal is taken or court review sought.
> Extension of time under 35 U.S.C. 267 is decided by the

Director of Group 220.<
710.01 Statutory Period [R-6]

37 CFR 1.175. Abandorsnend for failure to respond within time limit.
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theomxssmnmny given omthequesuonof&bawmmemxscomldered ¥

-+ The. maximum: statutory period for response to-an. Ofﬁce
action is six months, 35-U.S.C.-133. Shortened periods are
currently used in practically all cases, see >MPEP< § 710.02(b).

>37 CFR<*1.135 provides that if no-response is filed within

the time set in the Office action under >37 CFR< § 1.134 oras

itmaybeextended under>37 CFR< § 1.136, the application will
be abandoned unless an Office action indicates that another
consequence, such as disclaimer, will take place.

.. Paragraph {c) has been amended to add that applicant’s reply
must be abona fide attempt torespond as well as to advance the
case to final action in order for applicant to be given an
opponumty to supply any omxssnon

710. Ol(a) S[tlgtgiory Perlod, How Computed

The actual time taken for response is computed from the date
stamped or printed on the Office action to the date of receipt by
the Office of applicant’s response. No cognizance is taken of
fractions of a day and applicant’s response is due on the
corresponding day of the month six months or any lesser number
of months specified after the Office action.

Response to an Office action with a 3 month shortened
statutory period, dated November 30 is due on the following
February 28 (or 29 if it is a leap year), while a response to an
Office action dated February 28 is due on May 28 and noton the
last day of May. Ex parte Messick,1930 C.D. 6; 400 O.G. 3.

A one month extension of time extends the time for Tesponse
to the date correspondisg to the Office action date in the
following month. For example, a response to an Office action
mailed on January 31 with a3 month shortened statuiory period
would be due on April 30. If aone month extension of time were
given, the response would be due by May 31. The fact that April
30 may have been a Saturday, Sunday, oz federal holiday has no
effect on the extension of time. Where the period for response
is extended by some time period other than “one month” or an
even multiple thereof, the person granting the extension should
indicate the date upon which the extended period for response
will expire.

>When a timely response is ultimately not filed, the applica-
tion is regarded as abandoned after midnight of the date the
period for response expired. In the above example where May
31 is not a Saturday, Sunday or Federal holiday and no further
extensions of time obtained prior to the end of the 6 month
statutory period, the application would be abandoned as of June
1. The fact that June 1 may be a Saturday, Sunday or Federal
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days. However, if
aFederal hohday, l.he msponse is timel

“The date of réceipt ofa response t _
by the “Office date” ‘stamp whichi appears on the r&epondmg
paper.

- 'In some cases the examiner’s letter does not determine the
begmmng ofa statutory response period. In all cases where the
statutory response period runs from the date of a previous
action, a statement to that effect should be included. -

Since extensions of time are available pursuant to >37 CFR<
§ 1.136(a), it is incumbent upon applicants to recognize the date
for response so that the proper fee for any extension will be
submitted. Thus, the date upon which any response is doe will
normally be indicated only in those instances where the provi-
gions of »37 CFR< § 1.136(a) are not available. See>MPEP<
Chapter 2200 for reexamination proceedmgs

710.02
, ‘Time Limit Actions (

Shortened Statutor Penod and |
-omputed [R-6]

37CFR 1.136 Filing of timely responses with petition and fee for extension of
time and extensions of time for cause.

{2} If an applicant iz required to respond within & non-statutory or shoriened
statutory time period, applicant may respond up to four months afier the time
period set if e petition for an extension of time and the fee set in § 1.17 are filed
prior to or with the sesponse, unless (1) applicent is notified otherwise in an
Office action or (2) the application ig involved in an interference declased
pursuantto § *>1.61 1<, The date on which the response, the petition, and the fee
have been filed is the date of the response and also the date for parposes of
determining the period of extension and the comesponding emount of the fee,
The expirstion of the time period is determined by the amoust of the fee paid.
In no case may an applicant respond lager than the maximum time period set by
statute, or be granted an extension of time under paragraph (b) of this section
when the provisions of this paragraph are available. >See §1.645 for extension
of time in imerference proceedings, and §1.550(c) for extension of time in
reexasmination proceedings.<

(b) When a response with petition and fee for extension of time cannot be filed
pursuant to paragraph (a) of this section, the time for response will be extended
only for sufficient cause, and for a reasonable time specified. Any request for
such extension must be filed on or before the day on which acticn by the
applicant is due, but in no case will the mere filing of the request effect any
extension. In no cage can any extension casry the date on which responsetoan
Office action is duebeyond the maximum time period set by statute orbe granted
when the provisions of paragraph (8) of this section are svailable. See §
»1.645<* for extension of time interference proceedings >and §1.550(c) for
extension of time in reexaemination proceedings<.

>37 CFR<*1.136 implements 35 US.C. 41(a) (8) which
directs the Commissioner to charge fees for extensions of time
to take action in patent applications.

Under >37 CFR<* 1.136 (35 U.S.C. 133) an applicant may be
required to respond in a shorter period than six months, not less
than 30 days. Some situations in which shortened periods for
response are used are fisted in >MPEP< § 710.02(b).

In other sitrations, for example, the rejection of a copied
patent claim, the caaminer may require applicant to respond on
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will depénd upon the cuéumstances >37 CFR<* 1 136(3) per-

‘mits an applicantto file a petition for extension of imeandafee

asin >37 CFR<*1.17. (a) ®),(c), or{(d) up to four months after
the end of the time period set to take action except (1) where
prohibited by statusz, (2) in interference proceedings, or (3)
where applicant has been notified otherwise in an Office action.

The petition and fee can be filed prior to or. with the response.

The fling of the petition and fee will extend the time period to
take action up to fourmonths dependent on the amount of the fee
paid except in thoss circumstances noted above. >37 CFR<*
1.136(a) will effectively reduce the amount of paperwork re-
quired by applicants and the Office since the extension will be

-effective upon filing of the petition and payment of the appro-

priate fee and without acknowledgment or action by the Office
‘and since the petition and fee can be filed with the response.
Paragraph (b) provides for requests for extensions of time upon
a showing of sufficient cause when the procedure of paragraph
(a) is not available. Although the petition and fee procedure of
>37CFR<* 1.136(a) will normally be available within4 months
after a set period for response has expired, an extension request
for cause under >37 CFR<* 1.136(b) must be filed during the
set period for response. Extensions of time in in interference
proceedings are governed by >37 CFR<* >1.645<.
Shortened statutory periods and time fimits are subject to the
provisionsof § 1.136(a) unless applicantis notified otherwise in
an Office action. See Chapter 2200 for reexamination proceed-

ings.

710.02¢b) Shortened Statutory Period:
Situations in Which Used [R-6]

Under the authority given him by 35 U.8.C. 133 the Commis-
sioner has directed the examiner to set a shortened period for
response to every action. The length of the shortened statutory
period to be used depends on the type of response required.
Some specific cases of shortened statutory period for response
to be given are:

THIRTY DAYS

Requirement for restriction or election of species — no claim
rejected .....>MPEP< §§ 809.02(a) and §17.

TWO MONTHS

Winning party in terminated interference to reply to
unanswered Office action ......>MPEP §2363.02<*
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taken mreqmrecmecnonofform matters.. uch’a'cticmmuld
mclude an indication on the first page of form Ietter PTOL-326
that pmsecuuon on the meris is closed in accordance with the
decision in exparte Quayle, 1935C.D. 11:453 O G.213. Atwo
month shortened statutory period for response should be set.

Mnluphc:ty rejection — 1o other rejecuon..; ..... >MPEP< g
706.03(1)y ‘

A new ground of rejection in an examiner’s answer on appeal
...... >MPEP< § 1208.01 '

THREE MONTHS -
~To respond to any Office acuon on the mems
PERIOD FOR RESPONSE RESTARTED

Incorrect citation by examiner — regardiess of time remain-
ing in original period .... >MPEP< § 710.06

The above periods may be changed under special, rarely
occurring circumstances.

A shortened statutory period may not be less than 30 days (35
U.S.C. 133).

710.62(c) Time-Limit Actions: Situations
in Which Used [R-6]

Asstatedin>MPEP< § 710.02,35 U.S.C. 6 provides authority
for the Commissioner to establish rules and regulations for the
conduct of proceedings in the Patent and Trademark Office.
Among the rules are certain situations in which the examiner
sets a time limit within which some specified action should be
taken by applicant. Some situations in which a time limit is set
are:

(a) A portionof 37 CFR *>1.605(a)< provides thatin suggest-
ing claims for interference:

#% 5 The applicant to whom the claim is suggested ehall amend the application
by presenting the suggesied clsim within & tims specified by the examiner, not
legs than one month. Feilure or refusal of sn applicant to timely present the
suggested - .- m shall be taken without funther sction as a disclaimer by the
applicant of thc invention defined by the suggested claim.<

See § *>2305.02<. **

37 CFR 1.135(c). When action by the applicant is a bona fide stempt o
respond and to advance the case to final sction and is substantially a complete
response 1o the Office action, but consideration of some mailer or compliance
with some renuirement {25 been inadventently omiited, oppontunity 1 explain
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(c) Applumms given one monthortheremamderof the penod
for fesponse, whichever is longer, to remit any- addmonal fees
required for the submlesnon of an amendment in response toan
Office action. ” **

See >MPEP<. §§607 and 714 03.. L

(d) Tocorrect an unsigned amendment, apphcant is given the
remainder of the' penod for response.

If a sxgmd copy is filed after the period for response, an
extension of time . wuh fee under >37 CFR< § 1. 136(a)
required,

See >MPEP< § 714, Ol(a)

(e) Where an application is otherwise allowable but contains
a traverse of a requirement | to restrict, one month is given to
cancel claims to the nonelected invention or species or take
other appropriate action. See 37 CFR 1.141 and 1.144, and
>MPEP< §§ 809. 02(c) and 821.01.

710.02(d) Difference Between Shortened
Statutory and Tlme-lelt Periods [R-6]

The distinction between a hmned time for reply and a short-
ened statutory period under 37 CFR 1.136 should not be lost
sight of. The penalty attaching to failure to reply within the time
limit (e.g., from the suggestion of claims®*) is loss of the subject
matter involved on the doctrine of disclaimer. A rejectionon the
ground of disclaimer is appealable. On the other hand, a com-
plete failure to respond within the set statutory period results in
abandonment of the entire application. This is not appealable,
but a petition to revive may be granted if the delay was
unavoidable. Further, where applicant responds a day or two
after the time limit, this may be excused by the examiner if
satisfactorily explained; but a response one day late in a case
carrying a shortened statutory period under *>37 CFR< 1,136,
no matier what the excuse, results in abandonment; however,
any extension of the period may be obtained under 37 CFR
1.136 provided the extension does not go beyond the six
months’ period from the date of the Office action, **

>Time periods such as time periods for responding to a
requirement for information or filing a brief on appeal to the
Board of Patent Appeals and Interferences are normally subject
to 37 CFR 1.136(a), but, in exceptional circumstances, addi-
tional time may be granted under 37 CFR 1.136(b) where no
further time is available under 37 CFR 1.136(a). This is possible
since these periods are not statutory periods subject to the
requirement of 35 U.S.C. 133. See MPEP § 710.02(¢).<
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Tbeexpmtmof!helmepmodudmmmedbylhcammuhhefeepud.
Innoasemayanapphcmtrezpmdlaadmmemmmumepawdmby
siatue, ot be granted an enmnonotmzmderpmgmph (b)oftlns gection
whmtbepmvmons of this paragraph are available. 5See §1.645 for extension
of time in. interferénce proceedings, - and §!.550(c) forextcamou ofume in
reexamination proceedingeic, . -

{6) When ampmsewnmpumonmdfaefmexummofnmewmmheﬁled
pursuant to paragraph () of this section, the time for response will be extended
only for sufficient cause, and for & reasomsble time specified. Any request for
mdwmmwnmwbeﬁbdmmbmdwdaymwhwhmbyme
applicant is due, but in no case will the mere filing of the requeat effect eny
eatension. In no case can any extension carry the date on which response to an
Office action is due beyond the maximues time period set by statnte orbe granted
wtmﬁwprmmmsofpcngnm(u)aithu section are available. See §
>1.645<* for extension of time interference proceedmgz >md 51.550(c) for
extension of time in reexaminstion procesdimgse.. ¢ .

>37 CFR<*1. 136 provxdes for two dlsunct pmcedures to
extend the period for action mresponsem paruculax situations.
The procedures which is available for use in a particular situ-
ation will depend upon the circumstances. >37 CFR<* 1.136(a)
permits an applicant to file a petition for extension of time and
afecasin>37 CFR<* 1.17 (a), (b), (¢}, or (d) up to four months
aftertheend of meumepemdwwtakeacumexcept(l)where
prohibited by statute, (2) in interference proceedings, or (3)
where applicant has been notified otherwise in an Office action.
The petition and fee >must be filed within the extended time
period for response requested in the petition and< can be filed
prior to or with the response. The filing of the petition and fee
will extend the time period to take action up to four months de-
pendent on the amount of the fee paid except in those circum-
stances noted above. >37 CFR<* 1.136(a) will effectively
reduce the amount of paperwork required by applicants and the
Office since the extension will be effective upon filing of the
petition and payment of the appropriate fee and without ac-
knowledgment or action by the Office and since the petition and
fee can be filed with the response. Paragraph (b) provides for
requests for extensions of time upon a showing of sufficient
cause when the procedure of paragraph (a) is not available.
Although the petition and fee procedure of >37 CFR<* 1.136(a)
will normally be available within 4 months after a set period for
responase has expired, an extension request for cause under >37
CFR<* 1.136(b) must be filed during the set period for response.
Extensions of time in interference proceedings are governed by
>37 CFR 1.645<**,

It should be very carefully noted that neither the primary
examiner nor the commissiones has authority to extend the
shortened statutory period unless a petition for the extension if
filed. While the shortened period may be extended within the
limits of the sta*story siz months’ period, no extension can
operate to extend the time beyond the six months.
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assoclated wu.h hugauon, OF where an apphcauon in allowable
condition has non-elected cla1ms and time is set to cancel such
claims, and 4) those hmnted mstances where appllcant is given
time to complete an incomplete response pursuant to >37
CFR<* § 1.135(c). .

The fees for extensions of tIme are set forth in. >37 CFR<*
1.17(a}-(d) and are subject toa S0 percentreducuon forpersons
or concerns qualifying as small entities. The fees itemized at
>37CFR<* 1.17(a)-(d) are cumulative. Thus, ifanapplicant has
paid a >$56< extension fee for a one month extension of time
and thereafter decides that an additional one month ( >37
CFR<* 1.17(b)) is needed, a fee of >$114< would be the
appropriate and proper fee (>$170< less the amount paid
(>$56<) for the first one month),

The statute at 35 U.S.C. 41(a)(8) requlres the fnlmg of a
petition to extend the time and the appropriate fee. Such a
petition need not be in any required format. A proper petition
may be a mere sentence such as

‘The applicant herewith peunons the Commissioner of Patents
_and Trademarks o extend the time for response to the Office action
dated — — for — --momh(s)from o e {0 == —= , Subrmitted
herewith is a check for — - to cover the cost of the extension
[Please Charge my deposit account number — — inthe amount cf
— — 1o cgver the cost of the extension. Any deficiency or
overpayment should be charged or credited to the above numbered

deposit account.}’

Where applicant desires to file acontinuing application rather
than aresponse to a given action by the examiner, it is appropri-
ate to merely file a petition to extend the time along with the
proper fee in the pending application and file the continuing
application during the extension period. Itisnotnecessary tofile
a response in the pending application. The petition plus fee
provides the time for applicant to take whatever action is
appropriate, Desirably, applicant should expressly abandon the
prior application after the filing of the continuing application.

Where a response is filed after the set period for response has
expired and no petition or fee accompanies it, the response will
not be accepted as timely until the petition and the appropriate
fee are submitted. The response, when filed late, must include
both the petition and the fee. If cither is missing, the response is
not acceptable until such time as the missing petition or fee is
submitted. For example, if an Office action sets a three month
period for response and applicant responds in the fourth month
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i

before the day onwhich: acnon bymcapplzcm due Themae
filing of such a request will not effect any extension. All such
requests are to be decided by the Group Director. No extension
can opeérate to extend the time beyond the six ‘month statutory
period..

Ifa request for extcnsxon of ume is ﬁled in duphcate and
accompanied by a stamped return addressed enve!ow the
Office will indicate the action taken on the dupllyate and retarn
it promptly in the envelope. Utilization of this procedure is
optional on the part of applicant. In this procedure, the action
taken on the request should be noted on the original and on the
copy which is to bereturned. The notation on the original, which
becomes a part of the file record, should be signed by the person
granting or denying the extension, and the name and title of that
person should also appear in the notation on the copy which is
returned to the person requesting the eansnon

When the request is granted, no further action by the Office is
mcessary/When the request is gramedmpart, theextentofme
extension granted will be clearly indicated on both theongmal
and on the copy which is to be returned. When the request is
denied, the reason for the denial will be indicated on both the
original and on the copy which is to be returned or a formal
decision letier giving the reason for the denial will be forwarded
promptly after the mailing of the duplicate.

If the period for response is extended, the time extended is
added to the last calendar day of the original period, as opposed
to being added to the day it would have been due when said last
day is a Saturday, Sunday or Federal holiday.

If the request for extension of time is granted, the due date is
computed from the date stamped or printed on the action, as
opposed totheoriginal due date. See *>MPEP §<710.01(a). For
example, a response to an action with a 3 month shortened
statutory period, dated November 30, is due on the following
February 28 (or 29, if itis aleap year). I the period for response
is extended an additional month, the response becomes due on
March 30, not on March 28.

For purposes of convenience, 2 request for an extension of
time may be personally delivered and left with the appropriate
area to become an official paper in the file without routing
through the mail room. The person who accepts the request for
an extension of time will have it date stamped.

If duplicate copies of a request for an extension of time under
>37 CFR<* 1.136(b) are hand delivered to an examining group,
both copies are dated. either stamped approved or indicated as
being approved in partor denied, and signed. The duplicate copy
is returned to the delivering person regardless of whether the
request was signed by a registered attomey or agent, ¢ither of
record cr acting in arepresentative capacity, the applicant or the
assignee oi record of the entire interest,
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the; s&Ofﬁw action mm.bdon
ie abaridoned: valéss applicant obums m
extension of time 1o raply 1) the last’ Ofﬁce acuon under?ﬂ CFR 1 136(n).
Exnmlner Nate , -
‘Since the’ pmvums of 37 CFR 1. 136(:) do not :pply to reexarninstion
npphcatlms or to litigation related rcmue npphcmons do not use this | para
graph in these applications. :

FINAL REJECTION — TIME FOR RESPONSE

On October 1, 1982, pursuant to Public Law 97-247, the
Patentand Trademark Office discontinued the previous practice
in patent. apphcaucms of extendmg without fze the shortened
statutory period for response to a fmal rejection upon the filing
of a timely first response to.a. final rejection (37, CFR 1.116).
Smce October 1, 1982, appllcants are able to obtain. additional
time for a ﬁrst or. subsequent response to a final rejection by
petitioning and paying .the appropriate fee under 37 CFR
1.136(a), provided the additional time does not exceed the six
month statutory period. '

In order to continue (o encourage the early filing of any first
response after a final rejection and to take care of any situations
in which the examiner does not timely respond toa firstresponse
after final rejection which is filed early in the period for
response, the Office haschanged the manner in which the period
for response is set on any final rejection mailed after February
27, 1983.

Under the changed procedure, if an applicant initially re-
sponds within two months from the date of mailing of any final
rejection setting a three-month shortened statutory period for
response and the Office does not mail an advisory action until
after the end of the three-month shortened statutory period, the
period for sesponse for purposes of determining the amount of
any extension fee will be the date on which the Office mails the
advisory action advising applicant of the status of the applica-
tion, but in no event can the period extend beyond six months
from the date of the final rejection. This procedure will apply
only to a first response to a final rejection and has been
implemented by including the following language in each final

rejection mailed after February 27, 1983,

A SHORTENED STATUTORY PERIOD FOR RESPONSE TO
THIS FINAL ACTION IS SET TO EXPIRE THREE MONTHS
FROM THE DATE OF THIS ACTION. IN THE EVENT A FIRST
RESPONSE IS FILED WITHIN TWO MONTHS OF THE MAIL-
ING DATE OF THIS FINAL ACTION AND THE ADVISORY
ACTION IS NOT MAILED UNTIL AFTER THE END OF THE
THREE-MONTH SHORTENED STATUTORY PERIOD, THEN
THE SHORTENED STATUTORY PERIOD WILL EXPIRE ON
THE DATE THE ADVISORY ACTION IS MAILED, AND ANY
EXTENSION FEE PURSUANT TO 37 CFR 1.136{s) WILL BE
CALCULATED FROM THE MAILING DATE OF THE ADVI-
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penodwruexprroa;tlreendofthreemmlhsﬁ'om the date of

penod. It the exammer, however does notmaxl an. advnsory

action until after the end of three months, the shortened statutory

period will expire on the date the examiner mails the advxsory

action and any extension fee may be calculated &om that date
See also >MPEP< § 706.07(f). : :

EXTENSIONS OF TIME TO SUBMIT AFFIDAVITS
AFTER FINAL REJECTION

Frequently, applicants requostan extension of time, stating as
areason therefor that more time is needed in which to submit an
affidavit. When such a request is filed after final rejection, the
granting of memquestforcxtenszon of umrswxmoutprejudrce
toﬂrenghtoftheexannnumquesuonwhydreafﬁdawtxsnow
necessary and why it was not earlier- prmmed If applicant’s
showing is insufficient, the examiner may deny entry of the
affidavit, notwithstanding the previous grant of an extension of
time to submit it. The grant of an extension of time in these
circumstances serves merely (o keep the case from becoming
abandoned while allowing the applicant the opportunity to
present the affidavit or to take other appropriate action. More-
over, prosecution of the application to save it from abandon-
ment must include such timely, complete and proper action as
required by 37 CFR 1.113.The admission of the affidavit for
purposes other than allowance of the application, or the refusal
toadmit theaffidavit, and any proceedinggrelative thereto, shall
not operate to save the application from abandonment.

Implicit in the sbove practice is the fact that affidavits submit-
ted after final rejection are subject to the same reatment as
amendments submitted after final rejection. Inre Affidavit Filed
After Final Rejection, 152 USPQ 292, 1966 C.D. 53.

Failure tofile aresponse during the shortened statutory period
results in abandonment of the application.

REQUIREMENT FOR A RESPONSE UNDER 37 CFR
1.136 AND 1.137 WHERE CONTINUING APPLICATION
IS BEING FILED

In those instances where an extension of time or a revival of
an abandoned application is sought solely for the purpose of
filing a continuing application under 35 U.S.C. 120 and where
the prior application is to be abandoned in favor of the continu-
ing application, the filing of a response as required by 37 CFR
1.111, 1,113, 1.192 or other regulation is considered to be an
unnecessary exreaditure oi resources by the applicant. Accord-
ingly, in these situations, the Patent and Trademark Office will
accept the filing of a continuing application as a response under
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| mails anadvisory action before the end of mreemommfromme |
date of mailing of the. ﬁnal rejection;: the: shortened statutory

EX’I'ENSION OF TIME APTER PAYMENT OF ISSUE FEE

‘The statutory (non- extendable) time penod for paymentof the
1ssue fee is three months from Lhe date of the Notwe of Allow-
ance (35 U. S C 15 l) In s1tuatlons where mformahnes such as
drawmg correcnons or submrssron of supplememal orcorrected
declarauons are outstaqdmg after expnratmn of the three month
period, for paymcnt of the issue fee, exiensions of time under 37
CFR 1.136(a) are avaﬂable for up to three months beyond the
due date for paymem of the xssue fee in order to correct such
mformahtws <

710.0é  Two Penods Runmng

There sometimes arises a situation where two dlfferent peri-
ods for ; response are. runnmg ‘against an applxcanon the one
hmrted by the regular statutory penod the other by the limited
periodsetina subsequent Office action. The running of the first
period isnot suspended nor affected by an ex partelimited time
action or even by an appeal therefrom. For an exception,
involving suggested clarms, see SMPEP § 2305.03<*,

710.04(a) Copying Patent Claims [R-6]

Where, in an application in which there is an unanswered
rejection of record, claims are copied from a patent and all of
these claims are rejected there results a situation where two
different periods for response are running against the applica-
tion. One period, the first, is the regular statutory period of the
unanswered rejection of record, the other period is the limited
period set for response to the rejection (either first or final)**,
Thedate of the last unanswered Office action on the claims other
than the copied patent claims is the controlling date of the
statatory period. (Ex parte Milton, 164 Ms. D. 1,63 USPQ 132
and Exparte Nelson, 164 Ms. D. 361,26 J.P.0O.S. 564.) See also
>MPEP § 2305.02<*,

710.05 Period Ending on Saturday, Sunday
or a Federal Holiday

35USC. 21. Filing date and day for taking action,

L 121
(b) When the day, or the last day, for taking any action or paying any fee in
the United States Patemt and Trademark Office falls on Saturday, Sunday, or a
Federal holiday within the District of Columnbia the action may be taken, or the
fee paid, on the next succeeding secular or business day.

37CFR 1.7. Timesfor taking action; Expiration on Saiurday, Sunday, or Federal

holiday.
Whenever periods of time are specified in this part in days, calendar days are
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‘ﬁ’ . called 0 the awenuon of the Ofr' ce. aftemhe expuauon of the L
e tpmod for | response. the period will not be mtarwd and any‘

: i:’wpmmate extension feewiil be required to render a response
:umely The Ofﬁce letter correcnng ‘the error: wnll none that the

commmmg civil actlon

. “The Federal hohdays are: New . ear s
‘Wastiington®s Birthday, the third Monday-in Febiuary; Me

rial Day, the 135t Monday in May: Tndépenderice Day; Tuly 4;
Labor Day, the first Monday in September; Columbus Day, the
second  Monday - in - Qctober; -Veteran’s: Day,- November 11;
Thanksgiving Day, the fourth Thursday in Novembet; Christ-
mas Day, December 25; Inauguration day (January 20, every
four years). Whenever a Federal hohday falls on a Sunday, the
following day (Monday) isalso'a Federal hohday, Ex. Order
10,358; 17 F.R. 5269; S U.S.C. 6103." '

When aFederal hohday fallsonaSaturday, the precedmgday,
Friday, is considered o be a Federal holiday and the Patent and
Trademark Office will be closed for business on that day (5
U.S.C. 6103). Accordingly, any action or fee due on such a
Federal holiday Friday or Saturday is to be considered timely if
the action is taken, or the fee paid, on the next succeeding day
which is not a Saturday, Sunday or a Federal holiday. =

When an amendment is filed & day or two later than the
expiration of the period fixed by statute, care should be taken to
ascertain whether the last day of that period was Saturday,
Sunday or a Federal holiday and if so, whether the amendment
wasfiled or the fee paid on the next succeeding day which is nota
Saturday, Sunday or a Federal holiday.

An amendment received on such succeeding day which was
due on Saturday, Sunday or Federal holiday is endorsed on the
file wrapper with the date of receipt. The Saturday, Sunday or
Federal holiday is also indicated.

710.06 Miscellaneous Factors Determining
Date [R-6]

Where the citation of a reference is incorrect and this error is
called to the attention of the Office before the expiration of the
period for response, a new period for response staris from the
date of the Office letter giving the correct citation and forward-
ing the correct copy. The previous period is restarted regardless
of the time remaining, See >MPEP< § 707.05(g) for the manner
of correcting the record where there has been an erroneous
citation.

Where for any reason it becomes necessary to remail any
action ( >MPEP< § 707.13), the action should be correspond-
ingly redated, as it is the re-mailing date that establishes the
beginning of the period for response. Ex parte Gourtoff, 1924
C.D. 153, 329 O.G. 536.

A supplementary action after a rejection explaining the refer-
ences more explicitly or giving the reasons more fully, even
though no further references are cited, establishes a new date
from which the statutory period runs.

If for any other reason an Office action is defective in some
matter necessary for a proper response, applicant’s time to
respond begins with the date of correction of such defect.
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37 CFR 1.135. Abandonment for failure to respand wulun ume [:m.u ,

(@) Ifan apphcant of & patent’ apphcauon fails to rcspmﬁ within the time
period provided under §8 1.134 and 1,136, the application will become aban-
doned unless an Office aciion indicates atherwise. -

{b; Prosecution of an application to save it from abmdonmmt pursu.ml to
paragmph (a)of this section must include such complete and properaction asthe
condition of the case ‘may reqmm The admumon of an amendment not
responsive to the ldst action, or refusal to admit the same, and any proceedmgs
relative thereto, shall not operate 10 save thie spplication from abandonment.

{c) When action by the apphcmtua bona fide sttempt to respond and to
advance the case to final action, and is substantially s complete response tothe
Office action, but consideration of some matter or compliance with some
requm:memhu been inadvenently omitied, op porimnity to explain and supply
mc omission may be gwen ‘before the quemm of abmdomwnt is considered.

37 CFR 1 .138 Ezprcss abandonmenl ]

‘An application may be expressly abandoned’ by filmg in the Patent snd
Trademark Office  written declaration of abandonmerit signed by the spplicant
¢ and the sssignes of record, if any, >end< identifying the application. **An
application may also be expressly ebandoned by filing 2 writien declaration of
shandonment signed by the atiorney oragent of record. A registered attomey or
agent acting under the provision of § 1.34(2), or of record, may also expussly
abandon & prior epplication as 'of the filing date grented 10 & continuing
spplication when filing such & continuing epplication. Express aba:donment of
the application may not be recognized by the Office unless it is actually received
by appropriate officials in time to act thereon before the date of issue.

Abandonmentmay be either of the invention or of an applica-
tion. This discussion is concerned with abandonment of the
application for patent.

An abandoned application, in accordance with 37 CFR 1.135
and 1.138, is one which is removed from the Office docket of
pending cases through:

1. formal abandonment

a, by the applicant (acquiesced in by the assignee if there be
one), o

b. by the attorney or agent of record including an associate
attorney or agent appointed by the principal attorney or agent
and whose power is of record but not including a registered
attorney or agent acting in a representative capacity under 37
CFR 1 34(a) >except where a continuing application is filed<;
or

2. failure of applicant to take appropriate action within a
specified time at some stage in the prosecution of the case.

Where an applicant, himself or herself, formally abandons an
application and there is a corporate assignee, the acquiescence
must be made through an officer whaose official position is
indicated.

See >MPEP< § 712 for abandonment for failure to pay issue
fee.
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unperan veﬂ:atﬂxeattomeyoragmtofrecordexm& excis evety a

 precaution in ascertaining that the abandonment of the apphca-

applicant prior to signing & letter. of express abandonment of a
patent application. Moreover, special care should be taken to
insure that the appropriaté application is correctly idéntified in
the letter of abandonment.

A letter of abanidonment properly sxgned becomes effective
when an appropnate ofﬁclal of the Office takes actwn thereon
When so recognized, the date of abandonment may be the date
of recognition oradifferentdate if so specified in the letteritself.
For example, where a contmumg application is filed with a
request to abandon the prior application as of the filing date
accorded the conunumg application, the date of the abandon-
ment of the prior application will be in accordance wuh the
request once it is recognized.

Actionin recognitionof an expressabandonmentmaytakeﬂw
form of an acknowledgment by the examiner or the Publishing
Division of the receipt of the express abandonment, indicating
that it is in compliance with 37 CFR'1.138. Altemauvely.
recognition may be no more than the wransfer of drawings 10 a
new application pursuant toinstructions which include arequest
to abandon the application containing the drawings to be trans-
ferred (see 37 CFR 1.60 and >MPEP< § 608.02()).

It is suggested that divisional applications being submitted
under 37 CFR 1.60 be reviewed before filing to ascertain
whether the prior application should be abandoned. Care should
be exercised in situations such as these as the Office looks on
express abandonments as acts of deliberation, intentionally
performed.

Applications may be expressly abandoned as provided for in
>37 CFR<* 1.138. When a letter expressly abandoning an
application (not in issue) is received, the examiner should
acknowledge receipt thereof, indicate whether it does or does
not comply with the requirements of >37 CFR<* 1.138.

>The filing of a request for a continuing application under 37
CFR 1.62(g) is considered to be arequest to expressly abandon
the prior application as of the filing date granted the continuing
application.<

Form Paragraph 7.88 may be used to acknowledge proper
express sbandonments.

7.88 Acknowledge Express Abandonment

This application is abandoned in view of the letter of express abandonment
complying with 37 CFR 1.138 filed on {1].

If the Ietter expressly abandoning the application does comply
with >37 CFR<*1.138, the examiner should respond by using
form PTOL-327 and by checking the appropriate boxes which
indicate that the letter is in compliance with >37 CFR<* 1.138
and that the application is being forwarded to the Files Reposi-
tory. The examiner’s signature may appear at the bottom of the
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mmsmaccordancemththedes:resandhmtmmtsofﬂw R,

. The reasons’ why l.helener fmls 10 comply with >37 CFR<" 1. 138 must be

fully cxphmed

In vnew ofmedocmnesetforth in ExparteLasscell 1884C D.
66,290G. 861.anamendmentcancelmgallof the claxms, even

- though said amendment is signed by the applicant himself and

the assignee, is not an express abandonment. Such an amend-

‘ment is regarded as non-responsive and should not be entered,

and appkcant should be notified as explamed in >MPEP< §§
714.03 to 714. 05. But see >MPEP< § 608.02(i) for situation
where >an< apphcauon is abandoned along with transfer of
drawmgs to 2 new appllcauon ‘

An attormey or agent not of xecard inan apphcatxon may file
a withdrawal of an appeal under >37 CFR<* 1.34(a) except in
those instances where such wnmdrawal would result in aban-
donmem ofthe apphcauon In such instances the withdrawal of
appeal is in fact an express abandonment **,

AFTER NOTICE OF ALLOWANCE

Letters of abandonment of aliowed applications are acknowl-
edged by the Publishing Division.

>37 CFR<* 1.313 provides that an allowed application will
notbe withdrawn from issue except by approval of the Commis-
sioner, and that after the issue fee has been paid and the patent
to be issued has received its date and number, it will not be
withdrawn for any reason except (1) mistake on the part of the
Office, (2) a violation of >37 CFR<* 1.56 or illegality in the
application, (3) unpatentability of one or more claims, or (4) for
interference. See >MPEP< §§ 711.05 and 1308. In cases where
>37 CFR<* 1.313 precludes giving effect to an express aban-
donment, the appropriate remedy is a petition, with fee, under
>37 CFR<* 1,183, showing an extraordinary situation where
justice requires suspension of >37 CFR<* 1.313, **

APPLICATION IN INTERFERENCE

A written declaration of abandonment of the application
signed only by an attomey or agent of recor<, when the applica-
tion sought to be expressly or formally abandoned is the subject
of an interference proceeding under 35 U.S.C. 13§, is not
effective to terminate the interference, and will not be consid-
ered until after ex parte prosecution is resumed. In order to be
effective to terminate an interference proceeding, an abandon-
ment of the application must be signed by the inventor in person
with the written consent of the assignee where there has beenan
assignment, 37 CFR 1.262(b).
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2 mmfﬁcxencyofresponse,l.e fmkn'ewtake“completeand
proper action, as the condition of the case may reqmre wzmm
the statutory period (>37 CFR<®*'1.135(b)). -

When an amendment is filed after the expiration of the
statutory period, the case is abandoned and the remedy is to
petition to revive it. The examiner should notify theapplicantor
attorney at once that the application has been abandoned by
using form Ietter PTOL-327. The proper boxes on the form
should be checked and the blanks for the dates of the proposed
amendment and the Office action completed. The late amend-
ment is endorsed on the file wrapper but not formally entered.
(See >MPEP< § 714.17.)

Form Paragraph 7.90 may also be used.

7.90 Abundam, Failure To Respond

This spplication is sbandoned in view of applicant’s failure to submit a
response to the Office action mailed on {1] within the required period for
response.

Ezaminer Note:

1. A leaer of abandonment should not be mailed until afier the period for

requenting an exiension of timé under 37 CFR 1.136(a) hes expired,
2. In “Pro se” cases see form paragraph 17.10.

To pass on questions of abandonment, it is essential that the
examiner know the dates that mark the beginning and end of the
statutory period under varying situations. Applicant’s response
must reach the Office within the set shortened statutory period
for reply dating from the date stamped or printed on the Office
letter or within the extended time period obtained under >37
CFR<* 1.136. (See >MPEP< §§ 710 t0 710.06.)

PETITION TO WITHDRAW HOLDING OF
ABANDONMENT BASED ON FAILURE TO
RECEIVE OFFICE ACTION

An allegation that an Office action was not seceived may be
considered as a petition for the withdrawal of the holding of
abandonment, If the allegation is adequately supporied, the
petition may be granted and a new Office action mailed. The
petition should include sufficient data describing the proce-
dures and controls utilized by the addressee when correspon-
dence is received from the Patent and Trademark Office. If
possible the addressee should also point out how these proce-
dures and controls were followed in the situation at hand. The
statements of fact setting forth the above must be verified by
affidavit under oath before a Notary Public or, in the alternative,
by declaration in accordance with 37 CFR 1.68. Prior to 1971,
the only relief availabie to an applicant alleging the non-receipt
of an Office communication, wherein the period for response
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action was not recelved However, in 197 1 “‘the District Court, -
stmct of Columbxa, mDelgarlnc ," Scbuyler, 172 USPQ513 :

711 02(a) Insuffnclency of Response [R 6];

Abandonment may result from a sxtuanon where applxcant s
reply is within the period for response but is not fully responsive
to the Office action. But sece >SMPEP< § 710.02(c), par. (c) See:
also >MPEP< §§.714.02 t0 714.04. . -

Form Paragraph 7.91 should be used to nonfy appllcam of an
insufficient response.

7.9] Reply is Not F ully ‘Rejsp.o_en.sivc, Ezulman of Time Sdggested ‘ 4

'Applicant’s reply received [1]isnot deemed o be fully responsivetothe prior
Office action because {2]. Since the period for response set in the prior Office
action has expired, this application will become abandoned unless applicant
corects the deficiency and obtains an extension of time under 37 CFR 1.136(s).

Thedate on whichthe corrected response, the peuuon uinder37CFR 1. 136(a),
and the petition fee are filed will be the date of the response énd alsothe date for
determining the period of extension and the comesponding amount of the fee. In
Bo case may an applicant respond later than the six month statutory period >or
obiain an extension for more than four months beyond the date of response set
in an Office action<.

Exeminer Note:
1. The reasons why the examiner considers there to be a failure to take
“complete and proper acticn” within the statutory period must be set forth in

bracket 2.
2. If the response sppears 1o be a bona fide anempt to respond with an
inzdvertient omission, do ot use this paragraph. A time limit should be set to

complete the response by using paragraph 7.95.

711.02(b) Special Situations Involving
Abandonment [R-6]

The following situations involving guestions of abandonment
ofien arise, and should be speciaily noted:

1. Copying claims from a patent when not suggested by the
Patent and Trademark Office does not constitute a response 10
the last Office action and will not save the case from abandon-
ment, unless the last Office action relied solely on the patent for
the rejection of all the claims rejected in that action.

2. A case may become abandoned through withdrawal of, or
failure to prosecute, an appeal to the Board of >Patent< Appeals
sand Interferences<. See >MPEP< §§ 1215.01 t0 1215.04,

3. Likewise it may become abandoned through dismissal of
appealtoC.A.F.C.orcivil action, where there was not filed prior
1o such dismissal an amendment putting the case in condition for
issue or fully responsive to the Board’s decision. Abandonment
results from failure to perfect an appeal as required by C.AF.C.
See >MPEP< §§ 1215.05 and 1216.01.

4. Where claims are suggested for interference near the end of
the period for response running against the case, see § >2305<.
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wbecopendmg vmh an earlmmsexfms ﬁledbefm'e(a} the.,
patenting, (b) the abandonment of, or (c) other mmnanon of
proceedings in the earlier case. “Before™ has com:stenﬂy been
interpreted; in this context, to mean ““not later;than™.: * . :

In each of the followmg suuauons. proceedmgs 3re te;rmx-
nated:

1. Wlwnthcmsuefeelsnmpmdandﬁwapphcauonxs
abandoned for failure to pay the issue fee, proceedings are
terminated as of the date the issue fee was die and the applica-
tion is the came as if it were abandoned >after midnight< on that
date (but if the issue fee is later accepted, on petition, the
application is revived). See >SMPEP< § 712.

2. If an application is in interference involving all the claims
present in the application as counts and the application loses the
interference as to all the claims, then proceedings on that
application are terminated as of the date appeal or review by
civil action was due if no appeal or civil action was filed.

3. Proceedings are terminated in an application after decision
by the Board of >Patent< Appeals >and Interferences< as
explzined in >MPEP< § 1214.06.

4. Proceedings are terminated after a decision by the court as
explained in >MPEP< §§ 1215.05 and 1216.01.

711.03 Reconsideration of Holding of
Abandonment; Revival

When advised of the abandonment of his or her application,
applicant may either ask for reconsideration of such holding, if
he or she disagrees with it on the basis that there is no abandon-
ment in fact; or petition for revival under 37CFR 1.137.

711.03(a) Holding Based on Insufficiency
of Response

Applicant may deny that the response was incomplete.

While the primary examiner has no authority o act upon an
application in which noaction by applicant was taken during the
period for response, he or she may reverse his or her holding as
to whether or not an amendment received during such period
wasresponsive and acton a case of such character which he >or
she<has previously held abandoned. This is not a revival of an
abandoned application but merely a holding that the case was
never abandoned. See also >SMPEP< § 714.03.

711.03(b) Holding Based on Failure To
Respond Within Period

When an amcadment reaches the Patent and Trademark
Office after the expiration of the pcriod for response and there
is no dispute as to the dates involved, no question of reconsid-
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711 03(c) Petmons Relatmg to
Abandonment {R 6]

37 CFR 1137, Rmmlofabandaned appllcanon. s 7_, e

(@) An, apphmm abandoned for fallure to prosecute may be revived as a
pending’ app!mum #f & is'shownt 1o the gatisfaction of the Cormissioner that
the delay was unavcidable. A petition io revive an zbandoned application must
be prompily filed aﬁum applicant is notified of, or otherwise becomes aware
of, the abandonmem, nd must be accompamed by a showing «{ the causes of
the delay, by the ptcposed response unless it has been previously filed, and by
thepeuumfeewm in § 1.17(1). Such showmg mist be a verified showmg
if made by » persca not registered 1o practice before the Patent and Trademark
Office.

(b) An applicasion mxntennona!ly abandoned for failure to prosecute, except
pursuant of § 1.53(d), may be revived as a pending application if the delay was
unintentional. A petision 10 fevive an wiintentionally abandoned application
must be filed within one year of the date on which the application became
abandoned or be filed within three months of the date of the first decision on &
petition to revive underparagraph of this section which was filed within one year
of the date of sbamdomment of the application. A petition to revive an
unintentionally sbundoned application miust be accompanied by (1) 2 statement
that the abandonment was unintentional, (2) a proposed response unless it has
been previously filzd, and (3) a petition fee ag set forth in § 1.17(m). Such
statement must be a verified statement if made by a person not registered 1o
practice before the Patent and Trademark Office. The Commissioner may
require edditions! isformation where there is 2 question whether the abandon-
ment was unintentional. The three month period set forth in this paragraph may
be extended under the provisions of § 1.136(a), but no further extensions under
§ 1.136(b) will be granted. Petitions to the Commissionerunder § 1.183 1o waive
any time periods for reguesting revivel of an unintentionally sbandoned appli-
cation will not be considered, but will be returned to the applicant.

(c) Any petition parsuant to paragraph (a) of this section not filed within six
months of the dase of abandonment must be accompenied by & terminal
disclaimer with fee under § 1.321 dedicaiing to the public 2 terminal part of the
term of any patent granted thereon equivalent to the period of abandonment of
the application.

Public Law 97-247 provided at 35 U.S.C. 41(a)7, a fee ** for
the revival of an unintentionally abandoned application for a
patent or for the unintentionally delayed payment of the fee for
issuing each patent unless the petition is filed under 35 U.S.C.
133 or 151 (revival based upon unavoidable delay), in which
case>adifferent fee isapplicable< **, These fees are *expressly
set forth in >37 CFR<* 1.17(1) and *1.17(m) and provide fora
50% reduction for small entities.

The standard which is applied in situations where the delay
resulting in abandonment is unavoidable is the same standard
which has previously been applied prior o Public Law 97-247.

>37 CFR<* 1.17(m) provides for a fee** for filing each
petition for revival, or for acceptance of the delayed payment of
an issue fee, where the abandonment or the failure to pay the
issue fee is unintentional. The standard which is applied is
substantially less vigorous than the standard applied for
unavoidable delay petitions, Generally, a statement that the
abandonment was unintentional, plus the proper *>petition<
fee, and the proposed response is all that is required. A descrip-
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express abandonirient’in" the - abandoned” ‘application wmﬂd,k-

prompt a reqmrement for further mformanon wh

muntenuonal

Anapplicantis not precluded from ﬁlmgapeuuonbasedupon

unintentional abandonment where a petition:plus fee based
upon unavoidable delay is unsuccessful. In such an instance, a
petition to revive on the ground of unintentional abmdamnem
accompanied by the proper fee**and the appropnate r%ponse
could be filed. For this purpose, a mere statement that the
abandonment was unintentional is all that is required. . -

In the instances where an application is abandoned and revival
is based upon unintentional abandonment or unavoidable delay
is desired solely for the purpose of continuity in order to effect
the filing of a continuing application, it is not necessary w file
the appropriate response. The filing of the continuing applica-
tion will be accepted as the appropriate response in such
situations. If revival is desired for other than the filing of a
continuing application, a complete petition must include the
proposed response which resulted in the holding of abandon-
ment. To facilitate action, the petition to revive should include
reference to the filing of the continuing application and a leiter
of express abandonment conditional upon the granting of the
petition and of a filing date to the continuing application.

An application which is abandoned for failure to respond
within a set period, and no extension fees are paid, would not
require the payment of extension fees as a condition of revival.

UNAVOIDABLE DELAY PETITIONS AND PETITIONS
TO WITHDRAW THE HOLDING OF ABANDONMENT

A decision on a petition to revive an abandoned application
under >37 CFR<* 1.137(a) is based solely on whether a satis-
factory showing has been made that the delay was unavoidable
(35U.8.C. 133). A petition toreviveis not considered unless the
petition fee and a proposed response to the Iast Office action has
been received (>37 CFR<* 1.137). While a response to a non-
final action may be either an argument or an amendment under
»37 CFR<* 1.111, a response to a final action “must inciude
cancellation of, or appeal from the rejection of, each claim so
rejected” under >37 CFR<* 1.113. Accordingly, in any case
where a final rejection had been made, the proposed response
required for consideration of a petition to revive must be either
an appeal or an amendment that cancels all the rejected claims
or otherwise prima facie places the application in condition for
allowance sor the filing of a continuing application<. When a
notice of appeal is the appropriate response accompanying a
petition (o revive, the brief required by >37 CFR<* 1.192 is due
within the time set by the Commissioner in the response to the
petition, Tr those situations where abandonment occurred be-
causeof the failure to file an appeal brief, the proposed response,
required for consideration of a petition to revive, must include
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Office action was n~t rece:ved However, i 1971, the District” i
Court, Dlsmct of Cs)lugnbla m,DeIgar Im:. v Schuyler, 172

support of th«econtenuon matplamtlff’s attomey never recexved
the first Notice.

‘While the decision may have been based on the fact that a
petition to revive was not available in a case abandoned for
failure to pay the issue fee, the reasoning of the court can
appropriately be applied to cases abandened for failure (o
prosecute. Accordingly, the form of relief provided in Delgar is
* exiended to cover the abandonment of an application for
failure to respond to an Otnce acuon Wthh was not recenved by
the apphcant orhisor her represemauve Hencefonh an allega-
tion thatan Office action was notreceived may beconsideredas
a petition for lhe wnhdrawal of the holdmg of abandonmenL If
the allegauon is adequately supported the peuuon may be
granted and a new Office action mailed.

Inasmuch as there i 1s a strong presumpnon of umely dehvery
to the addressee, the petmon should include sufficient facts
descnbmg the procedures and controls utilized by the addressee
when correspondence is received from the Patent and Trade-
mark Office. If possible theaddressee shouldalsopomtouthow
these procedures and controls were followed in the situation at
hand. >Additionally, the petition should include all available
documentary evidence, such as verified copies of docket sheets,
mail logs, etc., forareasonable period after the date of the Office
action to show the receipt of other mail from the Patent and
Trademark Office during this period and to support the allega-
tion of non-receint of the action in question.<

The statements of fact setting forth the above must be verified
by affidavit under oath beforc a Notary Public or, in the
alternative, by declaration in accordance with 37 CFR 1.68.

Where the application has been abandoned for an excessive
period of time before the filing of such a petition, an appropriate
terminal disclaimer *>is< required. **

>When a terminal disclaimer is a necessary component of the
petition, the period to be disclaimed must equal the number of
months between the date of abandonment and the date a
grantable petition is filed, The date of abandonment is the date
the period for response has expired (see MPEP § 711.04(a)).
This is normally the end of the three month shortened statutory
period. Moreover, the terminal disclaimer should employ the

format shown below.
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
In re application of (NAME}
Serial No.
Filed:
For:
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m«u!uofmypumgmdonmcabovmdmuﬁedawhuumw
on any apphuuonwbmkumdwthebencmofthefﬂmg date of the
appheauonmder35USC.lﬁﬁ.'Ihuagmem wwnmw:ﬂnnypatenuo
graified and to be binding upon the graniee, msucmmorungm BEK

IN WITNESS WHEREOF, Thereby set my hand and seal this _

—19 .

'd.y"of

(Sigramre)<

It should also be recognized that a petition to revive an
abandoned application under 37 CFR 1,137 alleging non-re-
cexptofﬂwOffweacnonmayalsobeu-eatedasarequesuo
withdraw the holding of abandonment. Howevér, any petition
fee, filed with a 37 CFR 1.137 petition so treated, may be
returned or credited to petitioner’s account by mdzcatmg in the
decnsmmatawquestshouldbemadetoﬁwcfﬁcgoﬁmance <
as a determination that the proposed response 1o the Office
action is complew!y responsive, Revived applications are for-
warded to the examiner to determine the completeness of the
proposed response. Such applications must be taken up Special.
If the examiner determines that the response is complete, he or
she should promptly take the case up for action, If the proposed
response is nota complete response to the last Office action, the
examiner should write a fetter to the applicant informing him or
her of the specific defects in his or her response and set a one-
month time limit for applicant to complete the response. If the
applicant does not complete the response within the one-month
limit, the application is again abandoned.

A petition to revive an abandoned application should not be
confused with a petition from an examiner’s holding of aban-
donment. Abandonment may result notonly from insufficiency
of response but also from entire failure to respond, within the
statutory period following an Office action.

Where the holding of abandonment is predicated on the
insufficiency of the regponse, or disagreement as to controlling
dates the petition from such holding comes under § 1,181 and
does not require a fee.

Form Paragraphs 7.92-7.94 may be used to inform applicants
of withdrawal of abandonment.

792 Reguest To Withdraw Abandonment, No Showing of Abardonment in
Fact

Applicant’s requast for seconsideration of the holding of abandonment filed
on (1] has been consider 2, However, applicant has failed o show that there was
no sbandonment in fact, and the spplication stands absndoned.

If applicant’s failure to prosecute was unintentional or can be shown to have
teen unavoidable, the peaper course to follow ig to request revival of the
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dweuewaknevuabahdmed

7.94 Rman o Pandmg -—Late Amcmwm ofPapers

mmpouseﬁbd[l] wasnotusocmed wnhthe ﬁleof dusapphcauon unul
after the Notice of Abmdonmem was mailed,

" The respotise wae timely filed. Accordingly, the Nouce of Abandonmem is
vacated, and the application is restored to pending status, to receive further
consideration by the examiner in the normal course of business.

Where the applicant acquiesces in the holding of abandon-
ment, or where the. petition. from such holding is denied,
applicant’s only recourse, so far as concems the particular case
involved, is by petition to revive. - o

See>MPEP< §712 forapenuon for late payment of the issue
fee. ‘

UN'II\I'I‘EN"I'IONAL‘ABAND(')’NMENT

A decision on a petition to revive an unintentionally aban-
doned application under >37 CFR<* 1.137(b) is based substan-
tially on whether the statement that the abandonment was
uninteational is present along with the required fee and the
proposed response. Generally, nothing else is required unless
there is reason to believe that the abandonment was intentional
such as a letter of express abandonment being of record in the
abandoned application. In such an instance, the Office might
inquire as to the circumstances surrounding the abandonment in
order toclarify that the abandonment was, in fact, unintentional,

>A petition to revive based upon unintentional abandonment
does not require the submission of a terminal disclaimer. 37
CFR 1.137(c) specifically states that such disclaimers are only
required when a grantable petition based on unavoidable delay
i not filed within six months of the date of abandonment.<

if a petition to revive based upon unavoidable delay is unsuc-
cessful, an applicant is not estopped to file a petition based upon
unintentional abandonment so long as such petition is filed
within one year of the date of abandonment of the application or
within three months of the date of the first decision on a petition
to revive based upon avoidable delay >, which was filed within
one year of the date of abandonment of the ~mplication<. The
petition must include a statement that the avandonment was
unintentional, a proposed response if not filed previously, and
the required petition fee. The statement that the abandonment
was unintentional must be verified if made by a person not
registered to practice before the Office. The three month period
referred to above which is measured from the date of the first
decision on a petition to revive based upon unavoidable delay is
extendable under >37 CFRe<* 1.136(a), but no further
extensions nnder >37 CFR<* 1.136(b) will be granted.
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ments forﬁlmgarequestpmsammmsubmnouswﬂl not
be considered, but will be refurned to'the apphcant “However,
it has become’ appatent thatnnMcertam very limited ‘condi-
tions, the interests of the patentsystzm wouldbebetter scrved
by considering such petitions. -

These very limited conditions arise when an apphcauon be-
conwsabmdoncdduetoanacﬂmmmacuonbyapphcantand
the Patent and Trademark Office performs a positive; docu-
mented and Official act# (€.g., by issuing an Official document)
which could lead a reasonable individual to conclude that the
action or inaction’ was appropriate. If - this conclusion is a
contnbmmg factot in the applicant’ s failure to' realize the true
abandoned staws of his application in time to filé a pemxon
under one of the above-nofed subsections, then comdmons exist
under which a 37 CFRI 183 petition will be consxdered

- For example, if an applicant files papers fora continuing
application under 37CFR 1.600r 1 .62 onadate when the parent
applicationisabandoned (e.g., theapplicant neglected to obtain
anextension of time in the parent application), the requirements
of these regulations are not satisfied and the papers should not
be processed into an application. However, if in spite of uus
error the Office issues a filing receipt for the continuing appli-
cation, areasonable individual could conclude that the continu-
ing application had been properly filed on adate when the parent
application was pending. Further, if the lack of copendency
between the parent and the continuing applications is not
discovered until after one year from the date on which the parent
application became abandoned, the opportunity to obtain
copendency by reviving the parent application under 37 CFR
1.137(b) is lost. As an additional example, if an applicant sub-
mits a check for payment of the issue fee and the payment is
improper (e.g., the check is not timely submitted or is returned
to the Office unpaid due to insufficient funds), the application
should be held abandoned. However, if in spite of the improper
issue fee payment the Office issues the application as a patent,
a reasonable individual could conclude that the issue fee pay-
ment had been proper. Fusther, if the improper issue fee pay-
ment is not discovered until after one year from the date on
which the application became abandoned, the opportunity to
request acceptance of a late paid issue fee under 37 CFR
1.155(c) or 1.316(c) is lost.

The abandonment problems described in the above-noted ex-
amples are clearly attributed to an error on the pant of the
applicant. Nevertheless, such a problem could be aggravated
when the Office performs a positive, documented and Official
act# which, in the circumstances recounted above, may be a
contributing factor in the loss of an opportunity to rectify this
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Patent and “Tra ,ema‘rk Office records o comply with patent
statutes, rules and | procedures in order 10 keep the apphcaﬂon L

the action” of inaction was proper ‘and this conclusmn was
conm'buung factor in the apphcant s failare to reahze the true
abandoned statds of his' apphcauon in time to ﬁle a petmon
under orie of the above- riotsd subsections;

BA pctmon under37 CFR. 1.183 and one of the above-noted
subsections s filed within three B)ymonthsofthe date. apphcam
1s nonﬁed by the Ofﬁce or olherwnse becomes aware of the

(4) The: peuuon is accompamed byatennmal dxsclaxmer with
fee under 37CFR1.321 dedxcanng to the public a terminal part,
equwalcnt 1o’ Lhe period of abandonment. of the term of any
patent granted on the application or on any apphcauon entitled
to the benef l of the ﬁlmg date of the apphcauon under 35 USC
120.

Apphcants should note that thisisintendedtobea very limited
extension of the Commissioner’s discretion in exercising his
authority to waive the one year period required under the above-
mentioned subsections. For this reason, the above-noted condi-
tions and provisions will be strictly adhered to and any petition
under37 CFR 1.183 which fails to comply with these conditions
or provisions will be denied.

#Note: The failuré of the patent and trademark office to send
an official communication (e.g., 2 notice of abandonment) is not
considered to be a positive, documented and official act. <

NOTIFICATION OF CHANGE OF ADDRESS

Applications have become abandoned as a consequence of a
change of correspondence address therein, where an Office
action is mailed to the old, uncorrected address and fails toreach
the addressee sufficiently early to permit filing of a timely
response. One factor for consideration in deciding petitions
under >37 CFR<* 1.137 to revive such applications is the *
degree of care that has been exercised in adhering to the
requirement (see >MPEP< § 601.03) for prompt notification in
each concerned application of the change of address, In such in-
stances, the showing of the cause of unavoidable delay must
include an adequate showing that a timely notification of the
change of address was filed in the application concerned, and in
a manner reasonably calculated to call attention to the fact that
it was a notification of a change of address. The mere inclusion,
in a paper filed in an application for another purpose, of an
address differing from the previously provided correspondence
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"“The Patent and Tradunark Ofﬁce has m the past recewed an
excessively large volume of petitions { o revwe based pmnanly
on the Iate filmg ofamendmmfsandoﬂmresponses toofﬁcml
actions. Many of these petitions indicate that ﬂlelaleﬁlmg was
due to unusual mail dc!zys; however, the records gmerally
shawmatmeﬁhngwasmﬂytwoorduecdayslatc L

In order to alleviate, for applicants and the Office, the prob-
lems and expendnures of time and effort occasioned by aban-
donments and petitions to revive, it is suggestcd that unless the
cectificate of mailing provisions of >37 CFR<* 1.8 or >37
CFR<* 1.10 are used maimspoases to Office acuonsbemaded
to the Patent and Trademark Office at least one.andwefembly
two, week(s)prmmuwmmmofmepemdwuhmwluch
aresponsexsreqmmd. Thissuggestion is made in the interest of
improving efﬂcwncy thereby providing better service to the
public.

Since>37 CFR<* 1.136(a) now makes available toapplicants
essentially automatic extensions of time as long as the petition
toextend the time and the fee are submitted, the number of such
petitions to revive based upon the late filing of amendments and
other responses should diminish considerably.

CONDITIONAL PETITION TO REVIVE

Since applicaiions that become abandoned unintentionally
presentburdensto both the Patent and Trademark Office and the
applicant, a simplified procedure has been devised to alleviate
these burdens when the abandonmentresults from a delay in the
mails. This procedure provides for an automatic petition to
revive or petition to accept the delayed payment of issue fee.

It is suggested that when a communication, complying with
thecircumstances enumerated below, ismailed to the Patent and
Trademark Office a conditional petition be attached to the
communication if the Certificate of Mailing under 37 CFR 1.8
or 1.10 is not used. Note that the Certificate of Mailing proce-
dure can only be used in the United States of America while the
Conditional Petition To Revive Practice can be used in any
country.

If the communication is received in the Patent and Trademark
Office after the due date and the application becomes aban-
doned, the conditional petition will become effective, subject to
the following requirements. The petition must include (1) an
authorization to iiarge a deposit account for any required fees,
including the petition fee, and (2) an oath or declaration signed
by the person mailing the communicationand also signed by the
applicant or his or her registered attorney or agent. The wording
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15, 1979 the commumcauon and condmonalv peuuon must be
posted no later than June 11, 1979 in order for the condmonal
petition to be effective. June 12, 1979 is not “more than three
calendar days pwt to the due date” wluch is June 15, 1979

(Z)Hme‘MOfﬁcewAddrmseeExpress Manl” service (see
>37 CFR<* 502) is used, the oath or declarauon must state that
the commumcauon and petition were. deposnted at an Express
Mail window no later than 5:00 p.m. on a day which is at least
the day precedmg the. due daw, and were requested o be mailed
via the “Post OEﬁce to Addressee Express Mail” service. Since
mail handled in this manner. may. reasonably be. expected to
reach the Pazemand Trademark Office no later the 3;:00 p. m. of
the next workday following its. deposu before 5:00 p.m. at any
postal facility in the United States with an Express Mail win-
dow, any mail delays beyond such time will be consndered 0
constitute unavoidable delay to grant a petition to revive (35
U.S.C. 133) or a petition to accept delayed payment of an issue
fee (35 U.S.C. 151).

The circumstances under which this procedure may be used
are those where the communication, if timely filed, (1) would be
a proper and complete response to an action or request by the
Patent and Trademark Office, and (2) would stop a period for
response from continuing to run. Accordingly, this procediire
would be appropriate for;

1. A response to a non-final Office action.

2. A response to a final Office action in the form of an
amendment that cancels all rejected claims or otherwise prima
facie places the application in condition for allowance,

3. A notice of appeal and requisite fee.

4. An appeal brief, in triplicate, and requisite fee.

§. An issue fee.

Categories 1-4 would include a conditional petition to revive.
Category 5 would include a conditional petition to accept the
delayed payment of the issue fee. The boxes on the below
suggested format should be checked accordingly.

Examples for which this procedure would not be appropriate
and will not apply include the following types of communica-
tions when they are forwarded to the Patent and Trademark
Office,

1. Application papers.

2. A response to a final Office action other than that indicated
in categories 2 and 3, above.

3. Extensions of time.

4, Petitions for delayed payment of the issue fee.
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: 1 dure mernotelectedorappmptw Eri
A suggested format for the conditional petition where the
cmimmucaucm andpetluon areplacedmmeUmwdswm
as ﬁrstclass mail; o placed in the mil outsule theUmmdStm&c

as a.u' mall is shown below

Apphmt(:) 7 U Peunon w revxve o

Serial No. D Petition to accept delayed paymm wf xssm fee
Daze Filed .

For

I hcmby oetufy that the machcd oommvucauon is bemg &pomed m
[] the United States mail as first class mail _
3 the mail outside the United States as air mail
in an envelope addressed to: Commissioner of Patemts, and Trademarks,
Washington, D.C. 20231, on -~ -, which date is more then three (3) callendar
days prior to the due date from, (Locum, by (Name of Individual).

In the event that such communication is not timely filed in the United Ststes
Patent and Trademark Office, it is requesred that this paper be tredted as 2
petition and that the:

£ de!xymproucmmbeheldmvmdablem:iSUS C. 133,

[J delayed payment of the I ¢ be accepted —35 U.S.C, 151.

The petition fez requued is suthorized to be ciarged o Dcposu Accouni No.

in the riame of

The undersigned declore further ihat all stz ements made herein sve true,
based upon the best eveilable information; and further, that these simternents
weremede with the knowledge that willful false statements and ihe like somade
are punishable by fine or imprisonment, or both, under Seciicn 1001 of Tule 18
of the United States Code, and that such willful false statements may jeopardize
the validity of the application or any patent issuing thereon.

Date (Signature of applicant or signature and registration number of
Registeced Representative)

Ang Date (Signature of person mailing, if other than the sbove)

A suggested format for the conditional petition where the
communication and petition are placed in the United States
“Post Office to Addressee Express Mail”, is shown below:

Applicant(s) ] Petition to revive

Serial No.

Date Filed [~ Petition to accept delayed payment of issue
fee

Title

I hereby certify that the attached communication is being
deposited atan “Express Mail” window ina United States Postal
Service facility and intended it to be mailed using the Postal
Service’s “Post Office to Addressee Express Mail” service inan
envelope addressed to: Commissioner of Patents and Trade-
marks, Washington, D.C. 20231, priorto 5:00 p.m. on

, which date is at least the day preceding the due date,
at (Location) by (Name of individual)

In the cvent that such communication is not timely filed in the
Patent and Trademark Office, it is requested that this paper be
treated as a petition and that the:

[jdelay in prosecution be held unavoidable — 35 U.S.C. 133,
[l delayed payment of the fee be accepted — 35 U.S.C. 151,
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further ‘that -these smtements were made’ .vnh the’ knowledge i
that wxllful false stanements and thelike somadearepumshable-*
by fine ornnpnsonmnt ‘or both;under Section:1001 of Title: 18 -~
of the Utiited Siates Code; and thatsuch-willfal false statements’
may: Jeopardxze the vahdny of the apph.czmon or any patent= o
1ssumg thereon i o

Date (Slgnature of apphcant or sxgnamte and reglsiranon
number of Reglstered Representauve) AR

Date (Slgnamre_ of person mmlmg, if other than above)

The procedure for handhng appllcauons becommg aban-
donedduetolate ﬁlmg of acommunication having a conditional
petition attached thereto is as follows:

1. Forward the papers and the applxcatmn file wrapper to the
Ofﬁce of the Deputy Assistant Commissioner for Patents.

2. Do not mail a form PTOL-327 or forward the file wrapper
to the Abandoned File Unit.

3. In the event thai the apphcauon is revned the file wrapper
will be retumed to the. forwardmg group for further action. In
view of the availability of >37 CFR<* 1.136(a), the Certificate
of Mailing practice, and the Express Mail practice, the Condi-
tional petition to revive practice is not expected to be used
frequently.

711.03(d) Examiner’s Statement on Peti-
tion To Set Aside Examiner’s Holding [R-6]

37CFR 1.181 states that the examiner “may be directed by the
Commissioner to furnish a written statement within a specific
time setting forth the reasons for his or her decision upon the
matiers averred in the petition, supplying a copy thereof to the
petitioner”. ** Unless requested, >however,< such a statement
should not be prepared. See >MPEP< § 1002.01.

711.04 Disposition of Abandoned
Applications [R-6]

Extract from 37 CFR 1.14(b).

Abandoned applications may be destroyed aftertwenty years from their filing
date, except those to which particular atiention has been called and which have
been merked for preservation. Abandoned applications will not be retumed.

As explained in >MPEP< § 1302.07, a retention label is used
10 indicate applications not to be destroyed.

711.04(a) Pulling and Forwarding
Abandoned Applications [R-6]

The files of abandoned applications are pulled and forwarded
io the Files Repository on a bi-weekly basis >after the full six
month statutory period has expired. However, the date of
abandonmentisafter midnight of the dateon which the set short-
encd statutory period, including any extensions under 37 CFR

Rev. 6, Qct. 1987



o fmﬂxepxeseme of allowed claims, toavmdthelrbemg emone:
ously sent to the Files Repowmy
. Although the abandoned files are no| pulledunulthepenod
for which an extension of time under >37.CFR<* 1.136(a) plus
one month has expired; the date of the ahandonment is >after
midnight of< the date the period for response expired. This is
normally the end of the 3 month shortened staxutory period.

711. 04(b) Ordermg of Patented and
Abandoned Files [R-6]

In examination of an application is is sometimes necessary to
inspect the application papers of a previously patented or
abandoned application. It is always necessary to do so in the
examination of a reissue application.

Recently patented and abandoned files are stored at the Files
Repository located near the other PTO buildings in Crystal City.
Older files are housed in a warehouse located in Suitland,
Maryland.

Patented and abandoned files are ordered by means of a
PALM video display transaction. To place such an order, the
examiner is required to input his/her PALM location code,
employee number, and patent number(s) andfor serial
number(s) of the file(s) that are necded. After transmission of
the request transaction by the examiner, a “response” screen
appears on the video display terminal which informs him/her of
the status of the request for each file. The examiner is informed
that therequest (1) isaccepted; (2) isaccepted, but not for which
the file is located at the Suitland warchouse (in which case
delivery >time< is increased); or that the request is not accepted
since (3) thefileis notlocated at the repository or warehouse; (4)
a previous request for the file has not yet been filled; or (5) the
patent or serial number imputed is not valid.

Periodically each day, personnel at the Files Repository per-
farm a PALM print transaction which produces a Est of all
accepted requests in patent number order and, for requests for
abandoned files, in serial number order. The printed record of
each request is detached from the list when its associated file is
found. It is then stapled to it. Throughout the day, periodic
deliveries of files are made directly to the offices of their
requestors by Files Repository personnel, Upon delivery of files
at the various locations, files that are ready to be returned to the
repository are picked-up.

With the exception of certain older files, the drawings of
patented and abandoned files, if any, are now stored within their
respective application file jackets. Since it is desired not to
separate one from the other, both the file and its drawings are
delivered when a file is ordered.

711.04(c) INotifying Applicants of
Abandonment [R-6]

The Patent Examining Corps currently mails tothe correspon-
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aba;xdoned fm‘ faxlu;é téit.llx‘hely respond o aﬁ officxal commu-
nication. In most cases, a petition to revive under 37 CFR 1.137
will be appmpnate remedy. Tt 'may be that a response to the

Office action ‘was mailed to the Office with a cemﬁcate of

mailing declaration as a part thereof (> MPEP< § 512) but was
notreceived in the Office. In this instance, adequate relief may
be available by méans of a peuuon o thhdraw the holding of
abandonment. ,

In any instance, if action is not taken promptly after receiving
the notice of abandonment, appropriate relief may not be
granted. If a lack of diligent action is predicated on the conten-
tion that neither the Office action nor the notice of abandonment
was received, one may presume that there is a problem with the
correspondence address of record. Accordingly, attention is
directed to >MPEP< §§ 402 and 601.03 dealing with changes of
address. In essence, it is imperative that a paper notifying the
Office of a change of address be filed promptly in each applica-
tion in which the correspondence address is to be changed.

If an application is abandoned for more than 6 months a
terminal disclaimer may be required (37 CFR 1. 137(0))

7i1.05 Letter of Abandonment Received
After Application is Allowed[R-6]

Receipt of a letter of abandonment while an application is
allowed is acknowledged by the Publishing Division.

An express abandonment arriving after the issue fee has been
paid and the patent to issue hasreceived its date and number will
not be accepted without a showing of one of the rcasons
indicated in 37 CFR 1.313(b), or else a showing under 37 CFR
1.183 justifying suspension of >37 CFR<* 1.313.

711.06 Abstracts, Abbreviatures and
Defensive Publications [R-6]

Abstracts were prepared and published in accordance with the
Notice of January 25, 1949, 619 O.G. 258. Each abstract
includes a summary of the disclosure of the abandoned applica-
tion, and in applications having drawings, a figure of the
drawing. ‘The publication of such abstracts was discontinued in
1953.

ABBREVIATURES

Abbreviatures were prepared and published in accordance
with the procedure indicated in the Notice of October 13, 1964,
808 O.G. 1. Each abbreviature contains a specific portion of the
disclosure of the abandoncd application, preferable a detailed
representative claim, and, in applications having drawings, a
figure of the drawing. The publication of such abbreviatures was
discontinued in 1965.

58




**>An< apphcauon is Taid open for public mspectmn 1aid
open >under the Defensive Publication Program and the appli-~
cantprowsxonallyabandonsmeappllcanon retmnmg<ngh:sto,
anmterferenceforahmuedpenodofﬁve yearsfromthemhest ’

effective U.S. filing date.

The defensive publication of an apphcauon precluded a con- ,

tinuing application (divisional, continuation-in-part, or con-
tinuation) filed under 35 U.S.C. 120 from being entitled to the
benefit of the filing date of the defensively published applica-
tion unless a continuing application is filed within thirty (30)
months after the eariiest effective U.S. Filing date. Where a
similar application is not filed until after expiration of the thirty
(30)ymonth period, the application >was<* examined, butit may
not claim the benefit of the earlier filing date of the defensive
publication application. The examiner should require the can-
cellation of any claim or statement intended to obtain the benefit
of the earlier filing date in such cases, objecting to its inclusion
on the ground of estoppel.

If a first continuing application was filed within 30 months
from the earliest U.S. effective filing date of the application
published under the Defensive Publication Program, later
copending continuing applications (such as divisions if restric-
tion is required during the prosecution of the first continuing
application) >were<* not barred and >could<* be filed during
the pendency of the first continuing application, even though
beyond the 30 month period, without loss of the right to claim
the benefit of the filing date of the Defensive Publication
application.**

The Defensive Publication Abstract and a selected figure of
the drawing, if any, were published in the Official Gazetse.
Defensive Publication Search Copies, containing the defensive
publication abstract and suitable drawings, if any, were pro-
vided for the application file, the Public Search Room and the
examine;:’s search files.

The defensive publication application files are maintained in
the Record Room. **

Defensive Publication Application Interferences

During the five year period from its earliest U.S. effective
filing date, interferences may be declared between defensive
publication applications and other applications and/or patents in
accordance with existing interference rules and procedures.

Examiners search the Defensive Publication Search Coniesin
the rcgular patent search files, when making patentability
searches. Where the claims of 2 defensive publication applica-
tion recite substantially the same subject maiter as the allowed
claims, the allowed claims should be suggested for interference
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publication application would render the express abandonment N
ineffective bt would notresultin the’ ssuance of an enforceable
patent. The examiner cancels by exzniner’s ameéndment all the’
claims in the case except those awarded to applxcant and sends’
the case toissue. The Nouce of Allowarice in these cases will be
accompamed by a statément informing the applicant that when -
the issue fee is remitted, a disclaimer of the entire term of the
patent to be granted, must be mcluded in accordance with 35
U.S.C. 253.

Distinct nunibers are assigned to all Defensive Publications
published December 16, 1969 through October 1980, for ex-
ample.

T 869 001 ,
I b— — Number serics, 001-999 available monthly.
— 0.G. volume number,
— Documents category, T for Technical
disclosure.

For Defensive Publications published or and after November
4, 1980, a different numbering system is used.
The revised numbering system is as follows:

T XXX XX

| I L. Sequential Document Number
Official Gazette Volume Number
Document Category. “T” denotcs

Technical Disclosure

Defensive Publications are included in subclass lists and
subscription orders. The distinct numbers are used for all
official reference and document copy requirements.

A conversion table from the application scrial number to the
distinct number for all Defensive Publications published before
December 16, 1569 appears at 869 O.G. 687.

711.06(a) Citation and Use of Abstracts,
Abbreviatures and Defensive
Publications as References

It is important that abstracts, abbreviatures and defensive
publications (O.G. Defensive Publication and Defensive Publi-
cation Search Copy) be referred to as publications.

These printed publications are cited as prior art under 35
U.S.C. 102(a) or 102(b) effective from the date of pubiication in
the Official Gazette. Sce Ex parte Osmond, 191 USPQ 334 (Bd.
Appl. 1973) and In re Osmond, 191 USPQ 340, (Bd. Appl.

1976).
An application or portion thercof from which an abstract,
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e MANUAL L OF PA 'E.N'r EXAMINING PROC‘EDURE |

* ments.” Abstracts and Abbrevmmres'
Refereaces in Lhe cxtauon thereof as follow e

(a) Abstracts and Abbrevxatmes Brown (absﬁ’act or abbre: -
viaturej of Serial No. ........ ﬁled cersmanareneey pubhshed in O G

......... . om (list classxﬁcanon)

®) Agphcanons or designated portions thereof abstracts ab-

breviatures  and defensive pubhcanons Jones, Apphcaﬂon :
Sena}?\o ........ Jfiled...ene.e. ,1aid open to public inspectionon
............... asnoted at .......... O.G. {portion of application relied

on) list classification; if any).

712 Abandonment for Failure To Pay Issue
Fee [R-6}

37 CFR 1.316. Application abardoned for failure to pay issue fee.

(a} If the issue fee is not paid within 3 months from the date of the notice of
allowanzz, the application will be regarded as abandoned. Such an abandoned
application will not be considered as pending before the Patent and Tradcmark
Office.

(&) The Cammissioner may accept the payment of the issue fee later than three
months 2fter the mailing of the notice of aliowance as though no abandonment
had ever ccrurred if upon petition the delay in payment is shown to have been
unavoidable. The petition to accept the delayed payment must be promptly filed
after the applicant is natified of, or ctherwise becomes aware of, the abandon-
ment, zné must be accompanied by (1) the issue fee, unless it has been
previously submitted, (2) the fee for delayed payment (§ 1.17(1)), and (3) a
¢! swing that the delay was unavoidable. Such showing must be a verified
showing if made by a person not registered to practice before the Patent and
Trademark Office.

{c) The Commissionermay, upon petition, accept the payment of the issue fee
later than three months after the mailing of the notice of allowance as though no
abzndemment had ever occursed if the delay in payment was unintentional. The
petition 1o zceept the delayed payment meust be filed within one year of the date
on which the application became abandoned or be filed within three months of
the date of the first decision on a petiticn under paragraph (b) of this section
which was filed within one year of the date of abandonment of the application.
Thepetision waccept thedelayed payment must be accompanied by (1 )the issue
fee, untzss it has been previously submitted, (2) the fee for unintentionally
delayed peyment (§ 1.17(m)), and (3) a statement that the delay was
unintenticnal. Such statement must be a verified statement if made by 2 person
not registered to practice before the Patent and Trademark Office. The Commis-
sioner may require additional information where the abandomment was
unintestional. The three-month pesiod from the date of thefirst decision referred
to ins this paragraph may be extended under the provisions of § 1.136(z), but no
further extensions under § 1.136(b) will be granted, Petitions to the Commis-
sioner under § 1.183 1o waive any time periods for requesting revival of an
unintentionally abandoned application will not be considered, but will be
retumed o the applicant,

(d) Any petition pursuant to paragraph (b) of this section not filed within six
moriths of the date of abandoament must be accompanied by a terminal
digclsimer with fee under § 1,321 dedicating to the public & terminal pani of the
term of eny patent granted thereon equivalent to the period of abandonment of
the application.

>35 U.S.C.<*41(a)7 establishes two different fees for filing
petitions with diffcrent standards to accept the delayed payment
of the fee for issuing a patest. The fees set forth in this section
are due on filing the petition. Since the section provides for two

alternative fees with different standards, the section permits the
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Ixsted nder “Oth

prevent abuse and i injury to the pubhc the Commxssnoner can '
require a tenmnal disclaimer eqmvalent to the penod of aban-
donment and: requu'e apphcants to act promptly after becommg
aware of the abandonment >37 CFR 1 l7(1)<* estabhshes afee
of $56 for filing a petition under section 151 of title 35 in
accordance with standards ** requiring that the delay in pay-
ment of the issue fee, be unavondable Under this section a
petition accompanied by either a fee of $560 or a fee of $56
would not be granted where the failure to pay the fee for issuing
the patent was intentional as opposed 1o being unintentional or
unavoidable. **

37 CFR 1.316 implements the statutory provisions of 35
U.8.C. 41(a) with regard to petition fees for revival of applica-
tions abandoned for failure to pay the issue fee. Paragraph (b)
provides for petitions for revival with the fee in >37 CF™ <*
1.17(1) where the delay in payment was unavoidable, indica.es
that the petition must be promptly filed, and states when show-
ings that the delay was unavoidable must be verified. Paragraph
(c) provides for petitions for revival with the fee in >37 CFR <*
1.17(m) where the delay was unintentional. Paragraph (c) also
indicates when such petitions can be filed. Paragraph (d) re-
quires a terminal disclaimer **>if a grantable petition under 37
CFR 1.316(b) is not filed within six months of the date of
abandonment. The period to be disclaimed must equal the
number of months between the date of abandonment and the
date a grantable petition is filed. The terminal disclaimer should
employ the format referred to in MPEP § 711.03(c}. See MPEP
§ 711.03(c) for a general discussion of petitions relating to
abandonment.<

713 Interviews

The personal appearance of an applicant, attorney, or agent
before the examiner or a telephone conversation between such
partys presenting matters for the Iatter’s consideration is consid-
ered an interview.

713.01 General Policy, How Conducted

37 CFR 1.133. [nterviews.

(a) Interviews with examincrs conceming applications and other matters
pending before the Office must be had in the examiners’ rooms at such times,
within office hours, as the respective examiners may designate. Interviews will
not be permitied at any other time or place without the authority of the Commis-
sioner. Interviews for the discussion of the patentability of pending applications
will not be had before the first official action thereon, Interviews should be
arranged for in advance.

(b) In every instance where seconsidesation is requested in view of an
interview with an cxaminer, a complete written statement of the reasons
presented at the interview as warranting favorable action must be filed by the
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gc
tion will be present and available i the Office, When 2 smnd
art unit is involved (Patentability Report), the availability of the

second examiner should also be. checked (See >MPEP< §
705. Ol(t) ) An appointment fo: msermew once arranged should,

be kept. Many applicants and attorneys plan trips to Washmgmn
in reliance upon such appointments. When, after an appoint-
ment has been made, circumstances compel the absence of the
examiner or examiners necessary 1o an effective interview, the
other party should be notified immediately so that substitute
arrangements may be made.

When a telephone call is made 1o an examiner and it becomes
evident that a lengthy discussion will ensue or that the examiner
needs time to restudy the situation, the call should be terminated
with an agreement that the examiner will call back at a specified.
time. Such a call and all other calls originated by the examiner
should be made through the FTS (Federal Telecomrmunications
System} even though a collect call had been authorized. 1t is
helpful if amendments and other papers, such as the letter of
transmittal, include the complete telephone number with area
code and extension, preferably near the signature of the writer.

The unexpected appearance of an astomey or applicant re-
questing an interview without any previous notice to the exam-
iner may well justify hisrefusal of the interview at that time, par-
ticularly in an involved case.

An examiner’s suggestion of allowable subject matter may
justify indicating the possibility of an interview to accelerate
early agreement on allowable claims.

An interview should be had only when the nature of the case
is such that the interview could serve to develop and clarify
specific issues and lead to a mutual understanding between the
examiner and the applicant, and thereby advance the prosecu-
tion of the application. Thus the attorney when presenting
himself or herself for an interview should be fully prepared to
discuss the issucs raised in the Office action. When itis obvious
that the attorney is not so prepared, an interview should not be
permitted. It is desirable that the attorney or applicant indicate
in advance what issues he or she desires (o discuss at the
interview.

Examiners should avoid unnecessary interruptions during
interviews with attorneys or inventors. In thisregard, examiners
should notify their receptionist, immediately prior to an intes-
view, to not complete incoming telephone calls unless such are
of an emergency nature. As appropriate, examiners should
familiarize themselves with the status and existing issues in an
application or reexamination praceeding before an interview.

‘The examiner should not hesitate to state, if such be the case,
that claims presented for consideration at the interview require
further search and study. Nor should the examiner hesitate to
conclude an interview when it appears that no common ground
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EEXAMINAW OF APPHCATIDN S ; :
~ canbe: reacbed nor: when 1tbecomes appamnt that the appiwa—zf |

" examiner. However; the examiner:should attempt (o; ‘ndenufy. :
- issues and resolve dnfferences durmg the mtervnew as much as '3 ‘

o ; possnble

tion requires | funhcr amendm«,,nt oran additional acmm by th

Tris‘the:! responsxbxhty of: both pames to the mtcmew to see
that it is not extended beyond a reasonable period, usually not":
longer than thirty minutes: Itis the duty of thepnmary examiner
to:see that an interview is'not-extended beyond-a reasonable”
period-even when: he does not: personally pamcxpate in: the f
interview.: =

Durmg an interview wnh an apphcam who is prosecutmg his
or her own case and is not familiar with Office procedure the
examiner may make suggestions that will advance the prosecu-
tion of this case; this lies wholly within his or herdiscretion. Too -
much time, however, should notbe allowed for such interviews.

Examiners may grant one interview after final rejection, See
>MPEP< § 713.09.

Where the response to a first complete action includes a
request for an interview or a telephone consultation to be
initiated by the examirer, or where an out-of-town attormey
under similar circumstances requests that the examiner defer
taking any further action on the case until the atiorney’s next
visit to Washington (provided such visit is not beyond the date -
when the Office action would normally be given), the examiner,
as soon as he or she has considered the effect of the response,
should grant such request if it appears that the interview or
consultation would resuit in expediting the case to afinal action.

Where agreement is reached as a result <7 an interview,
applicant’s representative should be advised that an amendment
pursuant to the agreement should be promptly submitted. If the
amendment prepares the case for final action, the examiner
should take the case up as special. If not, the case should await
its turn.

Consideration of a field amendment may be had by hand
delivery of a duplicate copy of said amendment.

Early communication of the results of the consideration
should be made to applicant; if requested, indicate onattorney’s
copy any agreement; initial and date both copies.

Although entry of amendatory raatter usually requires actual
presence of the original paper, examiner and clerical processing
should proceed as far as practicable based on the duplicate copy.
The extent of processing will depend on each amendment.

The substance of any interview, whether in person or by
telephone must be made of record in the application. See
>MPEP< § 713.04.

>VIEWING OF VIDEO TAPES DURING INTERVIEWS

The Patent and Trademark Office has video tape equipment
available in the facilities of the Patent Academy for viewing
video tapes from applicants during interviews with patent
examiners,

The video tape equipment may use VHS and UHS (3/4 inch
tape) cassettes,

Attorneys or applicants wishing to show a video tape during
an examiner interview must be able to demonstrate that the

Rev, 6, Oct. 1987



"3.713‘02

, fcmmmﬂhevxdeo tape has a bmng onan’ mnsm’xdmg issue
i theapphmonaudns viewing will advance the prosecnuon %
- of the application. Prior approval. of viewing of a video tape-
during an interview must be granted by the Supervisory Primary
'Examiner. Also, use of theroom and equipment must be granted -

‘by.the Traamng Manager o, avoxd any confhcl; wnh the Patent
. Academy. .

-Requeésts. m use vuieo mpe vwwmg eqmpment for an mterQ

view should be made at Ieast one week in advance to allow the
Patent Academy staff sufficient time to ensure the availability
and proper scheduling of both a room and equipment..

Interviews using Office video tape equipment will be held
only in the Patent Academy facilities located in One Crystal
Park, Room §02. Attomeys or applicants should not contact the
Patent Academy directly regarding availability and scheduling
of video equipment. All scheduling of rooms and equipment
should be done through and by the examiner conducting the
interview <

EXAMINATION BY EXAMINER OTHER THAN THE
ONE WHO CONDUCTED THE INTERVIEW

Sometimes the examiner who conducted the interview is
transferred to another group or resigns, and the examination is
continued by another examiner, If there is an indication that an
interview had been held, the second examiner should ascertain
if any agreements were reached at the interview, Where condi-
tions permit, as in the absence of a clear esror or knowledge of
other prior art, the second examiner should take a position
consistent with the agreements previously reached. See
>MPEP< § 812.01 for a statement of telephone practice in
restriction and election of species situations.

713.02 Interviews Prior to First Official
Action

Prior to filing, no interview is permitted. However, in the
examiner’s discretion, a limited amount of time may be spentin
indicating the field of search to an attorney, searcheror inventor.

A request for an interview prior o the first Office action is
ordinarily granted in continuing or substitute applications. A
request for an interview in all other applications before the first
action is untimely and will not be acknowledged if written, or
granted if oral; 37 CFR 1.133 (a).

SEARCHING IN GROUP

Search in the group art unit should be permitted only with the
consent of a primary examiner,

EXPOUNDING PATENT LAW

The Patent and Trademark Office cannot act as an expounder
of the patent law, nor as a counsellor for individuals.

713.03 Interview for “Sounding Out”
Examiner Not Permltted
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Intemewsthataresolelyfarthepmposeof“swndmgout"thefj’
~.examiner, as by a local attorney  acting for an out-of-town
~ attorney, should not be permitted when it is apparent that any
agreement that would be teached is condmonal upon bemg‘

sausfaclory o thc pnncnpal attomey

713 04” Substance of In er‘v1ew Must Be
Made of Record [R-6] ,

A complete written statementas to the substance of any face-

to-face or telephione interview with regard to an application
must be made of record in the application, whether or not an
agreement with the examiner was reached at the interview. See
37 CFR 1.133(b), >MPEP< § 713.01.

37CFR 1.133 [nterviews

LE R R

(b) In every instance where reconsideration is requested in view of an
interview with an examiner, a complete wriiten statement of the reasons pre-
sented at the interview as warranting favorable action must be filed by the
applicant. An interview does not remove the necessity for response to Office
actions as specified in §§ 1.111, 1.135.

37 CFR 1.2 Busiress to b= transacied in writing.

All business with the Patent and Trademark Office should be transacted in
writing. The personal atiendance of applicants ortheir attomeys or agents atthe
Patent and Trademark Office is unnecessary. The action of the Patent and
Trademark Office will be based exclusively on the written record in the Office.
No attention will be paid to any alleged oral promise, stipulation, orunderstand-
ing in relation to which there is disagreement or doubt.

The action of the Patent and Trademark Office cannot be
based exclusively on the written record in the Office if that
record is itself incomplete through the failure to record the
substance of interviews,

It is the responsibility of the applicant or the attorney or agent
to make the substance of an interview of record in the applica-
tion file, unless the examiner indicates he or she will do so. Itis
the examiner’s responsibility to see that such a record is made
and to correct material inaccuracies which bear directly on the
question of patentability.

Examiners must complete a two-sheet carbon interleaf Inter-
view Summary Form for each interview** where a matter of
substance has been discussed during the interview by checking
the appropriate boxes and filling in the blanks in neat handwrit-
ten form using a ball point pen. Discussions regarding only
procedural matters, directed solely to restriction requirements
for which interview recordation is otherwise provided for in
>MPEP< § 812.01, or pointing out typographical errors in
Office actions or the like, are excluded from the interview
recordation procedures below.,

The Examiner Interview Summary Form PTOL — 413 shalt
be given an appropriate paper number, placed in the right hand
portion of the fife, and listed on the “Contents” list on the file
wrapper. ** In a personal interview, the duplicate copy of the
Form is removed and given to the applicant (or attorney or
agent) at the conclusion of the interview. In the case of a
telcphonic intcrview, the copy is mailed to the applicant’s
correspondence address either with or prior to the next official
communication. If additional correspondence from the exam-
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mer isnot hkely before an aIlo
t;,jdic:,axa;gnqlggrtn;sm!fi. .; :

— Name of examiner

— Date of interview .

. Type of interview (personal or telephomc)

— Name of participant(s) (applicant, attorney or agent, etc.)

— An indication whether or not an exhibit was shown or a
demonstration conducted = - -

— An 1denuficauon of the. clanms dzscussed

—An Menuﬁcauon of the specific prior art discussed

— Anindication whether an agreement was reached and 1f so,
adescription of the general nature of the agreement (may be by
attachment of a copy of amendments or claims agreed as being
allowable). (Agreements as to allowability are tentative and do
not restrict further action by the examiner to the comrary )

—The signature of the examiner who conducted the interview

— Names of other Patent and Trademark Office personnel
present.

TheFormalso comamsastatememrenundmg the apphcam of
his or her responsibility to record the substance of the interview.

It is desirable that the examiner orally remind the applicant of
his or her obligation to record the substance of the interview in
each case uniess both applicant and examiner agree that the
examiner will record same. Where the examiner agrees torecord
the substance of the interview, or when it is adequately recorded
on the Form or in an attachment to the Form, the examiner will
check a box at the bottom of the Form informing the applicant
that he or she need not supplement the Form by submitting a
separate record of the substance of the interview.

Itshould be noted however, that the Interview Summary Form
will not be considered a complete and proper recordation of the
interview unless it includes, or is supplemented by the applicant
or the examiner to include, all of the applicable items required
below concerning the substance of the interview.

The complete and proper recordation of the substance of any
interview should include at least the following applicable items:

(1) A brief description of the nature of any exhibit shown or
any demonstration conducted,

(2) an identification of the claims discussed,

(3) an identification of specific prior art discussed,

(4) an identification of the principal proposed amendments of
a substantive nature discussed, unless these are already de-
scribed on the Interview Summary Form Completed by the
examiner,

(5) the general thrust of the principal arguments of the appli-
cant and the examiner should also be identified, even where the
interview is initiated by the examiner. The identification of
arguments need not be lengthy or elaborate. A verbatim or
highly detai'zd description of the arguments is notrequired. The
identification of the arguments is sufficient if the general nature
or thrust of the principal arguments can be understood in the
context of the application file. Of course, the applicant may
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(7) if: appropnate the general resuhs or outcome of the mter-:’.‘f R
view.unléss already: descnbed m ‘the' Intemew Summary Form g
completed by the éxaminer." " i e
Examiners are expécted:to carefully Teview' the applxcant s .
record of the' substance of an:interview. If the record is not
complete or accurate; the examinér will.give the applicant =+
one month from the date of the notifying:letter or the
remainder of any period for response, whichever is longer, to -
complete the response and thereby avoid abandonment of the -
application by using Form paragraph7.84 (37 CFR 1.135(c)).

7.84 - Amendment is Nor-Responsive ta Interview

The communication filed on [1] is non-responsive because it fails to include
& complete or accurate record of the substance of the [2] interview. [3]

APPLICANT IS GIVEN A ORE MONTH TIME LIMIT FROM THE
DATE OF THIS LETTER, OR UNTIL THE EXPIRATION OF THE PERIOD
FOR RESPONSE SET IN THE LAST OFFICE ACTION, WHICHEVER IS
THE LONGER, TO COMPLETE THE RESPONSE. NO EXTENSION OF
THIS TIME LIMIT MAY BE GRANTED UNDER EITHER 37 CFR 1.136 (2)

OR@®). -

Examiner Note:
In bracket 2, insert the date of the interview.
In bracket 3, explain the deficiencies.

EXAMINER TO CHECK FOR ACCURACY

Applicant’s summary of what took place at the interview
should be carefully checked to determine the accuracy of any
argument or statement attriputed to the examiner during the
interview. If there is an inaccuracy and it bears directly on the
question of patentability, it should be poinied out in the next
Office letter. If the claims are allowable for other reasons of
record, the examiner should send a letter setting forth his or her
version of the statement attributed to him or her.

If the record is complete and accurate, the examiner should
piace the indication “Interview record OK” on the paper record-
ing the substance of the interview along with the date and the
examiner’s initials.

7i3.05 Interviews Prohibited or Granted,
Special Situations [R-6]

Saturday interviews, sec >MPEP< § 713.01.

Except in unusual situations, no interview is permitted after
the brief onappeal is filed or afteracase hasbeen passed toissue.

An interview may be appropriate before applicant’s first
response when the examiner has suggested that allowable
subject matter is present or where it will assist applicant in
judging the propriety of continuing the prosecution.

Office employces are forbidden to hold cither oral or written
communication with an unregistered or a disbarred attorney
regarding an application unless it be one in which said attorney
is the applicant. Sce >MPEP< § 105.

Interviews are frequently requested by persons whose creden-
tials are of such informal character that there is serious question
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do not have in their possession-a copy of the application file. A

- MERE POWER TO INSPECT IS NOT SUFFICIENT AU--
THORITY FOR GRANTING AN- INTERVIEW INVOLV-,:

ING. THE MERITS OF THE APPLICATION.- :

However, interviews may be gramedmregxstered mdmdua]s
who are kniown to be the local representatives of the attorney in
the case, even thoughapower of attorney to them isnotof record
in the particular application. When prompt action is important
an interview with the local representative may be the only way
to save the application from abandonment. (See >MPEP< §
408.)

Ifaregistered individual seeking the interview has in his orher
possession a copy of the application file, the examiner may
accept his or her statement that he or she is authorized to
represent the applicant under 37 CFR 1.34 or is the person
named as the attorney of record.

Interviews normally should not be granted unless the request-
ing party has authority to bind the principal concerned.

The availzhility of personal interviews in the “Conference
Period”, which is the time between the filing of applicant’s
thorough first response and a concluding action by the the
examiner, for attorneys resident or frequently in Washington is
obvious. For others more remote, telephone interviews may
prove valuable. However, present Office policy places great
emphasis on telephone interviews initiated by the examiner to
attorneys and agents of record. See >MPEP< § 408.

The examiner, by making a tefephone call, may be able o
suggest minor, probably quickly acceptable changes which
would result in allowance. If there are major questions or
suggestions, the calf might state them concisely, and suggesta
further telephone or personal interview, at a prearranged later
time, giving applicant more time for consideration before dis-
cussing the points raised.

For an interview with an examiner who does not have nego-
tiation authority, arrangements should always include an exam-
iner who does have such awthority, and who is familiar with the
case, so tha: authoritative agreement may bereached at the time
of the interview.

GROUPED INTERVIEWS

For attorneys remote from Washington who prefer personal
interviews, the grouped interview practice is effective. If in any
case there is a prearranged interview, with agreement to file a
prompt supplemental amendment pusting the case as nearly as
may be in condition for concluding action, prompt filing of the
supplemental amendment gives the case special status, and
brings it up for immediate special action.

713.06 NolInter Partes Questions Discussed
Ex Parte [R-6]

The examiner may not discuss inter partes questions ex parte
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~mwmxackpmpemumuwﬁommeappucmf 713»07 Exposure of Other Cases [R- 6]”,,:

or attorney of record in the form of a paper on file in the case or:

Pnor to i ten zew: the examiner should arrange hxs or her ,4
desk so that all files, drawings and other; papers, except those
necessary in the interview, are placed out of vzew See >MPEP<
§ 101, ,

713.08 Demonstration, Exhib‘i‘ts,,ffMod"els

The invention in question may be exhibited or demonstrated
during the interview by a model thereof. A model received by
the examiner from the appllcant or his or her attorney must be
properly recorded on the “Contents” portion of the application
file wrapper. Sez >MPEP< §§ 608.03 and 608.03(a).

Oftentimes a model or exhibit is not given into the custody of
the Office but is brought directly into the group by the attomey
solely for inspection or demonstration during the course of the
interview. This is permissible. Demonstrations of apparatus or
exhibits too large to be brought into the Office may be viewed
by the examiner outside of the Office, (inthe Washington area)
with the approval of the supervisory primary examiner. It is
presumed that the witnessing of the demonstration or the re-
viewing of the exhibit is actually essential in the developing and
clarifying of the issues involved in the application,

713.09 Finally Rejected Application [R-6]

Normally, one interview after final rejection is permitted.
However, the intended purpose and content of the interview
must be presented briefly, either orally or in writing. Such an
interview may be granted if the examiner is convinced that
disposal or clarification for appeal may be accomplished with
only nominal further consideration. Interviews merely to restate
arguments of record or to discuss new limitations which would
require more than nominal reconsideration or new search
should be denied. See >MPEP< § 714.13.

713.10 Interview Preceding Filing Amend-
ment Under Section 1.312 [R-6]

After a case is sent to issue, it is technically no longer under
the jurisdiction of the primary examiner, 37 CFR 1.312. An
interview with an examiner that would involve a detailed con-
sideration of claims sought to be entered and perhaps entailing
a discussion of the prior art for determining whether or not the
claims are allowable should not be given. Obviously an appli-
cant is not entitled to a greater degree of consideration in an
amendment presented informally than is given an applicant in
the consideration of an amendment when formally presented,
particularly since consideration of an amendment filed under
>MPEP< § 1.312 cannot be demanded as a matter of right,

Requests for interviews on cases already passed to issue
should be granted only with specific approval of the group
director upon a showing in writing of extraordinary circum-
stances.
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T 14 Amendments, Appllcant’s Actlon {R-6]

‘37 CFR 1
"~ The apphcam may dmend before orafierthe first examination and sction and
also afterthe second or subsequent examinaticn or reconsideration as specified

in'§ 1.112 or when and as specifically required by the examiner.:The patent
ownermyammdmaccoxdance with§§1.5 lO(e)mdl.530(b)pnortoreexmu
nation, snd during reexamination proceedmgs in amrdmce with §§ l l 12 md -

1116

Seealso >MPEP< §714. 12 .
For amendments in reexamination proceedmgs see >MPEP<
§§ 2250 and 2266. .

714.01 Sngnatures to Amendments [R-6]

To facilitate any telephone call that may become necessary, it
is recommended that the complete telephone number with area
codeand extension be given, preferably near the signature. Note
>MPEP< §§ 605.04 to 605.05(a) for a discussion of signatures
to the application.

714.01(a) Unsigned or Impro erly Signed
Ame%ldment [Rp 6] P &

An unsigned amendment or one not properly signed by a
personhaving authority to prosecute the case is notentered. This
applies, for instance, where the amendment is signed by one
only of two applicants and the one signing has not been given a
power of attorney by the other applicant.

If copies (carbon or electrostatic) are filed, the signature must
be applied after the copies are made. >SMPEP< § 714.07.

An amendment filed with a copy of a signature rather than an
original signature, may be entered if an accompanying transmit-
tal letter contains a proper original signature.

When an unsigned or improperly signed amiendment is re-
ceived the amendment will be listed on the file wrapper, but not
entered. The examiner will notify applicant of the status of the
case, advising him or her to fumish a duplicate amendment
properly signed or toratify the amendment already filed. Appli-
cant has either the time remaining in the period for response or
may take advantage of the extension of time provisions of >37
CFR<* 1.136{a), to file any supplemental response (37 CFR
1.135, >MPEP< § 711).

Applicants may be advised of unsigned amendments by use of
Form Paragraph 6.35.

6.35 Amendment is Unsigned

The proposed [1] filed on [2] has not been entered because it is unsigned.
Applicant is given either the time remaining in the response period of the last
Office sction or a ONE month time limit from the date of this letter, whichever
is the fonger, within which to supply a duplicate paper or ratification, properly
signed, NO EXTENSION OF THIS TIME LIMIT MAY BE GRANTED
UNDER EITHER 37 CFR 1.136 (3) OR (b) **.

Examiner Note:
In ihe first “bracket” insert (1) amendment (2) substitute Gath (3) substitute

Declara.ion whichever is applicable.

Sometimes problems arising from unsigned or improperly
signed amendments may be disposed of by calling in the local
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;f:reprwmwuveof meatwmeyof record,smceheorshemayhave
 the authority to sign the amendment. Listings of local represens :
- tatives of, out-of-town attomeysarekept avallable in, the variou!

714,02

group directors’ offices.. s

An amendment signed by a person. whose name is. known to-
have been: removed from the registers of attorneys. and agents. .
under the provisions of 37 CFR§ 1 347 or § 1.348 is not
entered. The file and unentered amendment are submitted to -
the Office of **>Enrollment and Dlsclplme< for appropriate
action,

714. Ol(c) Slgned b{zAttorney Not of
Record [ ‘

See >MPEP< § 405. A registered attorney or agent acting in
arepresentative capacity under 37 CFR 1.34, may sign amend-
ments even though he does not have a power of attorney in the
application. See >MPEP< § 402,

714.01(d) Amendment Signed by All)! plicant
But Not by Attorney of Record

If an amendment signed by the applicant is received in an
application in which there is a duly appointed attorney, the
amendment should be entered and acted upon. Attention should
becalledto37 CFR 1.33(a) in patent applications and to 37 CER
1.33(c) in reexamination proceedings. Two copies of the action
should be prepared, one being sent to the attorney and the other
direct to applicant. The notation: “Copy to applicant” should
appear on the original and on both copies.

714.02 Must Be Fully Responsive [R-6]

37 CFR 1.111. Reply by applicant or patent owner.

(a) Afier the Office action, if adverse in any respec, the applicant or patent
owner, if he or she persists in his or her application for a patent or reexamination
proceeding, must reply thereto and may request reconsideration or further
examination, with or without amendment.

(b) In order to be entitled to reconsideration or further examination, the
applicant or patent owner must make request therefor in writing. The reply by
the applicant or patent owner must distincily and specifically point out the
supposed ervors in the examiner's action and must respond to every ground of
objection and rejection in the prior Office action. If the reply is with respectio
an application, 2 request may be made that objections or requirements asto form
not necessary to further consideration of the claims be held in abeyance until
allowable subject matter is indicated. The applicant's or patent owner's reply
must appear throughout to be a bona fide attempt to advance the case to final
action. A general allegation that the claims define a patentable invention without
specifically pointing out how the language of the clasims patentably distin-
guishes them from the references does not comply with the requirements of this
section.

(c)In amending in response to & rejection of claims in an application or patent
undergoing reexamination, the applicant or patent owner must clearly point out
the patentable novelty which he or she thinks the claims present in view of the
state of the art disclosed by the references cited or the objections made. He or
she must also show how the amendments avoid such references or objections.
(See §§ 1.135 and 1.136 for time for reply.)

In all cases where response to a requirement is indicated as
necessary to further consideration of the claims, or where
allowable subject matter has been indicated in an application, a
complete response must either comply with the formal require-
ments or specifically traverse each one noi complied with,
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. the ments is uot sharp, and the determmau
case: may ‘requireth;

37 CFR 1.119 Amendment of claxm:

The claims ¢ may be amcnded by amcclmg pamcular clarms by prcsenung. ,
new claims, or by rewriting particular claims as indicated in§ 1.121. Thére-

quirements of § 1.111 must be complied with by pointing out the specific dis-
tinctions believed 16 render-the /claims patemtable over the refefences in
presenting agguments in support of new claims and amendments.

An amendment submitted after a second or subsequent non-

final action on the merits which i is otherwise responsive but

which increases the number of claims drawn to the i invention
previously acted upon is not to be held non-responsive for that
reason alone. (See 37 CFR 1.112, >MPEP< § 706.)

The prompt development of a clear issue requires that the
responses of the applicant meet the objections to and rejections
of the claims. Applicant should also specifically point out the
support for any amendments made to the disclosure. Sec
>MPEP< § 706.03(n).

An amendment altempting to “rewrite” aclaim in the manner
set forth in 37 CFR 1.121(b) may be held non-responsive if it
uses parentheses, (), where brackets, { ], are called for; see
>MPEP< § 714.22.

Responses 1o requirements [0 restrict are treated under
>MPEP< § 818.

714.03 Amendments Not Full{‘Responsnve
Action To Be Taken [R-6]

if there is sufficient time remaining in the six-month statutory
pericd or set shorntened statutory period when applicant’s
amendment is found to be not fully responsive to the last Office
action, a letter should at once be sent applicant pointing out
wherein his or her amendment fails to fully respond coupled
with a warning that the response must be completed within the
time period in order to avoid the question of abandonment. See
>MPEP< § 714.05.

Where a bona fide response to an examiner’s action is filed
before the expiration of a permissible period, but through an
apparent oversight or inadvertence some point necessary to a
complete response has been omitted — such as an amendment
or argument as to one or two of several claims involved or
signature to the amendment — the examiner, as soon as he or she
notes the omission, should require the applicant to complete his
crher response within a specified time limit (usually one month)
if the period has alrcady expired or insufficient time is left to
take action before the expiration of the period. If this is done the
application should not be held abandoned even though the
prescribed period has expired.

Under 37 CFF. 1.135(c), the missing matter or lack of compli-
ance must be considered by the examiner as being “inadver-
tently omitted”. Once an inadvertent omission is brought to the
attention of the applicant, the question of inadvertence no longer
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. msrswdupcmpnortoanymdlcauonofal!owablesubjectmatter g by
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au‘uruehdment ptesmtmg -additiona!. clanms, the apphcant isi
by th ‘Ietk m"form PTOL-319 ‘_Seer>MPEP< §§607

The examiner must exercise discretion in applymg the prac-' "
tice under >37 CFR<*1 I3S(c) 10: safeguard agamst abuses
thereof; =

The pracuce ouﬁmed above does not apply where there has ‘
been a deliberate omission of some necessary part of acomplete
response. For example, if an election ‘of ‘species has been
required and applicant does not make election because he or she
holds the requirement to be wrong, the amendment oniits face is
nota“bonafideattempttoadvance thecaseto final action” (>37
CFR<* 1.135(c)), and the examiner is without authority to
postpone decision as 1o abandonment,

If there is ample time for applicant’s reply to be filed within the
time period, no reference is made to the time for response other
than to riote in the letter that the response must be completed
within the period for response dating from the last Office action
or within any extension pursuant to >37 CFR<* 1.136(a).

Form Paragraph 7.95 may be used where a bona fide

response is not ennrely responsxve.

7.95 Non-Resporsive Amendments

The communication filed on [1] is non-responsive to the prior Office action
because [2], Since the response appears to be bona fide, but through an apparent
oversight or inadvertence failed to provide a complete response, applicant is
required to complete the response witkin a time limit of one month from the date
of this Ietter or within the time remaining in the response period of the ast Office
action, whichever is the longer. NO EXTENSION OF THIS TIME LIMIT
MAY BE GRANTED UNDER EITHER 37 CFR 1.136 (a) OR (b) BUT THE
PERIOD FOR RESPONSE SET IN THE LAST OFFICE ACTION MAY BE
EXTENDED UP TO A MAXIMUM OF 6 MONTHS.

Examiner Note:

This practice does not 2pply where there has been a deliberate omission of
some necessary part cf 2 complelc response.

Under such cases, the examiner has no authority to grant an extension if the

pesiod for response has expired. See form paragraph 7.91.

714.04 Claims Presented in Amendment
With No Attempt To Point Qut Patentable
Novelty [R-6]

In the consideration of claims in an amended case where no
attempt is made to point out the patentable novelly, the claims
should not be allowed. (Sec 37CFR 1,111, >MPEP< § 714.02.)

An amendment failing to point out the patentable novelty
which the applicant believes to exist in his case may be held to
be non-responsive and a time limit sct to furnish a proper
response if the statutory period has expired or almost expired
(>MPEP< § 714.03). However, if the claims as amended are
clearly open to rejection on grounds of record, a final rejection
should generally be made.

714.05 Examiner Should Immediately
Inspect [R-6]
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- ﬁhng 0 ’detenmne whether ‘they are com

‘the precedmg Office action soas o pmvemabandonment ofthe

i apphcauon If found madequate, -and sufficient'time remains,
" applicant should beé notified of the deficiencies and warned to
complete the response wnhm the penod See >MPEP< §
714.03. ;
All amended cases put on the exammer s desk should be
“inspected at once to determine: " . .

If the amendment is properly: sxgned (>MPEP< § 714 01)

- If the amendment has been filed within the statutory period,
set shortened period or time limit ( >MPEP< § 710). - -

" If the amendment is fully responsive. See >MPEP< §§‘714 03
and 714.04.

If the changes made by the amendmem warrant transfer. See
>MPEP< § 903.08(d).

If the case is special. See >MPEP< § 708.01.

If claims suggested to applicant for mterference purposes
have been insertcd.

If there is a traverse of a requirement for restriction. See
>MPEP«< § §18.03(a).

If “easily erasable” paper has been used or other non-perma-
nent method of preparation or reproduction. See >MPEP< §
714.07.

If applicant has cited references. See >MPEP< §§ 707 05(b)
and 1302.12.

If a terminal disclaimer has been filed. See >MPEP< §§
508.01, 804.02, 804.03 and 1490.

If any matter involving security has been added. See >MPEP<
§ 107.01.

ACTION CROSSES AMENDMENT

A supplemental action is usually necessary when an amend-
ment is filed on or before the mailing date of the regular action
but reaches the examining group later. The supplemental action
should be promptly prepared. It need not reiterate all portions of
the previous action that are still applicable but it should specify
which portionsare to be disregarded, pointing out that the period
for response runs from the mailing of the supplemental action.
The action should be headed “Responsive to amendment of
(date) and supplemental to the action mailed (date)”.

714.06 Aﬁne‘;}dments Sent to Wrong Group

See >MPEP< § 508.01.

714.07 Amendments Not in Permanent Ink

37 CFR 1.52(a) requires “permanent ink or its equivalent in
quality” to be used on papers which will become part of the
record and In re Benson, 1959 C.D. 5, 744 O.G. 353, holds that
documents on so-called “easily erasable” paper violate the
requirement. The fact that >37 CFR<* 1.52(a) has not been
complied with may be discovered as soon as the amendment
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o permanem copy wuhm one momh orto ordera copy tobe made -
by ithe ;Patent-and Trademark ‘Office.at-his:or her expense. = |
Physncal entry of the amendment w:ll be made from the perma- - -

nent copy.

¢« Jf there+is' no- appropriate ‘response’ within me onz month
period; a copy is made by the Patent and Trademark Office,

applicant being notified and required to remit the charges or

_authorize charging them to his deposit-account. .

In the second instance, when the: non-pennanence of lhe
amendment is discovered only when the case is reached for
acton, similar steps are taken, butaction on the case is not held
up, the requirement for a permanent copy of the amendment
being included in the Office action.

Office copier or good carbon copies on satisfactory paper are
acceptable, But seefnre Application Papers Filed Jan. 20,1956,
7060.G.4. Althoughagood copy isacceptable, signatures must
be applied after the copy is made. ‘

See >MPEP< § 608.01 for more discussion on acceptable
copies.

714.08 Telegraphic Amendment

When a telegraphic amendment is received, the telegram is
placed in the file but not entered. If a properly signed formal
amendment does not follow in due time, the applicant is notified
thatthe telegram will not be accepted asaresponse to the former
Office action. The time period for response to the Office action
continues to run and is extendable under >37 CFR<* 1,136,

The same test as to completencss of response applies o an
amendment sent by telegraph as to one sent by mail. See
>MPEP< § 714.02,

714.09 Amendments Before First Office
Action [R-6]

Anamendment filed before the first Office action, but not filed
along with the original application, does not enjoy the status of
part of the original disclosure. See >MPEP< § 608.04(b).
However, an application will be accorded a filing date based
upon identification of the inventor(s) and the submission of a
complete specification including claims and any required draw-
ings. The oath or declaration and/or filing fee can be submitted
later. Thus, in the instance where an application is filed without
the oath or declaration and such application is accompanied by
an amendment, that amendment is considered a part of the
original disclosure. The subsequently filed oath or declaration
must refer to both the application and the amendment. Any copy
of theapplication as filed must include acopy of the amendment
as well, particularly where certified copies for priority purposes
are requested.

In the case of >37 CFR<§ 1.60 or § 1.62 (unexccuted)
applications, an amendment to the specification stating that,
“This application is a division (continuation) of application
Serial No. ......or.. filed .ovvvererns ” and canceling an; irrelevant
claims as well as any preliminary amendment should accom-
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| 714 10 Clalms-Added m Excess of Fllmg
Fee {R- 6]

The patent stamte pmvxdes for:the presentauon of clalms
, addedm excessof the filing fee. On payment of anadditional fee
-(see>MPEP< § 607), these excess claims may be presented any
time after the application is ﬁled, which of course, mcludes the
nme before the first action. - i , SR

Amendment F:led Durmg

714.11
Interference Proceedings [R-6]
See >MPEP< §>2364.01<.*

714.12 Amendments After Final Rejection
or Action [R-6] "t

37 CFR 1.116. Amendmenis afier final action.

(e Afier final rejection or scion (§ 1.113) amendments may be made
canceling clsims or complying with any requirement of form which has been
made. Amendments presenting rejected claims in better form for consideration
on appezl may be edmiuved. The sdmission of, or refusal to admit, any
amendment sfter final rejection, and any proceedings relative thereto, shail not
operite to relieve the application or patent under reexamination from its
condition as subject 1o sppeal or to save the application from abandonment
under § 1.135.

(6) If amendments touching the merits of the application or patent under
reexamination are presented after final rejection, or after appeal has been wken,
or when such amendment might not atherwise be proper, they may be admitted
upon showing of good and sufficient reasons why they are necessary and were
not easlier presented.

(¢ No amendment can be made g5 a mauter of right in appealed cases. After
decision on sppeal, smendments can only be made as providedin § 1.198, or 20
carry into effect a recommendation under § 1.196.

Once a final rejection that is not premature has been entered
in a case, applicant or patent owner no longer has any right to
unrestricted further prosecution. This does not mean that no
further amendment or argument will be considered. Any
amendment that will place the case either in condition for
allowance or in better form for appeal may be entered. Also,
amendments complying with objections or requirements as o0
form are to be permitted afier final action in accordance with
>37CHFR<* 1.116(a). Ordinarily, amendments filed after the
final action are not entered unless approved by the examiner.
See >MPEP< §§ 706.07(e), 714.13 and 1207.

The prosecution of an application before the examiner should
ordinarily be concluded with the final action. However, one
personal interview by applicant may be entertained after such

final action if circumstances warrant. Thus, only one request by
applicant for a personal interview after final should be granted,
but in exceptional circumstances, a second personal interview
may be initiated by the examiner if in his judgment this would
materially aszis in placing the application in condition for
allowance.

Many of the difficulties encountered in the prosecution of
patent applications after final rejection may be alleviated if each
applicant includes, at the time of filing or no later than the first
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 MANUAL OF PATENT EXAMINING PROCEDURE

| ;7 14:13: Amendments After Final Rejection

or Act:on, Procedure Followed [R-6]

FINAL REIECTION TIME FOR RESPONSE

On Octoberl 1982 pursuamtoPublxc Law 97-247 thePatent
and Trademark Office, discontinued the previous practice in

-patent applications' of extending without fee the shortened

statutory period for response to a final rejection upon the filing
of a timely. first responsa 1o a final rejection (37 CFR 1.116).
Since October 1, 1982, applicants are able to obtain additional
time for a first or subsequent response to a final rejection by
petitioning and paying the appropriate fee under 37 CFR
1.136(a), provided the additional time does not exceed the six
month statutory period.

In order to continue to encourage the early filing of any first
response after a final rejection and to take care of any situation
in which the examiner does not timely respond to a firstresponse
after final rejection which is filed early in the period for
response, the Office is changing the manner in which the period
for response is set on any final rejection mailed after February
27, 1983.

Under the changed procedure, if an applicant initially re-
sponds within two months from the date of mailing of any final
rejection setting a three-month shortened statutory period for
response and the Office does not mail an advisory action until
after the end of the three-month shortencd statutory period, the
period for response for purposes of determining the amount of
any extension fee will be the date on which the Office mails the
advisory action advising applicant of the status of the applica-
tion, but in no event can the period extend beyond six months
from the date of the final rejection. This procedure will apply
only to a first response to a final rejection and will be imple-
mented by including the following language in each final

rejection mailed after February 27, 1983:

A SHORTENED STATUTORY PERIOD FOR RESPONSE TO THIS
FINAL ACTION IS SET TO EXPIRE THREE MONTHS FROM THE DATE
OF THIS ACTION. IN THE EVENT A FIRST RESPONSE IS FILED
WITHIN TWO MONTHS OF THE MAILING DATE OF THIS FINAL
ACTION AND THE ADVISORY ACTION IS NOT MAILED UNTIL AF-
TER THE END OF THE THREE-MONTH SHORTENED STATUTORY
PERIOD, THEN THE SHORTENED STATUTORY PERIOD WILL EXPIRE
ON THE DATE THE ADVISORY ACTION 1§ MAILED, AND ANY
EXTENSION FEE PURSUANT TO 37 CIR 1.136(a) WILL BE CALCU-
LATED FROM THE MAILING DATE OF THE ADVISORY ACTION. IN
NO EVENT WILL THE STATUTORY PERIOD FOR RESPONSE EXPIRE
LATER THAN SIX MONTHS FROM THE DATE OF THIS FINAL AC-

TION.

This wording is part of Form Paragraphs 7.39, 7.40 and 7.41.
Form Paragraph 7.39 appears in >MPEP< § 706.07. Form
Paragraph 7.40 appears in >MPEP< § 706.07(a). Form Para-
graph 7.41 appears in >MPEP< § 706.07(b).

For example, if applicant initially responds within two months
from the date of mailing of a final rejection and the examiner
mails an advisory action before the end of three months from the
date of mailing of the final rejection, the shoriened statutory
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' penod If the- exammer, however does not marl an advrsory‘ ‘

: acuonunnlaftertheendof threemomhs ﬂwshonenedstamtory
i penod w.ll oxph on the date

of the mailing date of the final rejection,-any extension fee
pursuant to 37 CFR 1.136(a) will be ca!culated from the end of
the response period set in the final rejecnon.<** o

Failure to file aresponse during the shortened statutory penod
resulis in abandonment of the application unless the time is
extended under the provisions of 37 CFR 1.136."

ENTRY NOT A MATTER OF RIGHT

It should be kept in mind that applicant cannot, as a matter of
right, amend any finally rejected claims, add new claims after a
final rejection (see >37 CFR<* 1.116) or reinstate previously
canceled claims.

Except where an amendment merely cancels claims, adopts
examiner suggestions, removes issues for appeal, or in some
other way requires only a cursory review by the examiner, com-
pliance with the requirement of a showing under >37 CFR<*
1.116(b) is expected in all amendments after final rejection.
Failure to properly respond to the final rejection resuits in
abandonment uniessanamendment is entered in part (>MPEP<
§ 714.20, items 3 and 4),

An amendment filed at any time after final rejection but
before an appeal briefis filed, may be entered upon orafter filing
of an appeal provided the total effect of the amendment is to (1)
remove issues for appeal, and/or (2) adopt examiner sugges-
tions.

See also >MPEP< §8 1207 and 1211,

ACTION BY EXAMINER

In the event that the proposed amendment does not place the
case in better form for appeal, nor in condition for allowance,
applicant should be promptly informed of this fact, whenever,
possible, within the statutory period. The refusal o enter the
proposed amendment should not be arbitrary. The proposed
amendment should be given sufficient consideration to deter-
mine whether the claims are in condition for allowance and/or
whether the issues on appeal are simplified. Ordinarily, the
specific deficiencies of the amendment need not be discussed.
The reasons for non-cntry should be concisely expressed. For
example:

(1) The claims, if amended as proposed, would not avoid any
of the rejections set forth in the last Office action, and thus the
amendment would not place the case in condition for allowance
or in better condition for appeal.

(2) The claims, if amended as proposed, would avoid the
rejection on the references. The amendment will be entered
upon the filing of an appeal.

(3) The claims as amended present new issues requiring
further consideration or search.
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arls e advrsory- ,
S A : s_swould be entered on the ﬁhng of an appeal if ﬁled ina separate B
“Sntheg ventmatafirstresponsersnot ﬁledwuhm twomonths :

1 : "i_ "p}acmg the apphcauon in beuer condi uon 'for appeal Ex parte:":
.. Wire, 1905 C.D. 247; 170.6:599."
; Bxammers should indicate the status of each claxm of record

or proposed in-the; amendment; and- which proposed claims -

ertar ) portrons of the amend-

ment wouldbe acceptable asplacmg some of the claimsin better -

form for appeal or complying with objections or requirements

" as to form, if a separate paper were filed contammg only such
_amendmenis. Similarly, if the proposed amendment to some of

the claims would render them allowable, applicant should be so

informed. This is helpful in-assuring the filing of a brief

consistent with the claims asamended. A statement that the final
rejection stands and that the statutory period runs from the date
of the final rejection is also in order.

Form letter PTOL-303 should be used to acknowledge receipt
of a response from applicant after final rejection where such
response is prior to filing of an appeal brief and does not place
the application in condition for allowance. This form has been
devised to advise applicant of the disposition of the proposed
amendmenis to the claims and of the effect of any argument or
affidavit not placing the application in condition for allowance
or which could not be made allowable by a telephone call to
clear up minor matters.

Any amendment timely filed after a final rejection should be
immediately considered to determine whether it places the
application in condition for allowance or in better form for
appeal. Examiners are expected to turn in their response to an
amendment after final rejection within five days from the time
the amendment reaches their desks. In those situations where
the amendment reaches the examiner’s desk after the expiration
of the shortened statutory period, the examiner is expected to
return his action to the clerical force within three days. In all
instances, both before and after final rejection, in which an
application is placed in condition for allowance as by an inter-
view or amendment, before preparing it for allowance, appli-
cantshould be notified promptly of the allowability of allclaims
by means of form letter PTOL-327 or an examiner's amend-
ment.

Suchaletterisimportantbecause it may avoid an unnecessary
appeal and act as a safeguard against a holding of abandonment.
Every effort should be made to mail the letter before the period
for response expires.

If no appeal has been filed within the period for response and
no amendment has been submitted to make the case allowable
orwhich can be entered in part (see >MPEP< § 714.20), the case
stands abandoned.

It should be noted that under 37 CFR. 1.181(f), the filing of a
37 CFR 1.181 petition will not stay the period for reply to an
examiner’s action whichmay be running against an application.
See >MPEP<§ 1207 for appeal and post-appeal procedure. For
after final rejection practice relative to affidavits or declarations
filed under 37CFR 1.131 and 1.132 see >MPEP<8§§ 715.09 and
716.
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Jbeen filed is the date of the response & and alsq the date for the purposes “of
daermmmg Mepermd uf extensnon and the comspondmg amotinit of lhe fee

Exa-mer N ate. [

1. This parsgraph should appear asa headmg m all adwsory acuons pnor to
appeal. After appes], use paragraph 7.68."
" 2. In Brackes 1, insert “CONTINUES” if applicant 'has not sibenitted s
petition for an extension of time along with the appropriate fee under 37 CFR
- 1.136. If a proper exiension has been requested under 37 CFR 1.136, insen “IS
EXTENDED TO” in brackes 1. .

3. In brackez 2, insen the statutory period, e.g. FOUR MONTHS.

7.67.1 Advisory After Final Heading, 1st Response Filzd Within 2 Months

The shortened statuory period for response expires three months from the
date of the fina] rejection or as of the mailing date of this Advisory Action,
whichever is Ister. In no event however, will the siatutory penod for response
expire later than six monthe from the date of the final rejection. Any exiension
of time mast be obtained by filing a petition under 37 CFR 1.136(a) accompa-
nied by the proposed response and the appropriate fée. The date on whlch the
response, the petition, and the fee have been filed is the date of the responise and
alsothe dute for the purposes of dcwnnmmgdwpe:mdof extension and the cor-
responding amount of the fee.

Any extension fee pursuant o 3TCFR 1. I7 wm bc calculatcd from the date
that the shoniened statutory period for responses expires as set forth above.

Exsmliner Note:

This persgraph should be used in all advisory actions if:

1. it was the first response to the final rejection, and

2. it was filed within two months.

If 2 notice of eppeal has been filed, also use paragraph 7.68.

7672 Advisory Afier Final, Heading, No Variable SSP Set in Final

Since the fisst responge to the Final Office action has been filed withintwo (2)
months of the mailing date of that action and the advisory action was not mailed
within three (3) months of that date, the three (3) month shortened statutory
period for response sea in the Final Office action is hersby vacated and reset 1o
expire as of the mailing date of the advisory action. See Notice entitled
“Procedure for Handling Amendments Under 37 CFR 1.116” published in the
Official Gazeueat 10270671, February 8, 1983. Innoevent, however, will the
siatutory period for responseexpise Jaterthan six {6y months from the date of the
Final Office action. Any extension fee required pursuant to 37 CFR 1.17 will be
calculated from the mailing date of the advisory action.

Examiner Note:
1.This parsgraph should be used in all advisory actions where:
a. the responses is a first response to the final action;
b. the regponses was filed within two months of the mailing date of the final;

¢. the final action failed 1o inform applicant of a variable SSP beyond the
normal three month period, as is set forth in form paragraphs 7.39-7.41.
2, If the final action set a variable S$P, do not use this paragraph. Use

paragraph 7.67.1.
3. If 2 notice of appeal hag been filed, also use paragraph 7.68.
7.68 Advisory After Final, Heading, After Appeal
An appeal under 37 CFR 1.191 was filed in this application on {1].

APPELLANT’S BRIEF IS DUL ON {2] IN ACCORDANCE WI'TH 37 CFR
1.192(a).
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of the amendmem. the satugof thc clums would be as follow: SO

o “IHE PMOD FO’R RESPONSE 1 T‘O‘KUN [21 FROM THE DATE OF‘
~ THE FINAL REJECTION: Any extenision ofumcmuubeobmmedbyﬁlmga; 5
. . petition under 37 CFR.1.136(s) accompanied by the proposed response and the ~ 7ty 0 00
. appropriate fee. The date on which the responsc.tbepcuuon gnd the. fee have ety ek -

Upon ihie filinig of an' appeal and enuy

Examiner Note et

1. This pamgmphmustbepreeededbypamgmph767 767 I or7672.

2. In bracket 2-4 indicate the status of all claims

3.-Anexplanation of any changes in the rejection necessitated by the zmend-
ment, a statement of reasons for allowance, or other appropriate information
may be added foﬂowmg the listing of the clauns

7.70 Advisory Aﬂer Fmal Ajier Appeal Amendmenl Entered .

The amendment filed {1}under37 CFR 1.116in responseto the final rejection
has been entered, but is not deemed to place the application in condition for
aflowance, The swatute of the claims is as follows:

Allowed claims: [2)

Rejection claims:[3]

Claim cbjected to: [4] o

The bnef should be directed to the mjecuon of c.laun [s1.

Examiner Note

1. This paragraph must be preceded by pamgmph 7.68

2. In bracket 2-4 indicate the status of all claims

3. An explanation of appropriate changes such as a change in the rejection or
a statemnent of reasons for allowance, may be added following the listing of the
claims.

4. In bracket 5, repeat claims identified in bracket 3.

7.71 Advisory After Final, Amendment not Entered

The amendment filed {1] under37 CFR 1.116in responsetothe final rejection
has been considered but is not deemed to place the application in condition for
allowance and will not be entered because:

Examiner Note:

1. This paragraph must be preceded by paragraph 7.67, 7.67.1 or 7.67.2 if an
appeal has not been taken, or by paragraph 7.68 if an appeal has been taken.

2.If it isnot known whether a Notice of Appeal has been filed and the full six
month period has expired, donot use paragraphs 7.67, 7.67.1,7.67.2 or 7.68; use

instead tyhe following:
“If an appeal under 37 CFR 1.191 has not been properly filed, this application

is abandoned.”
3. One or more of the appropriate paragraphs 7.72-7.76 must directly follow

this paragraph.
7.72 Lacks Showing, Why Necessary and not Earlier Presenied

There is no convincing showing under 37 CFR 1.116(b) why the proposed
amendment is necessary and was not earlier presented.

Examiner Note:

1. Paragraph 7.71 must precede this paragraph.

2. Do not use this paragraph as the sole reason for refusing entry of the
amendment unless the situation is aggravated, in which case a full explanation
is necessary.

7.73 Raise New Issues

The proposed amendment raises new issues that would require further
consideration and/or scarch.
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7 74 Raw Issue q’Nm Malur L

' 'Ihe proposed ammdmmt mses thc issue of new matter, |

Examiner Note
1. This, paragraph must be preceded by paragraph 7.71. .
" 2. The new matier must be clearly identified.

7.75 Form for Appeal Not Improved
" ‘Theproposed smendment is not deemedto place the application in better form

for appeal by materially simplifying the issues for appeat.

Examiner Note:
This paragraph must be preceded by paragraph 7.71.

7.76 Additional Claims Presented

The proposed amendment presents additional claims without cancelling a
corresponding number of finally rejected claims.
Examiner Note:

Paragraph 7.71 must precede this paragraph.
7.77 Accelerated Examining Procedure

‘This application has been examined under the accelerated examining proce-
duse get forth in MPEP 708.02. Thus the proposed amendment has not been
considered since it does not prima facie place the epplication in condition for
allowance or in better for for appeal.

Examiner Note:
This paragraph must be preceded by paragraph 7.71.

7.78 Proposed New Claims Would Be Allowable

Clsim [1] as proposed would be allowable if submitied iz & separately filed
smendment cancelling all non-allowed claims.

Examiner Note:
This parsgraph must be preceded by paragraph 7.71.

7.79 Advisory After Final, Affidavis, Exhibit, or Request for Reconsideration
Considered

The {1] has been entered and considered but does not overcome the rejection.

Examiner Note:
1. This paragraph must be preceded by cithes paragraph 7.67,7.67.1,7.67.2,

or 7.68.
2. In bracket 1, insert either “affidavit”, “declaration”, “exhibit”, or “request

for reconsideration’.
3. An explanation should follow.

7.80 Advisory afier final, Affidavit or exhibit not considered

The [1] will not be considered because good and sufficient reasons why it was
not estlier presented have ot beea shown,

Exsminer Note:
1. Thig paragraph must be preceded by cither paragraph 7.67, 7.67.1,7.67.2,

or 7.68.
2, In bracket 1, insert either “affidavit”, “declaration”, “exhibit”, or “request

for reconsideration”.
3. An esplanation may follow where deemed appropriate.

HAND DELIVERY OF PAPERS
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EXAMNATION OF APPHCATIONS

. ‘ 714 13
Any“" ape '.:.whach relates m a pendmg apphcauon may !ac;f
ially:delivered; to"an’ examining. group:: However; the -

. examining group will accept the paper only if: (1);thé paperis -
" accompanied by some form of receipt whichican be handed back - :
<10 the person delivering:the paper; and (2) the examining group

bemg asked to recewe the paper is respons:ble for actmg on lhe s

'Ihe recexpt may take the fcrm of a duphcatc copy of such

: pmoracardldentlfy.ng thepaper. The identifying dataonthe

card should be:so complete as to leave no-uncertainty. as to the
paper filed. For example, the card should contain the applicant’s
name(s), Serial No. filing date and a description of the paper
being filed. If more than one paper is being filed for the same
application, the card should c.ontam a descnpuon of eacb paper
or itefi. _

Under this procedure, the paper and recexpt will be dame

stamped with the group date stamp. The receipt will be handed
back to the person hand delivering the paper. The paper will be
correlated with the application and made an official paperin the
file, thereby avoiding the necessity of processing and forward-
ing the paper to the examining group via the Mail Room.

The examining group will accept and date stamp a papereven
though the paper is accompanied by a check or the paper
contains an authorization to charge a Deposit Account. How-
ever, in such aninstance, the paper will be hand carried by group
personnel to the Office of Finance for processing and then made
an official paper in the file.

All such papers, together with the cash, checks, or money
orders, shall be hand carried to the Cashier’s Window, Room 2-
1BO1, between the hours of 3:00 p.m. and 4:00 p.m.

The papers shall be processed by the accounting clerk, Office
of Finance, for pickup at the Cashier’s Window by 3:00 p.m. the
following work day. Upon return to the group, the papers will be
entered in the application file wrappers.®*

Expedited Procedure for Processing Amendments and
Other Responses After Final Rejection (37 CFR 1.116)

In an effort to improve the timeliness of the processing of
amendments and other responses under 37 CFR 1.116, and
thereby provide better service to the public, an expedited proc-
essing procedure has been established which the public may
utilize in filing amendments and other responses after final
rejection under 37 CFR 1.116. In order for an applicant to take
advantage of the expedited procedure the amendment or other
response under 37 CFR 1.116 will have to be marked as a
“Response under 37 CFR 1.116 ) — Expedited Procedure -
Examining Group (Inscrt Examining Group Number)” on the
upper right portion of the amendment or other response and the
envelope must be marked “Box AF” in the lower left hand
corner. The markings preferably should be written in a bright
color with a felt point marker. If the response is mailed to the
Office, the envelope should contain only responses under 37
CFR 1.116 and should be mailed to “Box AF, Commissioner of
Patents and Trademarks, Washington, D.C. 20231.” Instcad of
mailing the envelope to “Box AF” as noted above, the response
may be hand-carried to the particular Examining Group or other

Rev. 6, Oct. 1987




area of 'f)f&cem wluch the apphcaum: s pjcndmg ‘and
“:mharked: om!he ‘outside- envelope “Response Under:37.CFR -
- Expédite Rmcedure-ExamuungGmup(Insen Exam-j‘

1mng Gmap Number)”™: : 5
::‘Upon receipt by the: Patent and Trademark Ofﬁce from the
S Post.al Service of an envelope appropriately marked “Box AF”
the envelope will be specially processed by the Patent and
:Trademark Office Mail Room and forwarded promptly.to the
Examining Group; via the Office of Finance if any fees have to
hecharged orotherwise processed. Upon receiptof theresponse
in the Examining Group it will be prompty processed by a
designated clerical employee and forwarded fo the examiner,
via the Supervisory Primary: Examiner (SPE), for action. The
SPE is responsible for ensuring that prompt action on the
response is taken by the examiner. If the examiner to which the
application is assigned is not available and will not be available
for an extended period, the SPE will ensure that action on the
application is promptly taken to assure meeting the PTO goal
described below. Once the examiner has completed his or her
consideration of the response, the examiner’s action will be
prompitly typed and mailed by clerical employees designated to
expedite the processing of responses filed under this procedure.
The Examininig Group supervisory personnel, e.g..the Supervi-
sory Primary Examiner, Supervisory Applications Clerk, and
Group Director are responsible for ensuring that actions on
responses filed under this procedure are promptly processed and
mailed. The Patent and Trademark Office goal is 1o mail the
examiner’s action on the response within one month from the
date on which the amendment or response is received by the
Patent and Trademark Office.

Applicants are encouraged to utilize this expedited procedure
in order to facilitate Patent and Trademark Office processing of
responses under 37 CFR 1.116. If applicants do not utilize the
procedure by appropriately marking the envelope and enclosed
papers, the benefits expected to be achieved therefrom will not
be attained. The procedure cannot be expected to result in
achievement of the goal in applications in which the delay
results from actions by the applicant, e.g., delayed interviews,
applicant’s desire to file a further response, or a petition by
applicant which requires a decision and delays action on the
response. In any application in which a response under this
procedure has been filed and no action by the examiner has been
received within the time referred to herein, plus normal mailing
time, a telephone call to the SPE of the relevant Group Art Unit
would be appropriate in order to permitthe SPE todetermine the
cause forany delay. If the SPE is unavailable orif no satisfactory
response is received, the Group Director of the Examining
Group should be contacted.

714.14 Amendments After Allowance of
All Claims [R-6]

Under the decision in Ex parte Quayle, 1935 C.D. 11; 453
0.G. 213, after 2% claims in a case have been allowed the
prosecution of the case on the merits is closed even though there
may be outstanding formal objections which preclude fully
closing the prosecution,

Amendments touching the merits are treated in a manner
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~734.12and 714.13.

MANUAL OF: PATENT EXAM?NM PROCEDURE
: smulartoamendments after fin "l

tion may be continuéd. aSl

- See >MPEP< § 607 fof additional fee requuemems R

UseForm Paragraph 7 51 to 1ssue an Ex parte Quo.yle abuon |

7.51 Quayle Action

This application is in condmon for allowance exccpl for !hc fouowmg formal
malters: [1].

Prosecution on the merits is closed in accordance wnh lhe pracuce under ex
parie Quayle, 1935 C.D. 11,453 0O.G. 213~

A SHORTENED STATUTORY PERIOD FOR RESPONSE 'DO THIS
ACTIONTS SET TO EXPIRE [2] FROM THE DATE OF ’I'HIS LETI'ER

Examiner Note:
1. Explain the matters that must be taken care of in “bracket 1"
2. In bracket 2, insert appropriate time period.

714.15 Amendment Received in Examining
Group After Mallmg of Notice of
Allowance [R-6]

Where an amendment, even -though prepared by applicant
prior to allewance, does not reach the Office uniil after the
notice of allowance has. been mailed, such amendment has the
status of one filed under 37 CFR 1.312. Its entry is a matter of
grace, For discussion of amendments filed under >37 CFR<*
1.312, see >SMPEP<§§ 714.16 10 714.16(¢).

If, however, the amendment is filed in the Office prior to the
mailing out of the notice of allowance, but is received by the
examiner after the mailing of the notice of allowance, it has the
same standing in the case as though the notice had not been
mailed. Where the case has not been closed to further prosecu-
tion, as by final rejection of one or more claims, or by an action
allowing all of the claims, applicant may be entitled to have such
amendment entered even though it may be necessary to with-
draw the application from issue. Such withdrawal, however, is
unnecessary if the amendatory matter is such as the examiner
would recommend for entry under >37 CFR<* 1.312,

As above implied, the case will not be withdrawn from issue
fortheeriry of an amendment that would reopen the prosecution
if the Office action next preceding the notice of allowance
closed the case to further amendment, i.e., by indicating the
patentability of all of the claims, or by allowing some and finally
rejecting the remainder.

After an applicant has been notified that the claims are all
allowable, further prosecution of the merits of the case is a
matter of grace and not of right (Ex parte Quayle, 1935C.D, 11;
4530.G.213). To this extent the practice affecting the status of
an amendment received in the Office on the date of mailing the
notice of allowance, as set forth in Ex parte Miller, 1922 C.D.
36; 305 O.G. 419, is modified.

714.16 Amendment After Notice of
Allowance, 37 CFR 1.312 [R-6]

37 CFR 1.312. Amendments after allowance.

(a) No amendment may be made as a matter of right in an application
after the mailing of the notice of allowance. Any amendment pursuant
to this paragraph filed before the payment of the issue fec may be
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L : 'cntered on the reconunemdanon of the primary examiner, nppr, ved by -
e the Comnussmner. wzmoutwmdmwmg the case from ue.(b) Any .-
" amendment] pursuant to paragraph (a) of this section filed aft

. ,mexssuefeexspaxdmustbeaccompamedbyapen j
~ fee set forth in § 1.17(i) and a showing of good and _c‘xem'reasons
why the amendment is necessary and was not earher presented

>The amcndment of an application by a

_ance falls wnthm the gundelmes of 37 CFR 1.312 Further the
amendment of an apphcatxem broadly encompasses any change
in the file record of the application. Accordmgly, the followm g
are examples of “amendments” by apphcant after. allowance
which must comply with 37 CFR 1.312: An amendment to the
specification, a change in the drawings, an amendment to the
claims, achange in the inventorship, the submission of pnorart
etc. Finally, it is pointed out that an amendment under 37 CFR
1.312 filed on or before the date the issue fee is paid must
comply with paragraph (a) and that such an amendment filed
after the date the issue fee is paid must comply with paragraph
()<

The Commissioner has delegated the approval of recommen-
dations under >37 CFR<* 1.312(2) wo the supervisory primary
examiners. /

A supplemental cathis not treated as an amendment under >37
CFR<* 1.312, see >MPEP<$§ 603.01.

Afier the Notice of Allowance has been mailed, the applica-
tion is technically no longerunder the jurisdiction of the primary
examiner. He or she can however, make examiner’s amend-
ments. (See >MPEP<§ 1302.04) and has authority to enter
amendments submitted after Notice of Allowance of an appli-
cation which embody merely the comrection of formal matiers in
the specification or drawing, or formal matters in a claim
without changing the scope thereof, or the cancellation of
claims from the application, without forwarding to the supervi-
sory primary examiner for approval.

Amendments other than those which merely embody the
correction of formal matters without changing the scope of the
claims require approval by the supervisory primary examiner.
The group director establishes group policy with respect to the
treatment of amendments directed to trivial informalities which
seldom affect significantly the vital formal requirements of any
patent; namely, (1) that its disclosure be adequately clear, and
(2) that any invention present be defined with sufficient clarity
to form an adequate basis for an enforceable contract.

Consideration of an amendment under >37 CFR<* 1.312
cannot be demanded as a matter of right. Prosecution of a case
shouid be conducted before, and thus be complete including
editorial revision of the specification and claims at the time of
the Notice of Allowance. However, where amendments of the
type noted are shown (1) to be needed for proper disclosure or
protection of the invention, and (2) to require no substantial
amount of additional work on the part of the Office, they may be
congidered and, if proper, entry may be recommended by the
primary cxaminer.

The requirements of 37 CFR 1.111(¢) (>MPEP<§ 714.02)
with respect to pointing out the patentable novelty of any claim
sought to be added or amended, apply in the case of an amend-
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EXAMINATION

the'dite

: amendments affect.mg the dxsclosure the scope of any claxm,bi‘ i
mt: ding the t

- that: add & claxm, the remarks.accompanying the amendment ,
, must fully and clearly: state ‘the:reasons on which relxance is
~ placed to show: (1) why the amendment is needed; (2) why the -
" proposed amended or new ‘claims require no additional'search
‘or examination; (3) why the clalms are patentable and;, (4) why
‘ ~'lhey were not earher presented. : :

NOT TO BE USED FOR CONTINUED PROSECUT ION

>37CFR<* 1512 was never intended to provide 2 way for the
continued prosecution of an application after it has been passed
for issue. When the recommendation is against entry, a detailed
statement of reasons is not necessary in support of such recom-
mendation. The simple statement that the proposed claim is not
obviously allowable and briefly the reason why is usually
adequate. Where appropriate, any one of the following reasons
is considered sufficient: (1) an additional search is required, or
(2) more than a cursory review of the record is necessary, or (3)
the amendment would involve materially added work on the
part of the Office, e.g. checking excessive editorial changes in
the specification or claims.

Whereclaimsadded by amendmentunder § 1.312areallof the
form of dependent claims, some of the usual reasons for non-
entry are less likely to apply although questions of new matter,
sufficiency of disclosure, or undue multiplicity of claims could
arise.

Seec >MPEP<§§ 607 and 714.16(c) for additional fee require-
ments.

AMENDMENTS FILED AFTER
PAYMENT OF ISSUE FEE

37 CFR 1.312(b) provides that amendments under >37
CFR<* 1.312 filed after the date the issue fee has been paid must
include a petition and fee under >37 CFR<* 1.17(i) and a
showing of good and sufficientreasons why such anamendment
is necessary and was not earlier presented. Such petitions are
decided by the Group Director.

714.16(a) Amendments Under § 1.312,
Copied Patent Claims [R-6]

See >MPEP § 2305.04 < for the procedure to be followed when
an amendment is received after notice of allowance which
includes one or more claims copied or substantially copied from

a patent,
The entry of the copied patent claims is not a matter of right.

See >MPEP<§ 714.19 item (4).
See >MPEP<§§ 607 and 714.16(c) for additional fee require-
ments.

714.16(b) Amendments Under § 1.312
Filed With a Motion Under § >1.633< [R-6]

Where an amandment filed with a motion under >37 CFR<*
Rev. 6, Oct. 1987



o Addltmnal Claxms
If the dmendmenumder >37 CFR<* 1 SIZaddsclame‘(wtal
-and independent) in excess of the number previously paid for,

additional fees are required. The.amendment is not considered .

by the examiner unless accompanied by the full fee requu'ed
See >SMPEP<§ 607 and 35 U.S.C. 41, SRS

714.16(d) Amendments Under § 1.312,
Handling

AMENDMENTS AFFECTING THE DISCLOSURE OF
THE SPECIFICATION, ADDING CLAIMS, OR
CHANGING THE SCOPE OF ANY CLAIM

Amendments under >37 CFR<* 1,312 are sent by the Corre-
spondence and Mai! Division to the Publishing Division which,
in turn, forwards the proposcd amendment, file, and drawing (if
any) to the group which allowed the application. In the event that
the class and subclass in which the application is classified has
been transferred to another group after the application was
allowed, the proposed amendment, file and drawing (if any) are
transmitted directly o said other group and the Publishing
Division notified. If the examiner who allowed the application
is stifl employed in the Patent and Trademark Office butnot in
said other group, he or she may be consulted about the propriety
of the proposed amendment and given credit for any time spent
in giving it consideration.

The amendment is PROMPTLY considered by the examiner
who indicates whether or not its entry is recommended by
writing “Enter — 2127, “Do Not Enter” or “Enter In Part”
thereon in red ink in the upper left comer.

If the amendment is favorably considered, it is entered and a
notice of entry (PTOL-271) is prepared. No “Entry Recom-
mended under Rule 3127 stamp is required on the amendment
or on the notice of entry in view of the use of form (PTOL-271).
The priaary examiner indicates his or her recommendation by
stamping and signing his or hername on the notice of entry form
(PTOL-271).Form Paragraph 7.85 may be used to indicate

entry.
7.85 1312 Amendrent, Entered

The amendment filed or [ 1] under 37 CFR 1.312 has been entered.

Examiner Note:
Use this form for both Order 3311 amendments that do not affect the scope
of the claims, and for uther amendments being entered under 37 CFR 1.312,

If the examiner’s recommendation is completely adverse, a
report giving the reasons for non-entry is typed on the notice of
disapproval (PTO!.-271) and signed by the primary examiner.

Form Paragraph 7.87 may be used to indicate non-entry.

Rev. 6, Oct, 1987

" For entry-m-part, see >MPEP<§7 14; 16(e)

" The fillmg out of the appropnatc form by the clerk does not

' 51gmfy that the amendment has been’ admxtted for, thotigh

actually entered itis nol oft‘ cxally admitted unless and’ unul
approved by the supervnsory pnmary examiner.

See >MPEP<§§ 607 and 7 14 16(c) for addmona! fee yequire-
ments.

Petitions to the Commissioner relating to the refusal to enter
an amendment under >37 CFR<* 1.312 and relating to entry of
an amendment undes >37 CFR<* 1.312 filed after payment of
the issue fee are decided by the group director.

If the >37 CFR<*1.312 amendment includes proposed draw-
ing changes which are acceptable, the Offi ice response should
include Form Paragraph 6.48. '

648 Drawing Changes in 1312 Amendment

APPLICANT IS HEREBY GIVEN ONE MONTH FROM THE DATE OF
THIS LETTER OR UNTIL THE EXPIRATION OF THE THREE MONTH
PERIOD SET FOR PAYMENT OF THE ISSUE FEE (WHICHEVER IS
LONGER) WITHIN WHICH THE CORRECTIONS TO THE DRAWINGS
MUST BE EXECUTED, BY A BONDED COMMERCIAL DRAFTSMAN,
AND THE CORRECTED DRAWINGS (OR THE SUBSTITUTE OR ADDI-
TIONAL SHEET(S) OF DRAWINGS) RETURNED TO THE OFFICE.

Ezaminer Note:
Use with 1.312 amendment notice where there is a drawing correction

proposal or request.

AMENDMENTS WHICH EMBODY MERELY THE
CORRECTION OF FORMAL MATTERS IN THE
SPECIFICATION, FORMAL CHANGES IN A CLAIM
WITHOUT CHANGING THE SCOPE THEREOF, OR
THE CANCELLATION OF CLAIMS

The examiner indicates approval of amendments concerning
merely formal matters by writing “Enter Formal Matters Only”
thereon. Such amendments do not require submission to the
supervisory primary examiner prior to entry, See >MPEP<§
714.16. The notice of entry (PTOL-271) is date stamped and
mailed by the examining group. If such amendments are disap-
proved either in whole or in part, they require the signature of the
supervisory primary examiner.

714.16(¢) Amendments Under § 1.312,
Entry in Part

The general rule that an amendment cannot be entered in part
and refused in part should not be relaxed, but when, under >37
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should be canceled in lead pencll on the amendm e
: 'Ihe exammer should then submxt a reporz (PIpL—271) rec-
ommendmg ‘the eritry of the acceptable porimn of thé amend-
ment and the non-entry of the remaining portion together with
‘his reasons therefor. The claims entered should be indicated by
number in this report. Apphcam maybe nouﬁedby using Form
Paragraph 7.86. ,

7.86 1312 Amendment, En.tered in Part
The amendment filed on {1] under 37 CFR 1.312 has been entered in pan

Examiner Note:

When an amendment under Section 1.312 is proposed containing plural
changes, some of which may be evdered and some not, the acceptable changes
should be entered. Indicate ** which claims have and have not been entered

>with appropriate explanation<.

Handling is similar to complete entry of a >57 CFR<* 1.312
amendment. ‘

Entry in part is not recommended unless the full additional fee
required, if any, accompanies the amendment. See >SMPEP<§§

607 aund 714.16(c).

714.17 Amendment Filed After the Period
for Response Has Expired [R-6]

When an application is not prosecuted within the period set for
responseand thereafter an amendment is filed without apetition
for extension of time and fee pursuant (o 37 CFR 1.136(a), such
amendment shall be endorsed on the file wrapper of the appli-
cation, but not formally entered. The clerk shall immediately
notify the applicant, by telephone and form letter PTOL-327,
that the amendment was not filed within the time period and
therefore cannot be entered and that the application is aban-
doned unless a petition for extension of time and the appropriate
fee are timely filed. See >MPEP<§ 711.02,

A mere authorization to charge a deposit account for any fee
required will not be considered to be a petition for an extension
of time,

The Patent and Trademark Office has been receiving an
excessively large volume of petitions to revive based primarily
on the Jate filing of amendments and other responses 1o official
actions. Many of these petitions indicate that the late filing was
due to vnusual mail delays; however, the records generally
show that the filing was only two or three days late.

In order to alleviate, for applicants and the Office, the prob-
lems and expenditures of time and effort occasioned by aban-
donments and petitions to revive, it is suggested that responses
to official action be mailed to the office at Ieast one, and
preferably two, week(s) prior to the expiration of the period
within which a response is required or that the Certificate of
Mailing prrcedure uader 37 CFR 1.8 (>MPEP<§ 512)or § 1.10

700-175

e Amendments are st,amped ‘with the date of their receiptin the

group. It i is unportant to'observe. the: -distinction’ whxch exists ¢
* between ‘the’ stamp ‘whichshiows ‘the’ date*of receipt of the
amendment in the group- (“Group Date” stamp) and the stamp -
- bearing the date 'of receipt ‘of the: améndmient by the Office

n 714 18 Entry’ of A | endments‘[R .

(“Office Date™ stamp) ‘The latter-date; placed in the left-hand

- corner, should always be referred to in writing’ to the apphcant '

with regard 10 his or her amendment. - :

All amendments received in the clerical séctions are proc-
essed and with the applications' delivered to the supervisory
primary examiner for his or her revnew and dnsmbuuon to the
examiners.

Every mail delivery should be carefully screened toremoveall
amendments responding to a final action in which a time period
is running against the applicant. Such amendments should be
processed within the next 24 hours.

The purpose of this procedure is to ensure uniform and prompt
wreatment by the examiners of all cases where the applicant is
awaiting a reply to a proposed amendment after final action, By
having all of these cases pass over the supervisory primary
examiner’s desk, he or she will be made aware of the need for
any special treatment, if the situation so warrants. For example,
the supervisory primary examiner will know whether or not the
examiner in each case is on extended leave or otherwise inca-
pable of moving the case within the required time periods (5 or
3 days; see >MPEP<§ 714.13). In cases of this type, the
applicant should receive an Office communication in sufficient
time to adequately consider his or her next action if the case is
not allowed. Consequently, the clerical handling will continue
to be special when these cases are returned by the examiners to
the clerical sections,

The amendment or letter is placed in the file, givenits number
as a paper in the application, and its character endorsed on the
file wrapper in red ink.

‘When several amendments are made in an application on the
same day no particular order as io the hour of the receipt or the
mailing of the amendments can be assumed, but consideration
of the case must be given as far as possible as though all the
papers filed were a composite single paper.

After entry of the amendment the application is “up for
action.” It is placed on the examiner’s desk, and he or she is
responsible for its proper disposal. The examiner should imme-
diately inspect the amendment as set forth in >SMPEP<§ 714.05.
After inspection, if no immediate or special action is required,
the application awaits examination in regular order,

714.19 %éstG(])f Amendments, Entry Denied

The following types of amendments are ordinarily denied
entry:
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(a) All ckums have

5 §>MPEP<§§ 714.12,714:13, and 714.204)),

(b) All claims have been finally. rejected (for exceptmns see’

(c) Some claims allowed and remamder f'mally re_]ected. See 7

- >MPEP<§§ 714.12 10 714 14.- o
-2, Substitute specification lhat does notcomply thh 37 CFR
' 1.125. See >MPEP<§§ 608.01(q) and 71420. .~ - -

3. A patentclaim suggested by the examiner and not presentcd
within the time limit set or an extension thereof, uniess entry is
authorized by the Commissioner. Eee >MPEP § 2305.03<.*

4. While copied paient claims are genemlly admitted even
though the case is under final rejection or on appeal, under
certain conditions, the claims may be refused entry. See>MPEP
§ 2307.03<.*

5. An uns:gned or improperly signed amendment or one
signed by a disbarred attorney.

6. An amendment filed in the Patent and Trademark Office
after the expiration of the statutory period or set time limit for
response and any extension thereof, See >MPEP< § 714.17.

7. An amendment so worded that it cannot be entered with
certain accuracy. See >MPEP< § 714.23.

8. An amendment cancelling all of the claims and presenting -

no substitute claim or claims. See >SMPEP< § 711.01.

9. An amendment in a case no longer within the examiner’s
jurisdiction with certain exceptions in applications in issue,
except on appsoval of the Commissioner. See >MPEP< §
714.16.

10. Amendments to the drawing held by the examiner to
contain new matter are not enfered until the question of new
matter is settled. This practice of non-eniry because of alleged
new matter, however, does not apply in the case of amendments
to the specification and claims. Sece >MPEP< §§ 608.04 and
706.03(0).

11. An amendatory paper containing objectionable remarks
that, in the opinion of the examiner, brings it within the con-
demnationof 37CFR 1.3, will be submitted to the group director
for return 1o applicant. See >MPEP< § 714.25 and >MPEP< §
1003, item 3. If the group director determines that the remarks
are in violation of 37 CFR 1.3, he will return the paper.

12. Amendments not in permanent ink. Amendments on so-
called “easily erasable paper.” Sec >MPEP< § 714.07.

13, An amendment presenting claims (total and independent)
in excess of the number previously paid for and not accompa-
nied by the full fee for the claims or an authorization to charge
the fee to a deposit account,

14, Examiners will not cancel claims on the basis of an
amendment which argues for certain claims and, alternatively,
purports to authorize their cancellation by the examiner if other
claims are allowed. In re Willingham, 127 USPQ 211 (CCPA
1960).

15. An amendment canceling all claims drawn to the elected
invention and presenting only claims drawn to the non-efected
invention should not be entered. Such an amendment is non-

Rev. 6, Oct. 1987

" To avoid confusion of the record mdg‘eﬁe'ral'n'x:l‘e'p're'vanls that

" an amendment shouid not be entered in part.As in‘the case of

most other rules, the strict observance of its Ietter may some-
times work more harm than would result from its infraction,
especially if the amendment in question is receivedat ornear the
end of the period for response. Thus, :

(1) An “amendment” presenting an unacccptable subsutute
specification along with amendatory maiter, as amendments to
claims or new claims, should be entered in part, rather than
refused entry in toto. The substitute specification should be
denied entry and so marked, while the rest of the paper should
be entered. The case as thus amended is acted on when reached
in its turn, the applicant being advised that the’ substitute
specification is not necessary and therefore has not been en-

tered. See also 37 CFR 1.125, and >MPEP< § 608 Ol(q)

Under current practice, substitute specifications may bé vol-
untarily filed by the applicant if he or she desires. A substitute
specification will normally be accepted by the Office even if it
hasnotbeen required by the examiner. Substitute specifications
will be accepted if applicant submits therewith a hand corrected
copy of the portions of the eriginal specification which are being
added and deleted and a statement that the substitute specifica-
tion includes no new matter and that the substitute specification
includes the same changes as are indicated in the hand corrected
original specification. Such statement must be a verified state-
ment if made by a person not registered to practice before the
Office. Additions should be indicated by underlining and dele-
tions should be indicated between brackets. Examiners may also
require a substitute specification where it is considered to be
necessary.

However, any substitute page of the specification, or entire
specifications filed must be accompanied by a statement indi-
cating that no new matter was included. Such statement must be
a wverified statement if made by a person not registered to
practice before the Office. See 37 CFR 1.125. There is no
obligation on the examiner to make a detailed comparison
between the old and the new specifications for determining
whether or not new matter has been added. If, however, an
examiner becomes aware that new matier is present, objection
thereto should be made.

The filing of a substitute specification rather than amending
the original application has the advantage for applicants of
eliminating the need to prepare an amendment to the specifica-
tion, If word processing equipment is used by applicants,
substitute specifications can be easily prepared. The Office
receives the advantage of saving the time needed to enter
amendments in the specification and a reduction in the number
of printing crrors,
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noted, where an: ammdnm is présentediat omewuw close'of
the statutory penodcwmg the defect and’ addmg oné or more

claims some or all of which are in the opmm of Q!?e exammer '

ot paténtable, or will require a firther séarch; the
indicated in(3) is followed. Afterthestamtmypeﬁodhasended
the amendment in such a-case will be entered only as to the
formal maiter and o any of the qewly pmented c]auns that may
be deemed patentable ,

. (4) In an amendment w:ompanymg amouon gxmted only in
part, the amendment is entered only tothe extentdmr.henwuon
was granted. **

NOTE. The examiner writes “Enter” in ink and his or her

initials in the left margin opposite the enterable portions.

714.21 Amendments Inadvertently
Entered, No Legal Effect 1R-6]

If the clesk inadvertently enters an amendment when it should
not have been entered, such entry is of no legal effect, and the
same action is taken as if the changes had not been actually
made, inasmuch as they have not been legally made. Unless
such unauthorized entry is deleted, suitable notation should be
made on the margin of the amendatory paper, as “Not Officially
Eniered”.

If it is to be retained in the file an amendatory paper, even
though not entered, should be given a paper number and listed
on the file wrapper with the notation “Not Entered”. See 37CFR
1.3and >MPEP< § 714.25, for an instance of a paper which may
be returned.

714.22 %ntry of Amendments, Directions
or

37 CFR 1.121. Manner of making amendments.

(2} Erasures, additions, insertions, or alterations of the Office file of papers
and records must not be physically entered by the applicant. Amendments tothe
application (excluding the claims) are made by filing a paper (which should
conform to § 1.52), disecting or requesting that specified amendments bemade.
The exact word or woeds to be stricken out or inserted by sasid amendment must
be specified and the precise point indicated where the deletion or insention is to
be made.

(b) Except as otherwise provided herein, a particular claim may be amended
oaly by directions 1o cancel or by rewriting such claim with underlining below
the word or words added and brackets around the word or words deleted. The
sewriting of a claim in this form will be construed as directing the cencellation
of the original claim; however, the original claim number followed by the
patenthetical word “amended” must be used for the rewritten claim. If a
previously rewritten claim is rewritten, undedlining and bracketing will be
spplied in reference to the previcusly rewritien claim with the perenthetical
expression “twice amended,” “three times emended,” etc., following the origi-
nal claim number.

(¢) A particular claim may be amended in the manner indicsted for the
application in paragraph (a} of this section to the extent of corrections in
spelling, puncluation, and typographical errors, Additional amendments in this
manner will be admitted provided the changes are limited to (1) deletions and/
or(2) the sddition of no more than five words in any one claim. Any amendment
submitted with instructions to amend paniculsr claims but failing 1o conform to
the provisions of pasagraphs (b) and (c) of this section may be considered non-
responsive and treated »ccordingly.
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~@3)In acase'havmg a!l‘elmms allowed and some formal defect o

f.,{d)wmemdcrlnm orhucmmmmdadtonppmmmpmmdmmf

: ‘ormpmpeﬂypmohhechnnedmmmdnotmtended s symbolic of -
‘_'cbmmmthepmhrcuﬁn tmwdma&bymwmmgmwoomccwah '
pu:guph(b) of thig section shallbeprohibmd C :
: (c)inmumapphcum.bo«htbedescmvepmmmdtheclnmun-.to
%;bemded‘*»yexmer(l)mhnmsmwdapmmofmmm_', -
- o an entire: ¢laim with dll- matter 10:be deleted from the patent being placed -
 hetwesn brackets wid all matter 10 be sdded to/the pateny being undgrlined; or
(@) indicating tie exact:word or words 10'be stricken ot or inseried and the
- pecise point where the. deleuonormsuum is tobemlde. Any wardorwads

to be inserted must be underlined. See §1.173:<-:1 ¢ 1
{f) Proposed sméndments: presented -in- pawms mvolved in: mexammaxm

‘:ptomdmgsmustbepmsmledm!lwfmofafullcopyefmemtof(l)ewh
. -clairm which is-amended -and (2).each paragraph of the description which is
- amended; Matter deléted from the patent shall be placed between biickets and

matter added shall be underlined. Copies of the printéd claims from the patent
may be used with any edditions being indicated by carets and deleted maesisl
being placed between brackets. Claims. must not be renumbered and the
numbiéring of the claims added forreexammauon mun foliow the number of the
highest numbered patent clain, No smendment may enlarge the scope of the
claims of the patent, No new matter may be introduced into the patent.

The term “brackets” set forih in >37 CFR<* 1.121(b) means
angular brackets, thus: [ 1. It does not encompass and is to be
distinguished from parentheses ( ). Any amendment using
parenthéses to indicate canceled matter in a claim rewritten
under >37 CFR<* 1.121(b) may be held non-responsive in
accordance with >37 CFR<* 1.121(c).

Where, by amendment under >37 CFR<* 1.121(b),a depend-
ent claim is rewritten to be in independent form, the subject
matter from the prior independent claim should be considered to
be “added” matter and should be underlined.

>37 CFR<* 1,121(f) requires a complete copy of any new or
amended claim when presented during reexamination proceed-
ings. See >SMPEP<§§ 2221, 2250, and 2266. Form Paragraphs
6.33 and 6.34 may be vsed to inform applicanis if the amend-
ments are not in proper format.

633 Amendment to the Claims, 37 CFR 1.12]

The amendment 10 the claims has not been entered because it requests the
addition of more than 5 words in any one claim. See 37 CFR 1.121(c) below:

A paniicular claim may be amended in the manner indicated in paragraph (a)
of 37 CFR 1.121 to the extent of corrections in spelling, punctuation, and
typographical esrors. Additional amendments in this manner will be admited
provided the changes are limited to: (1) deletions and/or (2) the addition of no
mcre than five words in any one claim. Any amendment submitted with
instsuctions to amend particular claims but failing to conform to the provisions
of paragraphs (b) and (c) of 37 CFR 1.121 may be considered non-responsive
and treated accordingly.

The amendment to the claims should be made in accordance with 37 CFR
1.121(b) which states:

Except as otherwise provided herein, a particular claim may be amended only
by directions 1o cancel or by rewrsiting such claim with underlining below the
word or words added and brackets around the word or words deleted. The
rewriting of a claim in this form will be construed as direcling the cancellstion
of the original claim; however, the original claim number followed by the
parenthetical word “amended” must be used for the rewritten claim. If &
previously rewritten claim is rewrilten, underlining end bracketing will be
applied in reference to the previously rewritten claim with the parenthetical
enpression “twice amended,” “three times amended,” etc., following the origi-
nal claim number.

Applicant is given cither the time remaining in the resposnise period of the last
Office action or a ONE month time limit from the date of this leiter, whichever
is the longer, within which to compleie the response. NO EXTENSION OF
THIS TIME LIMIT MAY BE GRANTED UNDER EITHER 37 CFR 1.136(a)
OR (b) BUT THE PERIOD FOR RESPONSE SET IN THE LAST OFFICE
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weorchinges in the clsims: Under these conditions; proposed smendments to the .

.. wielams may notbe made by underliniog words added or by bracketing wordsto

: be deleted. Accordingly, &epmposedammdmemwlhechumhnsmtbem
em.ered See 37 CFR 1.121(d): Sl

% Apﬁmugmu&umemmmgmmepmmformspmumm

rlhhﬁOffceacummaONEmmhmhmnﬁmnﬂxedawlhwluur.

: whichever -is -the loager, ‘within which to " complete the response.: NO

- EXTENSION OFTHISTIMELMI‘MAYBEGRANTED UNDEREITHER

: 37CFR L 136(1!) OR (b) %,

714 23 Entri’)of Amendments, Dlrectlons
for, Defective ,

The directions for the entry of an amendment may be defec-
tive, as, inaccuracy in the line designated, or lack of precision
where the word to which the amendment is directed occurs more
than once in the specified line. If itis clear from the context what
is the correct place of entry, the amendatory ‘paper will be
pmperly amended in thcexamuung group; and notation thereof
initialed in ink by the examiner, who will assume full responsi-
bility for the change, will be made on the margin of the
amendatory paper. In the next Offi ceacmnmeapphcantshould
be informed of this altesation in the amendment and the entry of
the amendment as thus amended. The applicant will also be
informed of the nonentry of an amendment where defective
directions and context leave doubt as to the intent of applicant.

714.24 Amendment of Amendment

37 CFR 1.124. Amendment of amendments.

When an amendatory clause is to be amended, it should be wholly rewritien
and the original insertion canceled, so that no interlineations or deletions shall
appear in the clause as finally presented. Matter canceled by amendment can be
reinstated only by & subsequent amendmoent presenting the canceled matter as
& pew insertion.

However, where a relatively small amendment to a previous
amendment can be made easily without causing the amendatory

matier to be ohscure or difficult to follow, such small amend-
ment should be entered.

714.25 Discourtesy of Applicant or
Attorney

37 CFR 1.3 Business to be conducted with decorum and courtesy.

Applicants and their attomeys or agents are required to conduct their business
with the Patent end Trademark Office with decorum end countesy, Papers
presented in violation of this requirement will be submiuediothe Commissioner
end will be retumed by his direct osder. Complsints against examiners and other
employees must be made in communications separate from other papers.

All papersreceived in the Patent and Trademark Office should
be briefly reviewed by the clerk, before entry, sufficiently to
determine whether any discourtcous remarks appear therein.

If the attorney is discourteous in the remarks or arguments in
his amendment, either the discourtesy should be entirely ig-
nored or the paper submitted to the group director with a view
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=imjemd o reference '10. 8> domestic patent : which - lubsuntmﬂy ‘shows ‘or
.describes hm does not clnm the rejected invention, or.on referenoe 108 foreign
‘patent orio a pm'lled publwnuon and >the inventor

rejected claim, <** the ownerof the paieat undes feex uxepc:ssn

‘qualified under §§ 1.42,1 4307 1:47 < ehiall maké oath 'or declaration gsto facts
. showmg & completion of the invention'in this country before the filing date of

the application on which the domestic patent issued, or before the date of the
foreign patent, or before the date of the printed pubhcallon ther: tke paxcnt or

 publication cited shall not bar the grant of a patent 1o the *>invenior< or the

confirmation of the patentability of the claims of the patent; unless the date of
such patent or printed publication *>is< more than one year prior 1o the date on
which the *>inventior’ u<orpatcmowner sapplication was filed in this courzry.
(b) The ihowmg of facts shall be such, in character and weight, as toesuablish
reduction to pm:uce prior to the effective date of the reference, of conception
of the invention prior to the effective date of the reference coupled with due

-diligence from seid date 1o & subsequent reduction to practice or to the filing of

the spplication. Original cxhibits of drawings or records, or photocopies thereof,
must accompany and form part of the affidavit or declaration or their absence

_ sauxftcwnly explamed

NOTE THAT § 1.131 IS NOT APPLICABLE TO A RE-

* JECTION BASED ON A U.S. PATENT WHICH CLAIMS

THE REJECTED INVENTION

Any printed publication dated prior to an applicant’s or patent
owners’ effective filing date, or any domestic patent of prior
filing date, which is in its disclosure pertinent to the claimed
invention, is available for use by the examiner as a reference,
either basic or auxiliary, in the rejection of the claims of the
application or patent under reexamination.

Such arejection may be overcome, in certain instances noted
below, by filing of an affidavit or declaration under >37 CFR<*
1.131, known as “swearing back” of the reference.

Affidavits or declarations under >37 CFR<* 1,131 may be
used:

(1) Where the date of the foreign patent or that of the publica-
tion is less than one year prior to applicant’s or patent ownes’s
effective filing date.

(2) Where the reference, a U.S. Patent, with a patent date less
than one year priortoapplicant’s effective filing date, shows but
does not claim the invention.

An affidavit or declaration under 37 CFR<* 1,131 is not
appropriate in the following situations:

(1) Where the reference publication date is more than one year
back of applicant’s or patent owner’s effective filing date. Such
a reference is a “statutory bar.”

(2) Where the reference U.S. patent claims the invention, See
>MPEP § 2306<.

(3) Where reference is a foreign patent for the same invention
to applicant or patent owner or his or her legal representatives
or assigns issued prior to the filing date of the domestic applica-
tion or patent on an application filed more than twelve months
prior 1o the filing date of the domestic application,
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s ,be-cause the refererice is not used. See: >MPEP<§§ 201 11 to

(5) Where the reference. is a prior U.S patent m thae same

;enuty, claiming the samemvmm, the quesuon mvolvedls one

of “double patenting.” :

.- {6) Wherethereference. ssmedlsclosure of a pnat U S patent
0 the same party, not copending, the question is one of dedica-
tion to the public. Note however In re Gibbs. and Griffin, 168
USPQ 578 (CCPA 1971) which substantially did away with the
doctrine of dedication.

Should it be esiablished that the portion of the patent disclo-
sure relied on as the reference was introduced into the patent
application by amendment and as such was new matter, the date
to be overcome by she affidavit or declaration is the date of
amendment. [n re Willien, 1935 C.D. 229, 24 USPQ 210.

It should be kept in mind that it is the rejeciion that is
withdrawn and not the reference.

> It should also be kept in mind that affidavits or declarations
to overcome a rejection of aclaim or claims on a cited patent or
publication may be made by the inventor or inventors of the
subject matter of the rejectad claim(s). Thus, where all of the
named inventors of a pending application are not inventors of
every claimof the application, any affidavitunder 37CFR 1.131
could be signed by only the inventor(s) of the subject matter of
the rejected claims.<

Form Paragraphs 7.57, 7.60, 7.61 and 7.64 may be used to
respond to >37 CFR<* 1.131 affidavits.

7.57 L1131 Affidavit, Ineffective, Feading

The [1] filed on [2] under 37 CFR 1.131 has been considered but is ineffective
to overcome the [3] reference.

Examiner Note:
1. In bracket 1, insert either — affidavit — or -—— declaration.
2. This paragraph must be followed by one or more of paragraphs 7.58-7.63.

7.60 1.131 Affidavit, Reference iz a Statutory Bar

The{1] reference is & statutory bar ander 35 U.S.C. 102(b) and thus cannot be
overcome by an affidavit or declaration under 37 CFR 1.131.

Examiner Note: )
‘This paragraph must be preceded by pas .graph 7.57.

7.61 1.131 Affidavis, Insufficiers Evidence of Conception

The evidence submitted is insufficient 1o establish a conception of the
invention priortothe effective date of the [1] reference, While conception is the
mental part of the inventive an, it must be capable of proof, such as by
demonstrative evidence or by a complete disclosure 1o enother. Conception is
more than a vague idea of how to solve a problem. The requisite means
themselves and their interaction mast also be comprehended. See Mergenthaler
v. Scudder 1897 C.D. 724, 81 O.G. 1417.

Examiner Note:

1. This paragraph must be preceded by paragraph 7.57.

2. An explanation of the defiziency in the showing of conception must be
presented.

3. lf e sffidavit additionally fails to establish either diligence or a subsequent
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715 al(b){-~ ,;5.

an afﬁdavn or declaration under 37 CFR 1,131 is unnecessary .

35 US.C. 102. Conditionis for patentabduy, novelty and Ioss of rtghl to palent
/A person shall be entitled to 2 patent baless —

tv*tt

“(e) the mvemlon was descnbcd ina pmem gramed on an apphcanon for
patent by another filed in the United States before the invention thereof by the
applicant for patent, or on an international spplication by another who has
fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this
title before the invention thereof by the applicant for patent, or™.

37 CFR 1.53. Serial number, filing date, arid completion of application.

LER R Z J

() Thefiling date of an international application designating the United States
of America shall be treated as the filing date in the United States of America
under PCT Anicle 11(3), except as provided in 35 U.S.C. 102(e).

The effective date of a United Siates Patent for use as a prior
art reference is not affected by the foreign filing date to which
the patentee may be entitled under 35 U.S.C. 119. In re Hilmer,
8330.G. 13,149USPQ480 (CCPA 1966); Lilyv. Brenner, 153
USPQ 95 (C.A.D.C. 1967). The reference patent is effective as
of the date the application for it was filed in the United States (35
U.S.C. 102(e) and 103). Hazeltine Research, Inc. v. Brenner,
824 0.G.8,147USPQ 429,382 U.S. 252 (U.S. Supreme Court
1965).

715.01(a) Reference is a Joint Patent to
Applicant and Another [R-6]

Wiien subject matter, disclosed but not claimed in a patent
issued jointly to S and another, is claimed in a later application
filed by S, the joint patent is a valid reference unless overcome
by affidavit or declaration under 37 CFR 1.131. In r¢ Sirain,
1951 C.D. 252,89 USPQ 156, 38 CCPA 933. Disclaimer by the
other patentee should not be required. But see >MPEP<« §
201.06.

715.01(b) Referenceand Application Have
Common Assignee [R-6]

The mere fact that the reference paient which shows but does
not claim certain subject matter and the application which
claims it are owned by the same assignee does not avoid the
necessity of filing an affidavit or declaration under 37 CFR
1.131. The common assignee does not obtain any rights in this
regard by virtue of common ownership which he would not have
in the absence of common ownership. In re Beck, 1946 C.D.
398, 590 O.G. 357; Pierce v. Watson, 124 USPQ 356; In re
Frilette and Weisz, 162 USPQ 163, >See also MPEP §§ 2170 -
2170.10.<

>Where, however, a rejection is applied under 35 U.S.C.
102(f)/103 or 35 U.S.C. 102(g)/103 using the reference patent,
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U be sufﬁcnentto overcome U

. ’715 Ol(c) Reference Is Publlcatlon of |
S “Applicant’s Own’ Inventlon

Unlzss itis astamtory bar, arejecnon on apubhcatxon may-be
overcome by a showing thatit was pubhshed extherby applicant
himself or in his behalf, Ex parte Lemieux, 1957 C.D. 47; 725
0.G. 4; Ex parte Powell et al., 1938 C.D. 15,489 O.G. 231.

Where the last day of the year dated from the date of publica-
tion falls on a Saturday, Sunday, or Federal holiday, the publi-
cation is not a statutory bar under 35 U.S.C. 102(b) if the
application was filed on the next succeeding business day. Ex
parte Olah and Kuhn, 131 USPQ 41 (Bd.App. 1960). It should
alsobe noted thatamagazine iseffective as a printed publication
under 35 U.S.C. 102(b) as of the date it reached the addressee
and not the date it was placed in the mail. Protein Foundation
Inc. v. Brenner, 151 USPQ 561 (D.C.D.C. 1966).

When the unclaimed subject matter of a patent is applicant’s
owninvention, arejection on that patent may be removed by the
patentee filing an affidavit establishing the fact that he >or she<
derived his >or her< knowledge of the relevant subject matter
from applicant. Moreover applicant must further show thatheor
she made the invention upon which the relevantdisclosure in the
patent is based. In re Mathews, 161 USPQ 276, 56 CCPA 1033.
In re Facius, 161 USPQ 294, 56 CCPA 1348. See also
>MPEP<§ 201.06.

CO-AUTHORSHIP

Where the applicant is one of the co-authors of a publication,
cited against his or her application, he or she is not required to
file an affidavit or declaration under >37 CFR<* 1.131. The
publication may be removed as areference by filing a disclaim-
ing affidavit or declaration of the other authors. Ex parte
Hirschler, 110 USPQ 384.

715.62 General Rule as to Generic Claims

A reference applied against generic claims may (in most
cases) be antedated as to such claims by an affidavit or deciara-
tion under >37 CFR<* 1.131 showing completion of the inven-
tion of only a single species, within the genus, prior to the
effective date of the reference (assuming, of course, that the
reference is not a statutory bar or a patent claiming the same
invention), See, however, >SMPEP< § 715.03 for practice rela-
tive to chemical cases.

715.03 a{aglﬁce Relative to Chemical Cases

In chemical cases, where generic claims have beenrejected on
a reference which discloses a species not antedated by the
affidavit or declaration, the rejection will not ordinarily be
withdrawn unless the applicant is able to establish that he or she
was in possession of the generic invention prior to the effective
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i fm’ a ‘generic claim. & ,
' The principle is well estabhshed in ‘chemical cases, dénd in
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casesinvolving composmons of matter, that the dlsclosuré ofa

“'species in a cited ‘reference 'is ‘sufficient’ o prevent a’later
~.applicant from obtaining a “genefic’ clanm 1 In re Steenbock

1936 C.D. 594,473 0.G. 495. REER
 Where the only pertinentdisclosure in the refereﬂce is asmgle
species, which species is antedated by the affidavit or declara-

* tion, the reference is overcome. ]n re Stempel 1957 C D 200,

7170.G. 886.
MARKUSH TYPE CLAIM

Where a claim reciting a Markush group is rejected on a
reference disclosing but not claiming a specific member of the
group, the reference cannot be avoided by an affidavit or
declaration under >37 CFR<* 1.131 showmg dxfferent mem-
bers of the group.

715.04 Who May Make Affidavit or
Declaration [R-6]

A. The inventor.

B.Cneoftwo jointinventors is accepted where ** >itis shown
that one of the joint inventors is the inventor of the claim or
claims under rejection.<

C. The assignee or other party in interest when itisnot possible
to produce the affidavit or declaration of the inventor. Ex parte
Foster, 1903 C.D. 213, 105 O.G. 261.

715.05 l;%te‘sn]t Claiming Same Invention

When the reference in question is a noncommonly owned
patent claiming the same invention as applicant and its issue
dateis less than one year prior to the filing date of the application
being examined, applicant’s remedy, if any, must be by way of
37 CFR *>1.608< instead of 37 CFR 1.131. The examiner
should therefore take note whether the status of the patent as a
reference is that of a PATENT or a PUBLICATION. If the
patent is claiming the same invention as the application, this fact
should be noted in the Office action. The reference patent can
then be overcome only by way of interference. Note, however,
35 U.S.C. 135 * >MPEP § 2300.01<..

Form Paragraph 7.58 may be used to note such a situation in
the office action.

7.58 1.13] Affidavit, Ineffective, Claiming Same Invention

The {1} reference is 2 U.S. patent that claims the rejected invention. An
affidavii or declaration is inappropriate under37 CFR 1.131(a) when the patient
is claiming the same invention. The patient can only be overcome by cstablish-
ing prictity of invention through interference proceedings. Sec MPEP >2306<*
for information on initiating interference proceedings.

Ezxaminer Note:
1. If used twrespond tothe submission of 2 1.131 affidavi, this paragraph must
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' "715 07 Fﬁctﬁsland Documentary vadence' - NCE BY SOME OTHEI

The essenualythmg tobe shown under 37 CFR 1 131is pnonty
of invention and this may be done by any sausfacmry evidence

. of the fact. FACTS, not conclusmns must be alleged, 2 and they :

must be shown by evidence in the form of exhibits accompany-
ing the affidavit or declaration. Each exhibit rehed upon: should
bespecifically referred toin the affidavitor declaration, in terms
of what it is relied upon to'show. For example, thie allegations of
fact might be supported by submitting as evidence one or more
of the following: '

{1) attached sketches;

(2) attached blueprints;

(3) attached photographs;

(4) attached reproductions of notebook entries;

(5) an accompanying model;

{6)attached supporting statements by witnesses, where verbal
disclosures are the evidence relied upon.

If the dater of the exhibits have been removed or blocked off,
the matter of dates can be taken care of in the body of the oath
or declaration.

The dates in the oath or declaration may be the actual dates or,
if the applicant or patent owner does not desire to disclose his or
her actual dates, he or she may merely allege that the acts
referred to occurred prior to a specified date.

A general allegation that the invention was completed prior 1o
the date of the reference is not sufficient. Ex parte Saunders,
1883 C.D. 23,23 0.G. 1224.

“If the applicant made sketches he should so state, and
produce and describe them; if the sketches were made and lost,
and their contents remembered, they should be reproduced and
furnished in place of the originals. The same course should be
pursued if the disclosure
was by means of models. If neither sketches nor models are
relied upon, butitis claimed that verbal disclosures, sufficiently
cleartoindicate definite conception of the invention, were made
the witness should state as nearly as possible the language used
in imparting knowledge of the invention to others.” Ex parte
Donovan, 1890 C.D. 169, 52 O.G. 309.

The affidavit or declaration must state FACTS and produce
such documentary evidence and exhibits in support thereof as
are available to show conception and completion of invention
IN THIS COUNTRY, at least the conception being at a date
prior to the effective date of the reference. Where there has not
been reduction to practice prior to the date of the reference, the
applicant or patent owner must also show diligence in the
completion of his or her invention from a time just prior to the
date of the reference continuously up to the date of an actual
reduction to practice or up to the date of filing his or her
application (filing constitutes a constructive reduction w prac-
tice, »37 CFR<* 1.131).

A conception of an invention, though evidenced by disclo-
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“be capable of proof, as by drawings,

* Limited, 1909c D; 498 1906091

Concepuon isthe mental part of the inve nuve act, but it must
éomplete disclostire to

another person, etc. In Mergenthaler v: Scudder; 1897C.D.724,

81 0.G. 1417, it was established thatconcepuon ismorethana |

mere vague idea of how to solve a problem; the means them-
selves and their interaction must be comprehended also.>The
invention is “made” for purposes of the last paragraph of 35
U.S.C. 103 (see MPEP § 2170) when the conception is complete
as defined in Mergenthaler v. Scudder above.< ‘

The factstobeestablished under >37 CFR<* 1.131 aresnmllar
to those to be proved in interference. The difference lies in the
way in which the evidence is presented. If applicant disagrees
with a holding that the facts are insufficient to overcome the
rejection, his remedy is by appeal from the continued rejection.

Disclosure Documents (>MPEP<§ 1706) may be used as
documentary evidence.

Form Paragraph 7.59 or 7.63 may be used where insufficient
evidence is included in a >37 CFR<* 1.131 affidavit.

759 1.131 Affidavit, Insufficient Evidence of Reduction To Practice Before
Reference Date

The evidence submitted is insufficient to establish a reduction to practice of
the invention in this country prior to the effective date of the [1] reference.

Examiner Notes

1. This paragraph must be preceded by paragraph 7.57.

2. An explanation of the lack of showing of the alleged reduction to practice
must be provided.

763 1.131 Affidavil, Insufficient Evidence of Reduction To Practice After
Reference Date

The evidence submitted is insufficient to establish a reduction to practice of
the invention in this country after the effective date of the [1] reference.

Examiner Note:

1. This paragraph must be preceded by paragraph 7.57.

2. If the alleged reduction to practice is prior to the effective date of the
reference, do not use this paragraph, See paragraph 7.59.

3. If the sffidavit additionally fails to establish either conception or diligence,
paragraphs 7.61 and/or 7.62 should precede this paragraph. If either conception
or diligence is established, a statement to that effect should be included after this

paragraph.
4. An explanation of the lack of showing of the alleged reduction to practice

must be given.

715.07(a) Diligence

Where conception occurs prior to the datc of the reference, but
reduction to practice is afterward it is not enough merely to
allege that applicant or patent owner had been diligent, Exparte
Hunter, 1889 C.D. 218, 49 0.G. 733.

What is meant by diligence is brought out in Christie v.
Seybold, 1893 C.D. 515, 64 O.G. 1650. In patent law, an
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" of an application thereon” (Exparte Merz,75 USPQ 296) isnot

. relevant to an afﬁdavxt or. declarauon under 37 CFR. 1. 131

4 Form Paragraph 7. 62 may be used to respond wa >37 CFR<
1.131 affidavit where dlhgence is lackmg ‘

762 1131 aﬁzmm, Diligence Lac‘king

The evidence submitted is insufficient 1o establish diligence from a date prior
to the effective date of {1] reference to a subsequent reduction to piactice orto
the filing of the application.

Exzaminer Note:

1. This paragraph must be preceded by paragraph 7.57.

2. If the affidavit additionally fails to establish conception, this paragraph
must also be preceded by paragraph 7.61. If the affidavit establishes conception,
a statement to that cffect should be added to this paragraph.

3. Ifthe affidavit additionally fails to establish an alleged reduction to practice
priortothe application filing date, this paragraph must be followed by paragraph
7.63. If such an alleged reduction to practice is established, a statement to that

effect should be added to this paragraph.
4. An explanation of the reasons for a holding of non-diligence must be

provided.

715.07(b) Interference Testimony
Sometimes Used [R-6]

In place of an affidavit or declaration the testimony of the
applicant in an interference may be sometimes used to antedate
areference in lieu of >37 CFR<* 1.131 affidavit or declaration.

The part of the testimony to form the basis of priority over the
reference should be pointed out. Ex parte Bowyer, 1939 C.D. 5,
42 USPQ 526.

715.07(c) = Acts Relied Upon Must Have
Been Carried Out in This Country

The affidavit or declaration must contain an allegation that the
acts relied upon to establish the date prior to the reference were
carried out in this country. See 35 U.S.C. 104.

35US8.C. §104. Invention made abroad.

In proceedings in the Patent and Trademark Office and in the courts, an
applicant for a patent, or a palentee, may not establish a date of invention by
reference to knowledge or use thereof, os other activity with respect theseto, in
aforeign country, except a3 provided in sections 119 and 365 of this title, Where
an invention was made by # person, civil or military, while domiciled in the
United States and serving in a foreign country in connection with operations by
or on behalf of the United States, he shall be entitled 1o the same rights of priority
with respect to such invention as if the same had been made in the United States.

715.07(d) Disposition of Exhibits

Exhibits, such as those filed as part of an affidavit or declara-
tion under 37 CFR 1.131, that are too bulky to be placed in the
application file are retained in the examining group until the
case is finally disposed of. When the casc goes to issue (or
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_examiner, .

MANUAL OF PATENT EXAMINING PROCEDURE - |
T abandomnem) the"exhbxbns are retumed or otherwxsc dnsposed

715 08 Passed Upon by anary Exammer

IR-61

The quesnon of sufﬁcxency of aff idavits or dcclarauons under
>37 CFR<* 1131 shouldbe revnewed and decnded by a pnmary

Revxew of qixesuons of formal sufﬁcnency and propnety are

t by peuuon tothe, Commlssxoner Such] peuuuns areaniswered by
, the group du'ectors (>MPEP< § 1002. 02(c), item 4e)

Review on the merits of 537 CFR<* 1.131 affidavit or decla-
ration is to the Board of >Patent< Appeals >and Interferences<.

715.09 Seasonable Presentation [R-6]

Affidavits or declarations under >37 CFR<* 1.131 must be
timely presented in order to be admitted. Affidavits and decla-
rations submitted prior to a final rejection are considered timely.

Anaffidavitor declaration presented with a first response after
final rejection for the purpose of overcoming a new ground of
rejection or requirement made in the final rejection is entered
and considered without a showing under >37 CFR<* 1.116(b).
No other affidavit or declaration under >37 CFR<* 1.131
presented after final rejection will be considered unless a
satisfactory showing is made under >37 CFR<* 1.116(b) or
1.195.

All admitted affidavits and declarations are acknowledged
and commented upu.. by the examiner in his next succeeding
action.

For affidavits or declarations under >37 CFR<* 1.131 filed
after appeal see >37 CFR<* 1,195 and >MPEP< § 1212,

716 Affidavits or Declarations Traversing
Rejections, Section 1.132 [R-6]

37 CFR 1.132. Affidavits or declarations traversing grounds of rejection.

When any claim of an application or a patent under reexamination is rejected
on reference to a domestic patent which substantially shows or describes but
does not claim the invention, or on reference to a foreign patent, or o a printed
publication, or to facts within the personal knowledge of an employee of the
Office, or when rejected upon a mode or capability of operation attributed 1o 2
reference, or because the alleged invention is held to be inoperative or lacking
in utility, or frivolous or injurious 1o public health or morals, affidavits or dec-
larations traversing these references or objections may be received.

NOTE THAT >37 CFR<* 1.132 IS NOT APPLICABLE
TO A REJECTION BASED ON A U.S. PATENT WHICH
CLAIMS THE REJECTED INVENTION.

It is the responsibility of the primary examiner to personally
review and decide whether affidavits or declarations submitted
under >37 CFR<* 1.132 for the purposc of traversing grounds
of rejection, are responsive to the rejection and present suffi-
cient facts to overcome the rejection.

This rule sets forth the general policy of the Office consis-
tently followed for a long period of time of receiving affidavit
cvidence traversing rejections or objections: Exparte Grosselin,
1896 C.D. 39, 76 O.G. 1573. The ecnumeration of rejections in
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o mﬁvegroups,andsuchaff davitsor declar. u,onsmustconform o
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final rejecuon for the purpose cf overcommg a new ground of”
rejection or requuemem made’in the final rejccnon is entered
and considered withouta showmg under>37 CFR<* 1.116(b).
No other affidavit or declaration under >37 CFR<¥ ‘1.132

presented after final rejection will be considered unless a
satisfactory showing is made unéer>37 CFR<* 1.116(b)or>37
CFR<* 1.195. ‘

ANl admitted affidavits and declarations are acknowledged
and commented upon by the examiner in the next succeeding
action.

Form Paragraph 7.65 or 7.66 should be used to commenton a
>37 CFR<* 1.132 affidavit.

7.65 1.132 Affidavit, Effective To Withdrew Rejection

The {1} under 37 CFR 1.132 filed {2] is sufficient to overcome the rejection
of claim {3] based upon [4].

Examiner Note:

1. In bracket 1, insest either affidavit or declaration.

2, Indicate the filing date of the affidsvir> in bracket 2<.

3. Indicate the claim or claims affecied »in bracket 3<.

4. Indicate the rejection that has been overcome; i.e., insufficiency of
disclosure, lack of utility, inoperativeness, a specific reference, etc. See MPEP
§ 716.

7.66 1.132 Affidavit, Insufficient
The{1]under37 CFR 1.132 filed [2] is insufficient 1o overcome the rejection
of claim {3] based upon {4] as set forth in the last Office action because {5].

Examiner Note:

1. In bracket 1, insert either affidavit or declaration.

2, Indicate the filing date of the affidavit >in bracket 2<.

3. Indicate the claim or claims affected >in bracket 3<.

4. Identify the rejection that is being maintzined >in bracket 4<.

5. Set forth in detail the reasons for the insufficiency; eg., untimely, faiis to
allege facts, not gemmane (o the rejection at issue, not commensurate in scope
with the claims, etc. See MPEP 716.

The following criteria are applicable to all affidavits or decla-
rations submitted under § 1.132:

(1) Affidavits or declarations must be timely or seasonably
filed to be entitled to consideration: /n re Rothermel et al., 1960
C.D. 204, 125 USPQ 328, Affidavits or declarations not timely
filed must meet the requirements of § 1.195.

(2) Affidavits or declarations must set forth facts, not merely
conclusions: Inre Pike et al., 1950 C.D. 105,84 USPQ235. The
factspresented in the affidavits or declarations must be pertinent
to the rejection: fn re Renstrom, 1949 C.D. 306, 81 USPQ 390.
Otherwise, the affidavits or declarations have no probative
value.

(3) Affidavits or declarations should be scrutinized closcly
and the facts presented weighed with care. The affiant’s or
declarant’s interest is a factor which may be considered, but the
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group into Wthh they fall These groups and the apphcable
standards are ' .

o 1 COMPARATIVE TESTS OR RESULTS

Afﬁdavns or declarations companng apphcam s results with
those of thé priorart must relate to the reference relied upon and
not other prior art — Blanchard v. Ooms, 1946 C.D. 22,68
USPQ 314, 153 F.2d 651, and the comparison must bé with
disclosure identical (not Slmllal') with that of the reference: Inre
Tatincloux, 1956 C.D. 102, 108 USPQ 125, 43 CCPA 722.
Otherwise, the affidavits or declarauons have no probatwe‘
value,

Where the comparison is not identical with the reference
disclosure, deviations therefrom should be explained — I re
Finley, 1949 C.D. 284, 81 USPQ 383, 36 CCPA 999 and if not
explained should be noted and evaluated, and if significant,
explanation should be required: fn re Armstrong, 1960 C.D.
422, 126 USPQ 281, 47 CCPA 1084. Otherwise, the affidavits
or declarations may be entitled to litle weight, Where the
comparison shows unexpected results or advantages, it should
becompared withtheapplication disclosure, since recitals of the
specification are controlling: Abbott v. Coe, 1940 C.D. 13, 109
F.2d 449; Inre Rossi,1957 C.D. 130, 112 USPQ 479,44 CCPA
750. Advantages not disclosed carry little or no weight in
establishing patentability.

Affidavits or declarations setting forth advantages and assert-
ing that despite familiarity with the art, the claimed subject
matter was not obvious to affiants or declarants, do not afford
evidence of non-obviousness, where the advantages relied upon
are merely those which would result from following the teach-
ing of the prior art: In re Henrich, 1959 C.D. 353, 122 USPQ
388,46 CCPA 933.

2. OPERABILITY OF APPLICANT’S DISCLOSURE

Since it is the examiner’s duty to pass upon the operativeness
of any invention which he or she is called upon to examine he
or she is free to express an opinion on that question so long as
reasons are given for such a holding with clarity and complete-
ness. Therefore, the examiner need not support cvery rejection
on inoperativeness with references, affidavits or declarations:
In re Quattlebaum, 84 USPQ 383.

Affidavits or declarations attempting to show that the struc-
ture deemed inoperative was scen in operation by persons who
vouch for its operability, arc insufficient: /n re Perrigo, 1931
C.D. 512,48 F.2d 965.

Where the invention involved is of such anature that it cannot
be tested by known scientific principles, theoretical arguments
in affidavit or declaration form are unacceptable, and the only
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Since every patent is presumed valid (35 U.$.C. 282), and .

since that presumption includes the presumption of operability
-— Metropolitan Erg. Co. v. Coe, 1935 C.D. 54,78 F.2d 199.
examiners should not express any opinion on the operability of
a patent. Therefore affidavits or. declarations attacking the
operability of a patent cited as a reference, though entitled to
consideration, should be treated, notas conclusive of the factual
matter presented, but rather as an expression of opinion by an
expertintheart. Inre Berry, 137USPQ353,50CCPA 1196, See
also I'n re Lurelle Guild, 1953 C.D. 310, 98 USPQ 68. Opinion
affidavits or declarations need not be given any weight. Inre
Pierce, 1930 C.D. 34, 35 F.2d 781; In re Reid, 1950 C.D. 194,
84 USPQ 478.

Further, since in a patent it is presumed that a process if used
by one skilled in the art will produce the product or result
described therein, such presumpiion is not overcome by a mere
showing that it is possible w operate within the disclosure
without obtaining the alleged product. It is to be presumed also
that skilled workers would as a matter of course, if they do not
immediately obtain desired results, make certain expariments
and adaptations, within the skill cf the competent worker. The
failures of expesimenters who have no interest in succeeding
should not be accorded great weight. Bullardv. Coe, 1945 C.D.
13,64 USPQ359; Inre Michalek, 1974 C.D.458,74 USPQ 107,
34 CCPA 1124; In re Reid, 1950 C.D. 194, 84 USPQ 478, 37
CCPA 884,

Where the affidavit or declaration presented asserts inopera-
bility in features of the patent which are not relied upon, the
matter is of noconcern: Inre Wagner, 1939C.D. 581,26 CCPA
1193, 103 F.2d 414.

Where the affidavit or declaration asserts inoperability of the
process disclosed in the reference for producing the claimed
product, which product is fully disclosed in the reference, the
matter is of no concem: fn re Atwood, 1958 C.D. 204, 117
USPQ 184,45 CCPA 824.

Where the affidavit or declaration presented asserts that the
reference relied upon is inoperative, the claims represented by
applicant must distinguish from the alleged inoperative refer-
ence disclosure; otherwise the matter is of no concern: In re
Crecelius, 1937 C.D. 112, 24 CCPA 718, 86 F.2d 399; /n re
Perrine, 1940 C.D, 465, 27 CCPA 1127, 111 E2d 177; Inre
Crosby, 1947 C.D. 35, 71 USPQ 73, 34 CCPA 701.

Affidavit or declaration by patentee that he or she did not
intend his device to be used as claimed by applicant is immate-
rial: In re Pio, 1955 C.D. 59, 104 USPQ 177,42 CCPA 746.

4. COMMERCIAL SUCCESS AND OTHER
CONSIDERATIONS BEARING ON OBVIOUSNESS
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roundmg the nngm of the subject matter sought w be patented 7 '
As indiciaof obwousness or unobvmusncss such ev1dence may -

have relevancy. Grauam v. John Deere Co 383 US. 1, 148

USPQ459 (1966) Inre Palmer. 172 USPQ 126,451F.2d 1100

(CCPA 1971); In re Fielder and Underwood, 176 USPQ 300,
471 F.2d 640 (CCPA 1973). The Graham v. John Deere pro-
nouncements on the relevance of commercial success, cic. to a
determination of obviousness were not negated in Sagkraida v.
Ag Pro, 425 U.S. 273, 189 USPQ 449 (1979) or Anderson’s-
Black Rock Inc. v. Pavement Salvage Co., 396 U.S. 57, 163
USPQ 673 (1969), where reliance was placed upon A&P Tea
Co. v. Supermarket Corp., 340 U.S. 147, 87 USPQ 303 (1950).
See Dann v. Johnston, 425 U.S. 219, 189 U.S.P.Q 257, at 261
(1976} footnote 4.

The weight attached to evidence of commercial success, etc.
by the examiner will depend upon its relevance to the issue of
obviousness and the amount and nature of the evidence. Note
the great reliance apparently placed on this type of evidence by
the Supreme Court in upholding the patent in United States v.
Adams, 383 U.S. 39, 148 USPQ 479 (1966).

Evidence of commercial success, etc. must be commensurate
in scope with the scope of the claims: In re Tiffin, 448 F.2d 791,
171 USPQ 294 (1971). Further, in considering evidence of
commercial success, care should be taken to determine that the
commercial success alleged is directly derived from the inven-
tion claimed, in a marketplace where the consumer is frec to
choose on the basis of objective principles, and that such success
is not the result of heavy promotion or advertising, shift in
advertising, consumption by purchasers normally tied to appli-
cant or assignee, or other business events exiraneous to the
merits of the claimed invention, eic,: In re Mageli et al., 176
USPQ 305 (CCPA 1973); In re Noznick et al., 178 USPQ 43
(CCPA 1973).

Similarly in considering evidence of long-felt but unsolved
needs and failure of others, care should be taken to determine
whethersuch failures were due to lack of interest or appreciation
of an invention’s potential or marketability rather than want of
technical know-how: Scully Signal Co. v. Electronics Corp. of
America, 196 USPQ 657(1st Cir, 1977).

Affidavits or declarations showing commercial success of a
structure not related to the claimed subject matter has neither
significance nor pertinence: /n re Kulieke, 1960 C.D. 281. 125
USPQ 578.47 CCPA 943,

Affidavits or declarations attributing commercial success to
the invention “described and claimed” or other cquivalent
indefinite language have little or no cevidentiary value: /n re
Troutman, 1960 C.D. 308, 126 USPQ 56, 47 CCPA 308.
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the commetcxal success not related to the technology etc )

SUFFICIENCY OF DISCLOSURE

Affidavits or declarations presented to show that the mscxo-ﬁ

sure of an application is sufficient to one skilled in the art are not
acceptable to establish facts which the specificaton itself
should recite: Tn re Smyth 1951 C.D. 449, 90 USSP 106, 38
CCPA 1130.

Affidavits or declarations purporting to explain the disclosure
ortointerpret the disclosure of a pending application are usually
not considered: In re Oppenauer, 1944 C.D. 587,62 USPQ 297,
31 CCPA 1248.

717 File Wrapper [R-6]

The folder in which the Patent and Trademark Office main-
tains the application papers is referred to as a file wrapper.

717.01 Papers in File Wrapper [R-6]

Papers that do not become a permanent part of the record
should not be entered on the “Contents” of the file wrapper. No
paper legally entered on the “Contents” should ever be with-
drawn or returned to applicant without special autherity of the
Commissioner. Certain oaths executed abroad may be returned
but a copy is retained in the file. See >MPEP<§ 604.04(a).
717.01(a) Arrangement of Papers in File
Wrapper [R-

Until revision for alfowance, the specification, amendments
and all other communications from applicant are fastened to the
left side (center fold) of the file wrapper. They are in inverse
chronological order; that is, the communication with the [atest
“Mail Room” date is on top. A similar arrangement is followed
on the right side, where Office actions and other communica-
tions from the Office ase fastened, except that the print is always
kept on top for the convenience of the examiner.

Where amendments are submitted in duplicate, the carbon
copy is destroyed except where the duplicate is received within
the time period for response and the original is [ate. In this latter
situation both copies are placed in the file. The “original”
(ribbon copy) icentered with reference made to the carbon copy.

At allowance, only those papers required by the printer are
placed in the left side (center section) of the file wrapper.

The use of return self-addressed post cards as a receipt is
covered in >MPEP< § 503.

717.01(b) Prints [R-6]

The prints of the drawing are fastened inside the file wrapper
by the Customer Services Division,
The white paper prints shall always be kept on top of the
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Seealso§§70710,4_._,..., e e '

If the examiner notices an error in any of the data ongmally :
entered on the file wrapper, he or she should have it corrected by
the Application Division. . - :

If an error is noticed in the name or ad(u'ess of the assngnee it
should be corrected by the Assignment Division. : :

All of the above entries are either typed or made in black mk. ,
Such changes by amendment as change of address or of attorney
are entered in red ink by the clerk of the group, the original entry
being canceled but not erased.

717.02(b) Name or Residence of Inventor
or Title Changed [R-6]

The distinction between “residence” and Post Office address
should not be lost sight of.

>MPEP §<* 605.04(c) explains the procedure lo be followed
concerning sending the application to the Application Division
when applicant changes name.

Unless specifically requested by applicant, the residence will
not be changed on the file. For example, if a new oath gives a
different residence from the original, the file will not be
changed.

717.03 Classification During Examination

When a new case is received in an examining group, the
classification of the case and the initials or name of the examiner
who will examine it or other assigned docket designation are
noted in pencil in the upper lefthand corner of the first sheet of
the “heavy paper” print and in the designated spaces on the file
wrapper. These notations should be kept current.

717.04 Index of Claims

Constant reference is made to the ““Index of Claims” found in
the inside of the file wrapper of all applications. It should be kept
up to date so as to be a reliable index of all claims standing ina
case, and of the amendment in which the claims are to be found.

The preprinted series of claim numbers appearing on the file
wrapper refer to the claim numbers as originally filed while the
adjacent column should be used for the entry of the final
numbering of the allowed claims.

Independent claims should be designated in the Index of
Claims by encircling the claim number in red ink,

A line in red ink should be drawn below the number corre-
sponding 1o the number of claims originally presented. There-
afier, a line in red ink should be drawn below the number
corresponding to the highest numbered claim added by each
amendment, Just outside the Index of Claims form opposite the
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N 1 121(b) dwongxnal clalm numbershould notbe stncken fmm -
the Index of Claims but a notation should be made m redinkin.

" the margin tothe leftof the original claim number, ie. “Amend.

177:if the claim is rewritten a second tinie; “Amiend. 17 should”

~ bechanged by striking out “1” and i inserting “2” above it.
As any claim is canceled 3 lme 1n red mk should be drawn
through its number. "~ -

A spaceis provided forcompleuon by the examiner to mdxcate :
the date and type of each Office action together with the

resulting status of each claim. A listof codes foridentifying each
type of Office action appears below the Index. At the time of
allowance, the examiner places the final patent claim numbers
in the column marked “Final”.

717.05 Field of Search [R-6]

In each action involving a search, the examiner shall en-
dorse, onthe flap of the file wrapper, the >U.S.<classes and sub-
classes >, International Patent Classification(s)< and publica-
tions searched, the date when the search was made or was
brought up to date and the examiner’s initials, all entries being
in BLACK INK. Great care should be taken inasmuch as this
record is important to the history of the application.

In order to provide a complete, accurate, and uniform record
of what has been searched and considered by the examiner for
each application, the Patent and Trademark Office has estab-
lished procedures for recording search data in the application
file. Such a record is of importance to anyone evaluating the
strength and validity of a patent, particularly if the patent is
involved in litigation. These procedures will also facilitate the
printing of certain search data on patents.

Under the procedures, searches are separated into two catego-
ries and listed, as appropriate, in either the “SEARCHED” box
or “SEARCHED NOTES” box on the file wrapper.

All file wrappers have the “SEARCH NOTES” box printed
therein. If additional space is required, entries will be continued
on the outside right flap of the file wrapper.

A. “SEARCHED” Box Entries

Search entries made here, except those for scarch updates (see
itemn A.3 below), will be printed under “Field of Scarch” on the
patent front page. Therefore, the following scarches will be
recorded in the “SEARCHED” box by the examiner along with
the date and the examiner’s initials, according to the following
guidelines:

1. A complete search of a subcluss, including all United
States and foreign patent documents >, whether filed by U.S. or
IPC classification,< and other publications placed therein.

The complete classification {class and subclass) should be
recorded.

is restricted o an identifiable:portion of the patent documents
placed therein. If, however, only the publications in a subclass
are searched,; such an entry-is-to-be n:ade: under *“SEARCH

NOTES”. rather than under “SEARCHED » (See 1tem B.-4.

below.): -

The class and subclass, followed by the mformanon deﬁnmg :

the portion of the subclass searched-in parenthesns. should be
recorded. ‘

Examples:
214/1 (U.S. only) 2/10/86 . CPS
238/6 (1954 1o date). 2/10/86 CPS

3. An update of a search previously made. This search entry
will be recorded in a manner to indicate clearly which of the
previously recorded searches have been updated, followed by

the expression “(updated).” Search update entries, although

recorded in the “SEARCHED" box, will not be printed.

Examples:

424/270 (updated) 4/1/86 CPS
214/DIG, 4 (updated) 7/19/86 CPS
Above (updated) 7/27/86 CPS

When a search made in a parent application is updated during
the examination of a continuing application, those searches

updated, followed by “(updated from parent S.N. ............ Y will
be recorded. If the parent has been patented, the patent number
“Pat. N. .ccueuuneen " Instead of serial number in the above phrase
will be recorded.

Example:

273/29 BC (updaied from

343/114.5 parent S.N. 495,123) 4/27/87 CPS
116/DIG47 (updated from

D7/73,74 parent Pat. N. 4,998,999) 2/10/86 CPS]

4. A mechanized search of a file of documents in a specific
art, conducied by using key terms 10 retrieve documents.

Record the name of the mechanized search system as it
appears in the following list and add the expression “MS File”
to indicate mechanized search file,

Termatrex Systems:
Automatic Fuel Controls
Boots & Shoes
Chemical Testing
Combined Fastencrs

Examples: Electrical Contact Materials
424/270,272, 273 2/10/86 CPS Surface Bonding Using Critical Metal
224/42.1 F 2/10/86 CPS '
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2 A Izmzted search of a subclass, for example a searchjthat




Edge-notched Card System A

Punch Card Systems '
Elecuolysns
Organometallics
Steroxds

Camputer Controlled Microfiche Search Systems
(CCMSS):

A-D Convertors

Digital Data Processing Systems

Special Purpose Digital Processing Systems

364/200 MS filc

364/900 MS file

526 MS file

Examples:
Steroid MS File
A-D Convertors MS File

2/12/86 CPS
7/19/86 CPS

When conducting a search with 3 Termatrex or Edge-Notched
Card System, the examiner should complete form PTO-1041
in two copies, recording all queries searched, even those which
yield only non-relevant documernts.

All documents retumed by the system in response to a query
which are not actually reviewed should have an “X” drawn
through their associated access and patent numbers.

The examiner should place one copy of the form PTO-1041 in
the application file on the right flap of the file wrapper.

The other copy of the form PTO-1041 should be forwarded to
the Office of Search Systems ator prior (o the time of the mailing
of the Office action.

When conducting a search with a Punched Card system the
examiner should place in the application file the Code Sheeton
which the terms searched have been marked along with the tape
listing the documents retrieved. Any document not actually
reviewed should have an “X” drawn through that document’s
number on the tape listing.

When conducting a search with the CCMSS search systems,
a copy of the machine-printed search report which lists the
extent of file and terms employed in conducting the search
should be placed in the application file on the right hand flap of
the file wrapper.

The list of tagged documents included thereon may have
document numbers crossed out with an “X” when the document
was tagged for recall for purposes other than the search being
conducted.

B. “"SEARCH NOTES” Box Entries

Entries made in the “SEARCH NOTES” box are of equal
importance to those placed in the “SEARCHED” box; however,
these entries are not to be printed on any resulting patent. They
are intended to complcte the application file record of areas and/
or documents considered by the examiner in his or her search.
The examiner should record the following searches in this box
and in the manner indicated, with each search dated and initial-
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Cled: : S DR R
rnes L Acwsoaysearch.orscanmng.ofwv S <subclass>orIPC;
; subclass/group/subgroup<, i.e., a search usually made to deter- -

‘ﬁ7£m0$ f

the documents classified there are relevant. Record the
on, followed by “(cursory)

Examples: A
250/13 (cursory) 2/10/86 CPS
>A61K 9/44 (cursory) * 2/ 10/86 CPS<

2 Acansultatzan with otheruxamme:stodetennme ifrefevant
search fields exist in their areas of expertise.

If the subclass is not searched, record the class and subclass
discussed, followed by “(consulted)”. This entry may also
include the name of the examiner consulted and the art unit.

Examples:

24/ fasteners (consulted) 2/11/86 CPS
24/ fasteners (consulted J. Doe A.U.351) 2/11/86 CPS
24/201 R-230 AV (consulted) 7/9/86 CPS

3. A search of a publication not located within the classified
paient file, e.g., a library search, a text book search, a Chemical
Abstracts search, etc. Record according to the following for
each type of literature search:

a. Abstracting publications, such as Chemical Abstracts —
record name of publications, list terms consulted in index, and
indicate period covered.

Examples:
Chem. Abs, Palladium hydride Jan-June 1975 4/1/86  CPS

Eng.Index, Data Conversion Analog to Digital 1975 4/1/86  CPS

b. Periodicals — list by title and period or volumes covered,
as appropriate. Example:
Popular Mechanics, June-Dec. 1974
Lubrication Engineering, vols. 20-24

4/1/86  CPS
7/19/86 CPS

¢. Books — list by title and author, edition or date, as
appropriate.

Example:

Introduction to Hydraulic Fluids, Roger E. Hatton, 1962 4/1/86 CPS

d. Other types of literature not specifically mentioned herein
(i.e., catalogs, manufacturer’s literature, private collections,
etc.)

Record data as necessary to provide unique identification of
material searched.

Example:
Sears Rocbuck catalog, Spring-Summer, 1973.  5/7/86 CPS

Where a book or specific issue of a periodical is cited by the
examiner, it is not necessary (o list the specific book or periodi-
cal in the “SEARCH NOTES” box.

A cursory or browsing search through a number of materials
that are found to be of real relevance may be indicated in a
collective manner, c.g. “Browsed Sci. Libr. shelves under QA
76.5" or “Browsed text books in Sci. Libr. relating to
” More detailed reviews or searches through
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mclude many data bases such as the Derwent, the NTIS, etc.
Record the name of the data base sean:hed ‘

Examples: .
CHEMCON data base 5ﬂ/86 - CPS
METADEX data base 7/19/86 CPS

The search printout should be placed in the application file,
attached to the right flap of the file wrapper.

The examiner should indicate which publications were re-
viewed by initialling and dating the copy of the printout in the
left margin adjacent to each reviewed publication.

f. If only an abstract of 2 document was reviewed, the note
“ck’ed abst.” should be made next to the initials and date,

If the complete document was reviewed, the note “ck’ed doc.”
should be placed with the initials and date.

4. A search of only the publications in a subclass.
Record class and subclass followed by “(publications only)”.

Examples:
43/56 (publications only 5/7/86 CPS
99/DIG. 15 (publications only)  7/19/86 CPS

5. A review of art cited in a parent application or an original
patent, as required for all continuing and reissue applications
and reexamination proceedings, or a review of art cited in
related applications or patents mentioned within the specifica-
tion, such as those included to provide background of the
invention.

Record the serial number of a parent application that is still
pending or abandoned, followed by “refs. checked” or “refs.
ck’ed”. If for any reason not all of the references have been
checked because they are not available or clearly not relevant,

such exceptions should be noted.

S. N. 495,123 refs, checked 2/10/86 CPS

S. . 490,000 refs. checked 7/19/86 CPS

S. N. 480,111 refs. checked except for Greek patent to Kam
8/3/86 CPS

$.N. 410,113 refs. not checked since the file was not available
10/5/86 CPS

Record the patent number of a parent or related application
that is now patented or of an original patent now being reissued
with “refs. checked” or “refs, ck’ed”.
Examples:
Pat. 3,900,000 refs. checked.
Pat. 3,911,111 refs. ck’ed

7/19/86 CPS
7/19/86 CPS

C. Not recorded
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the seérch boxes, but shnuldxbelnoted in the applxcauon ﬁle :
. mdxcated below. <

‘ -CFR:1.98 and the practice thereunder. o o
L Ineach: instance where all: mformatmn refexred w in: a papcr; .
. placedin ‘the. apphcanon fileis ‘considered; the examiner should -

There are tﬁvo on-line search systems.kmcl.ockheed Mforma-
tion System and the SDC Search Service. These search. systcms '

. Y:Citations of mfonnauon by appltcants confomung to: 37' .

place the notation “all ck’ed”, the date, and his or her initials
adjacent to the citation:in ink. The citations must also be listed. -
on form PTO-892 orinitialed on form PTO-1449 submitted by .
applicant. See >MPEP< §§ €09 and 707.05(b). - :

- 2:°Citations of information by applicants not conforming to
37 CFR 1.98 and the practice thereunder. . '

In each instance where an examiner considers, but does not
cite on form PTO-802, specific information referred to in a
paper placed in the application file, the examiner should place -
a notation in ink adjacent to each reference considered.

If all the references referred to in-such a paper are reviewed,
the examiner will place the notation “all ck’ed”, the date, and his
or her initials adjacent the citation in ink.

Ifincluded in the specification, the examiner should write the
date and his or her initials in ink adjacent to any reference(s)
checked and enter “checked” or ck’ed” in the left margin
opposite the citation.

If presented in a separale paper or in the remarks of an
amendment, the examiner’s initials and “checked” or “ck’ed”
should be entered adjacent to the citation(s) or wherever pos-
sible to indicate clearly those checked.

717.06 Foreign Filing Dates
See >SMPEP<§§ 201.14(c), 202.03 and 201.14(d).
717.07

The file wrapper should identify earlier filed related applica-

tions.
See >MPEP< §§ 202.02 and 202.03.

720 Public Use Proceedings [R-6]

Related Applications

37 CFR 1.292. Public use proceedings.

(a) When a petition for the institution of public use proceedings, supported by
affidavits or declarations and the fee set forth in § 1.17(j), is filed by one having
information of the pendency of an application and is found, on reference to the
* examiner, 10 make a prima facie showing that the invention ** claimed in an
application believed 10 be on file had been in public use or on sale >more than<
one year before the filing of the application, ** a hearing may be had before the
Cummissioner 1o determine whether a public use proceeding should be insti-
tuted. If instituted, sthe Commissioner may designate an appropriate official to
conduet the public use proceeding including the setting of times< ** for taking
testimony, which shall be taken as provided by §§ **>1.671 10 1.685<. The
petitioner will be heard in the proceedings but after decision therein will not be
heard further in the prosecution of the application for patent.

(b) The petition and accompanying papers should either: (1) Reflect that a
copy of the same has been served upon the applicant orupon his attomey oragent
of record; or (2) be filed with the Office in duplicate in the cvent service is not
possible, The petition and accompanying papers, or a notice that such a petition
has been filed, shall be entered in the application file,

>{c) A petition for institution of public use proceedings shall not be filed by
aparty to an interference as to an application involved in the interference. Public
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Pnbhcmepmceedmgs are pmvxdedfor in337CFR<

- .when aquestion concemmg ‘public use proceedings arises.:

A petition and fee (37 CFR-1.17(j)) is required to iritiate -

~ consideration of whether (o institute a public. use proceeding. :

The petitioner ordinarily has information conceming a pending
application which claims, in whole or in part; subject matter that-
the petitinner alleges was in “public use” or-“on sale” in this
country eorc than one year prior to the effective United Siates
filing date of the pending application (see 35 U.S.C., Section
119, Ist paragraph, and Section 120). He or she thus asserts that
a staiutory bar (35 U.S.C. 102(b) alone or in combination with
35 U.S.C. 103) exists which prohibits the patenting of the
subject matter of the application.

When public use petitions and accompanying papers are
submitted they, or a notice in lieu thereof, will be entered in the
application file. Duplicate copies should be submitied only
when, after diligent effort, it has not been possible for petitioner
toserveacopy of the petition on theapplicant, hisor herattorney
or agent in which case the **>Special Program Examination
Unit of the Office of the Assistant Commissioner for Patents<
will attempt 1o get the duplicate copy to the applicant, his or her
atiormey or agent.

Notice of a petition for a public use proceeding will be entered
in the file in lieu of the petition itself when the petition and the
accompanying papers are too bulky to accompany the file. Any
public use papers not physically entered in the file will be
putlicly available whenever the application file wrapper is
availabie,

There are two types of public use proceedings: ex parte and
inter partes. It is important to understand the difference. In the
ex parte situation, the petitioner is not entitled, as a matter of
right, to inspect the pending application. Thus, he or she stands
in no better position than any other member of the public
regarding access to the pending application. In the inter partes.
situation, either the petitioner isinvolved in aninterference with
the pending application, and now wishes toassert that the claims
of the pending application (often the counts of the interference)
are basred by public use or sale or the pending application isa
reissue application. In the inter partes situation, the petitioner is
privy o the contents of the pending application ( **>37 CFR
1.612<). Thus, as pointed out below, the petitioner in the inter
partes situation participates in the public use proceedings to a
greater degree than in the ex parte situation, A petitioner who
was once involved in a terminated interference with a pending
application is no longer privy (o the application contents and
will accordingly be treated as an ex parte petitioner.

>Since, February 11, 1985, apetition for institution of public
use proceedings cannot be filed by a party to an interference as
to an application involved in the interference. Public use issues
can only be raised by a preliminary motion under 37 CFR
1.633(a). However, if the issue of public use arises out of an
interference declared prior to February 11, 1985, the petition

, The institution of public use proceedings is discretionary witfi f_;__. o
theCammmmr 'Ihlssecuon !smtendedtopmvxde gmdance B

pubhc use proceedmg is ultim tely msntuted it will’ not neces-

may include the- non-elected subject matter Any evndence
adduced on the non-elected subject miaiter may be used in any
subsequent-filed application claiming subject matter ‘without
the requirement of a new fee (37 CFR 1. 17(])) The petitioner
will not be heard regarding the appropnateness of any restric-
tion requirement.

720.03 Preliminary Handling [R-6]

A petition filed under >37 CFR<* 1.292 should be forwarded
to the ** >Special Program Examination Unit of the Office of
the Assistant Commissioner for Patents<, and served in‘accor-
dance with >37 CFR<* 1.292(b). In addition, all other papers
filed relating to the petition or subsequent public use proceeding
must be served in accordance with §§ *>1.646< and 1.248. A
member of the **>Assistant Commissioner’ s< staff will ascer-
tain whether the formal requirements of >37 CFR<* 1.202 have
been fulfilled. In particular, the petition will be reviewed to see
if the alleged use or sale occurred more than one year before the
effective filing date of the application, whether the petition
contains affidavits and exhibiv, to establish the facts alleged,
whether there is an offcr to produce witnesses having knowl-
edge of the public use or sale, and whether the papers have been
filed in duplicate, or one copy has been served on applicant and
whether the required fee has been tendered. The application file
is ordered and its status ascertained so that appropriate action
may be taken. Where the application is involved in an interfer-
ence, the interference proceedings will not normally be sus-
pended if the proceeding has entered the testimony period.
Whether the interference proceeding is suspended for institu-
tion of the public use proceeding is normally determined by the
** examiner>-in-chief<.

In those ex parte situations where a petitioner cannot identify
the pending application by serial number, the petition papers
will be forwarded to the appropriate group director for an
identification search. Once the application file(s) is located, it
should be forwarded tothe ** >Office of the Assistant Commis-
sioner for Patents<,

>It should be noted that petitions filed on and after February
11, 1985 will not be allowed in accordance with 37 CFR
1.292(c) unless the petition arises out of an interference declared
prior to February 11, 1985 or the interference was declared after
February 11, 1985 but arosc from an interference declared prior
to that date.<

720.02 Examiner Determination of Prima
Facie Showing [R-6]
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sarily be limited to the subject matter of the elected claims but




prepare a letter for the Assnstant Cqmmlssnonex for Patents.
forwardmg the pentxon and the application file to the A
for detenmnauon of whethera przmafacze case of pub cuse er
sale of >the< ‘claimed’ subject matter is estabhshedj;by lhe
petition, regardless of whether a related’ mterference is sus-
pended ‘Any’ other | papers ‘that have been filed by ‘the parties
involved, such as 2 repl y by the applicant oraddmonal ‘submis-
sions by the petitioner, will also be forwarded to the examiner.
Whether additional papers are accepted is within the discretion
of the **>Assistant Commissioner’s< staff member However,
protracted paper filing is discouraged since the parties should
endeavor to present theirbest case asto the prima facie showing
at the earliest possible time. No oral hearings or interviews will
be granted at this stage, and the examiner is cautioned not to
answer any inquiries by the petitioner or applicant.

A prima facie case is established by the petition if the
examiner finds that the facts asserted in the affidavit(s), as
supported by the exhibits, if later proved frue by testimony taken
in the public use proceeding, would result in a statutory bar to
the claims under 35 U.S.C. 102(b) alone or in combination with
35U.8.C. 103.

To maks this determination, the examiner must identify
exactly what was in public use or on sale, whether it was in use
or on sale more than one year before the effective filing date, and
whether the pending claims “read” on or are obvious over what
has been shown to be in public use or on sale. On this last point,
the examiner should compare all pending claims with the matter
alleged to have been in use or on sale, not just the claims
identified by petitioner.

In situations where the petition alleges only that the claims are
obvious over subject matter asserted to be in public use or on
sale, the petition should include prior art or other information on
which it relies and explain how the prior art or other information
in combination with the subject matter asserted to be in public
use or on sale renders the claims obvious. The examiner is not
expected to make a search of the prior art in evaluating the
petition. If, however, the examiner determines thata primafacie
case of anticipation under 35 U.S.C. 102(b) has not been
established but, at the time of evaluating the petition, the
examiner is aware of prior art or other information which, in his
or her opinion, renders the claims obvious over the subject
matter asserted to be in public use or on sale the examiner may
determine thata primafacie case is made out, even if the petition
alleged only that the claims were anticipated under 35 U.S.C.
102(b).

Adfier having made his determination, the examiner will for-
ward a memorandum to the Assistant Commissioner for Pat-
ents, stating his or her findings and his or her decision as to
whether a prima facie case has been established. The findings
should includc a summary of the alleged facts, a comparison of
at least one claim with the device alleged to be in public use or
sale, and any other pertinent facts which will aid the Assistant
Commissioner in conducting the preliminary hearing, The
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. Where the exammer concludes thata pnmafac:e showmg has .
not been establishéd; both the petitioner and the applicantareso
notified and the application’ proceedmgs are resumed without -

giving the parties an opportunity to be-heard on the correctness
of the examiner’s decision. Whete the examiner concludes that
aprimafacie case has beenestablished, the Commissioner may
hold a preliminary. hearing. In such case, the parties will be
notified by letter of the examiner’s conclusion and of the time
and date of the hearing. In ex parte cases, whether or not the
examiner has concluded that a prima facie showing has been
established, no copy of the examiner's memorandum to the
Assistant Commissioner for Patents will be forwarded to the
petitioner. However, in such cases where the petition covers
restrictable subject matter and it is evident that petitioner is not
aware of a restriction requirement which has been or may be
made, petitioner will be informed that the examiner’s conclu-
sion is limited to elected subject matter. In an inter partes case
the hearing will not normally be set until after suspension of the
interference. The **>examiner-in-chief< will notify the Office
of the * >Assistant Commissioner for Patents< when the inter-
ference is suspended. While not so specifically captioned, the
notification of this hearing amounts to an order to show cause
why a public use proceeding should not be held. No new
evidence is to be introduced or discussed at this hearing. The
format of the -hearing is established by the member of the
** Assistant Commissioner for Patents< staff, and the Assistant
Commissioncrfor Patents presides. The examinermay attend as
an observer only.

Where the hearing is held in the ex parte situation, great care
will be taken to avoid discussion of any matters of the applica-
tion file which are not already of knowledge to petitioner, Of
course, applicant may of his or her own action or consent notify
the petitioner of the nature of his or her claims or other related
miatters,

After the hearing is concluded, the Assistant Commissioner
for Patents will decide whether public use proceedings are to be
initiated, and he will send appropriate notice to the parties.

>The discussion above relative to inter partes cases applies
only to situations wherein the prima facie casc is established in
an application involved in an intcrference declared prior to
February 11, 1985 or that was declared after that date but arose
from an interference declared prior thereto.<

720.04 l{ll{béi]c Use Proceeding Testimony

When the Assistant Commissioner for Patents decides to
institute public use proceedings, the casc is referred (o the
examinerwho will conductall further proceedings, The fact that
the affidavits and exhibits presented with the petition for insti-
tution of the public use proceedings have been held to make out
a prima facie case does not mean that the statutory bar has been
conclusively established. The statutory bar can only be estab-
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. v1ts are not tobe cansmdcred

them.

.. The procedure for taking testimony ina pubhc use proceedmg ‘
is **>sumlar to< that for taking testimony in an interference.

Normally, no representative: of the- Commxssnoner need be
present at the taking of the testimony.; 2
- The examiner will set a schedule of times for takmg tesumcmy

and for filing the record and briefs on the basis of the followmg ,

Petitioner’s testimony to close — 60 days; :

- Rebuttal testimony by applicant to close — 30 days later;

An original and one copy of the Record o be filed —30 days
later,;

Petitioner’s brief to be filed — 30 days later; and

Applicant’s brief 1o be filed — 20 days later, Upon proper
showing, the examiner may grant appropriate extensions of
time.

»>No extension of time will be permitied under 37 CFR
1.136(a). Any extension of time request mnst be filed under 37
CFR 1.136(b). For extensions of time in an inter paries cases
involved in an interference see 37 CFR 1.645. See also 37 CFR
1.292(c).

It is understood from the above scheduling of times that a
given time period begins with the close of the previous period,
and that the completion of testimony or the filing of the Record
or a brief before the close of the corresponding period does not
change its closing date. To avoid confusion, the examiner
should indicate specific dates for the close of each period.

After all testimony has been filed, and briefs have been filed,
or the time for filing applicant’s brief has expired and he or she
has not filed a brief, a time will be set for an oral hearing to be
conducted by the examiners-in-chief< in inter partes cases. In
ex parte cases, an oral hearing is ordinarily not held. In inter
partes cases the hearing will be conducted substantially in
accordance with *>37 CFR 1.654< except that oral argument
will ordinarily be limited to one-half hour per side. Arguments
are to be restricted to the evidence adduced and the related law.
No new evidence will be accepted. >The hearing will be
conducted substantially in accordance with 37 CFR 1.256 (now
replaced by 37 CFR 1.654) in interferences declared prior to
February 11, 1985 and in interferences declared thereafter but
arising out.of an interference declared prior to February 11,
1985. Otherwise, the hearing will be conducted substantially in
accordance with 37 CFR 1.654.<

In all public use proceedings, whether the ultimate issue is
anticipation under 35 U.S.C. 102(b) or obviousness over 35
U.8.C. 103, testimony will be limited to the issues of public use
oron sale. Notestimony will be received on whether the claimed
subject matter would bave been obvious over subject matter
asserted to be in public use or on sale.

720.65 Final Decision [R-6]

The final decision of the examiner should be “analogous to
that rendered by the * * * [Board of ** >Patent Appeals and<
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partof the testimony andinnocase 1
can they be usedas ev;dence on behalf of the party submmmg b

Where the apphéauoa is: mw)olvéd_; a_ suspended mterferencef

and Lhe examiner’s conclusmn apphes to one.or more of the
clauns correspondmg o Lhe counts of the 1merference the
examiner must >so advise the. exammet-m-chlef to< dlssolve
the interference under >37 CFR 1.641<* as to those counts on
the basis of the public use or sale. ** >The penod set to present
the views of each party referred to in 37 CFR 1.641 is not
applicable where the dissolution is based on the fmdmg of
public use, inasmuch as full consideration has already been
given to the issue. The dissolution would not be applicable in
most interferences declared on and after February 11, 1985
since the issue of publicuse is handled by preliminary motion.<
Where the examiner concludes that there is no public use, or
where the publxc use proceeding has been conducted concur-
rently with the interference proceeding, the examiner will
address a memorandum to the ** examiner>-in-chief< , notify-
ing him or her of the examiner’s decision in the public use
proceeding. The interference will continue or be terminated in
accordance with the action taken by the examiner>-in-chief<.
The examiner will enter the appropriate rejection after the
application is returned to an ex parte status. >Again, this
memorandum of notification would not be applicable in most
interferences declared on and after February 11, 1985 since the
issue of public use is handled by the Board of Patent Appealsand
Interferences.<

There is no review from the final decision of the examiner in
the public use proceedings. A petition under >37 CFR<* 1.181,
requesting that the Commissioner exercise his or her supervi-
sory authority and vacate the examiner’s decision, will not be
entertained except where there is a showing of clear error. See
Exparte Hartley 1908 C.D. 224, Once the application returns to
its ex parte status, appellate review under 35 U.S.C. 134 and
141-145 may be had of any adverse decision rejecting claim(s),
as a result of the examiner’s decisions as to public use or sale.

724 Trade Secret, Confidential, and
Protective Order Materials [R-6]

Situations arise in which it becomes necessary, or desirable,
for parties to proceedings in the Patent and Trademark Office
relating to pending patent applications >or reexamination pro-
ceedings< to submit to the Office trade secret, confidentinl, and/
or protective order materials. Such materials may include those
which are subject to a protective or secrecy order issued by a
court or by the Intcrnational Trade Commission (ITC). While
one submitting materials to the Office in relation to a pending
patent application >or reexamination proceeding<must gener-
ally assume that such materials will be made of record in the
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thnwhcxeverpossxble. mde secret Iaw andpmhws should bé

".'benef' ted by the eaﬂy dxsciosure of the invention in consider

- patent grent. If a patent applicant is unwilling: togmmaehxs ught 10a
patentat the risk of certain loss of rade secret protection, theiwo sysiems -

will conflict, the public will be deprived of knowledge of the invention

: mmanymses and inventors wﬂlbereiudmw!mmgmzeu]ed lega.l-- .

questions of si gmﬁcanl current miﬂresl for rwﬁmam

**>Parties< bringing information to the auention of the Of-
fice for use in the examination of applications >and reexamina-
tions< are frequently faced with the prospect of having legiti-
mate trade secret, confidential, or protective order material
disclosed to the public.

Inventors and others covered by 37 CFR 1.56{a)>and 1.555<
have a duty to disclose to the Office information they are aware
of which is material to the examination of the application. >37
CFR<* 1.56(a) states that

“IsJuch information is material where there is a substantial
likelihood that a reasonable examiner would consider it impor-
tant in deciding whether to allow the application 1o issue as a
patent.” ‘

It is incumbent upon patent applicants, therefore, to bring
“material” information to the attention of the Office. It matters
not whether the “material” information can be classified as a
trade secret, or as confidential material, or whether it is subject
1o a protective order. The obligation is the same; it must be
disclosed if “material to the examination™ as defined in >37
CFR<* 1.56(a). >The sanie duty rests upon a patent owner
under 37 CFR 1.555 whose patent is undergoing reexamina-
tion.<

Somewhat the same problem faces a protestor under 37 CFR
1.291(a) who believes that trade secret, confidential, or protec-
tive order material should be considered by the Office during the
examination of an application.

In some circumstances, it may be possible to submit the
information in such a manner that legitimate trade sccrets, etc.,
will not be disclosed, e.g., by appropriate deietions of non-
material portions of the information. This should be done only
where there will be no loss of information material to the
examination under 37 CFR 1.56(a) >or 1.555<.

>The provisions of this section do nor refate to material ap-
pearing in the description of the patent application,.<

724.01 Completeness of the Patent File
Wrapper [R-6]

It is the intent of the Office that the patent file wrapper be as
complete as possible insofar as “material” information is con-
cermned, The Office attempts to minimize the potential conflict
between full disclosure of “material” information as required by
537 CFR<* 1.56(a) and protection of trade secret, confidential,
and protective order material to the extent possible,
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-adminigtered n such manner that the former. Wﬂmmmﬂ"mw'mf 724.02 Method of Submlttmg T4rade Secret

~as possxble whﬂe preventmg unnecessary pubhc‘d!sci
trade secrets, conﬁdenual matenal and protectwe order ia

rial.

Confidential, and/or Protectwe
“Order; Materuals {R-6] ¥

Information wluch is conmdered by the party submmmg the
same to be either trade secret material or confidential material,
and any matenal subject to a protective order, must be clearly :
Iabeled as such andbeﬁledmasealed clearly labeled, envelope
or container. Each document oritem mustbe clearly labeled as..

a“Trade Secret” document oritem,a “Confxdenual” document
or item, or-as an item or document “Subject To Protective
Order.” If the item or document is “Subject to Protective Order”-
the proceeding, including the tribunal, must be set forthon each -
document or item, Of course, the envelope or container, as well .
as each of the documents or items, must be labeled. with
complete identifying information for the*>file< to which it is.
directed, including the Office or area to which the envelope or
container is directed. . _ ‘

Examples of appropriate labels for r such an envelope OF Con-
tainer >addressed to an applicationc are as
follows: >(Appropriate changes would be made for papers filed
in a reexamination file.)<

A. “TRADE SECRET MATERIAL NOT OPEN TO PUB-
LIC. TO BE OPENED ONLY BY EXAMINER OR OTHER
AUTHORIZED PATENT AND TRADEMARK OFFICE
EMPLOYEE.

In re Application of

Serial No

Filed:

For: (Title of Invention)

Group Art Unit:

Examiner:

ATTENTION: (Current Location of Application)”

B. “CONFIDENTIAL MATERIAL NOT OPEN TO PUB-
LIC. TO BE OPENED ONLY BY EXAMINER OR OTHER
AUTHORIZED PATENT AND TRADEMARK OFFICE
EMPLOYEE.

In re Application of

Serial No

Filed:

For: (Title of Invention)

Examiner:

ATTENTION: (Current Location of Application)”

C. “MATERIAL SUBJECT TO PROTECTIVE ORDER —
NOT OPEN TO PUBLIC. TO BE OPENED ONLY BY
EXAMINER OR OTHER AUTHORIZED PATENT AND
TRADEMARK OFFICE EMPLOYEE,

Tribunal Issuing Protective Order:

Civil Action or Other Identification No.:
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‘V‘Fﬂed -

A'I‘TENTION (Current Locatmn of Apphcauon)”

‘The envelope or container must be accompanied by a trans-

mittal letter which also contains the same identifying infozma:
tionas the envelope or container. The transmittal letter must also

state that the materials in the envelope or container are consid-
ered trade secrets or confidential, or are subject to a protective
order, and are being submitted for consideration under
>MPEP< § 724. A petition under 37 CFR 1.182 and fee therefor
(37 CFR 1.17(h)) to expunge the information, if found not to be
“material to the examination of the application” as defined in 37
CFR 1.56(a), may also accompany the envelope or container.

In order to ensure that such an envelope or container is not
mishandled, either prior to reaching the Office, or in the Office,
the envelope or container should preferably be hand-carried to
the particular area to which it is directed and in which the
application >or reexamination< is pending at that time. If the
*sproceeding< is then pending in an examining group the
envelope or container should be hand-carried to the office of the
director of theexamining group. The Office personnel receiving
the envelope or container should be informed that it contains
such material. If the envelope or container cannot be hand-
carried to the office it can be mailed o the Patent and Trademark
Office in the normal manner, but that method of submission is
not as desirable as hand-carrying the envelope or container to
the Office or area involved.

724.03 Types of Trade Secret, Confiden-
tial, and/or Protective Order Materials
Submltted under § 724.02 [R-6]

The types of materials or information contemplated for sub-
mission under>MPEP< § 724.02 include information “material
1o the examination of the application.” but does not include in-
formation favorable to patentability. Thus, any trade secret,
confidential, and/ or protective order materials which are re-
quired to be submitted on behalf of a patent applicant under 37
CFR 1.56(a} >or patent owner under 37 CFR 1.555<can be sub-
mitted in accordance with & 724.02, #%>Neither 37 CER 1.56(a)
nor 1.555< require the disclosure of information favorable to
patentability, e.g., evidenice of commercial success of theinven-
tion (see 42 Fed. Reg. 5590). Such information should not be
submitted in accordance with § 724.02. If any wrade secret,
confidential and/or protective order materials arc submitted in
amendments, arguments in favor of patentability, affidavits
under 37 CFR 1.131 or 1.132, they will be made of record in the
*>file< and will not be given any special status,

Insofar as protestors under 37 CFR 1.291(a) and petitions to
strike applications under 37 CFR 1.56 are concerned, submis-

Rev. 6, Oct. 1987

k' mamtam the. mfommnen secret If the perty or pames served

findit necessary or des:rable to comment on material submitted
under § 724 beforé itis; orwnhout its being, found “material to
the examination,” such comments should eithe -(1)not ,disclose
the details of zhemaren.alor (2) besubmmed ina separate paper
under§72402.

"24 04 folce Treatmenﬁ and Handlmg of
Materials Submitted under § 724.02 [R-6]

The eract me{hods of treanng and handlmg matenals submxt-
ted under >MPEP< § 724.02 will differ slightly depending: upon
whether the materials are submitted in an ongmal application
subject to the requirements of 35 U.S.C. 122 or whether the
submission is made in a reissue apphcanon >0r reexamination
file< open to the public under 37 CFR 1.11(b)>or (d)<. In
*>any< event, Office personnel must not disclose such materi-
als to the public without authorization. Upon receipt of the
submission the transmittal letter and the envelope or container
will be date stamped and brought to theattention of the examiner
or other Office employee responsible for evaluating the submis-
sion. The receipt of the transmittal letter and envelope or
container will be noted on the “Contents” of the application >or
reexamination< file. In addition, the face of the application >or
recxamination< file will have the notation placed théreon to
indicate that trade secret, confidential, or protective order ma-
terial has been filed. The location of the material will also be
specified. The words “TRADE SECRETMATERIALSFILED
WHICH ARE NOT OPEN TO PUBLIC” on the face of the {ils
are sufficient to indicate the presence of trade secret material.
Similar notations will be made for either confidential or protec-
tive order materials.

724.04(a) Materials Submitted in an
Application Covered by 35 U.S.C.122

Any materials submitte¢ under >MPEP< § 724.02 in an
application covered by 35 U.S.C. 122 will be treated in the
following manner:

1. The examiner, or other appropriate Office official who is
responsible for considering the information, will make a deter-
mination as to whether or not any portion or all of the inforina-
tion submitted is “material to the examination of the applica-
tion” s defined in 37 CFR 1.56(a).

2. If any portion or all of the submitted information is found
“material to the examination” under 37 CFR 1.56(a) it will be
cited in the next Office action, or other appropriate Office
communication and will become a part of the file history, which
upon issuance of the application as a patent would become
available to the public.

3. If any portion or all of the submitted information is found
not to be “material to the examination” under 37 CFR 1.56(a),
the next Office action or other appropriate Cffice communica-
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not o be “matenal 10, the exammauok unﬁex 37 CFR 1.56(a);
that mformauonwnﬁ beresealed inits enveigpeorcomamer and .

_retained pendmg the possxble fxlmg of a pwmm m expmge the
information. - i

5. Any peuuon o axpunge the submmed mfonnatmn or any.

portion thereof will -be wreated in accofdmwe with >MPEP<-§
724.05. L o ,

724.04(b) . Materials Submltted in Relssue
Applications Open to the Public
Under 37 CFR 1.11(b) [R-6]

Any materials submitted under >SMPEP< § 724.02 in areissue
application open to the public under 37 CFR 1.11(b) will be
weated in the follewing manner:

1. The submitted information will be maintained separatce
from the reissue application file and will not be publicly avail-
able until adetermination has been made as to whetheror not the
information is “material 10 the examination of the application”
as defined in 37 CFR 1.56(a).

2. The examiner, or other appropriate Office official who is
responsible for considering the information, will make a deter-
mination as to whether or not any portion or all of the informa-
tion submitted is “material 1o the examination of application” as
defined in 37 CFR 1.56(a).

3. If any pontion or all of the submitted information is found

“material 1o the cxamination” under 37 CFR 1.56(a), it will be
cited in the next Office action or other appropriate Office
communication and will thercafter become a permanent part of
the reissue applicatton file and open 1o the public.

4., If any portion or all of the submitted information is found
not 1o be “material w the cxamination™ under 37 CFR 1.56(a),
the next Office action or other approprizte Office communica-
tion will so indicate without including in the communication the
details of the submitied information,

5, If any portion or all of the submitied information is found
not 1o be “material 1o the examination under 37 CFR 1.56(a),
that information will berescaled in its envelope or container and
retained separate from the application file, and unavailable to
the public, pending the possible filing of a petition to expunge
the information.

6. Pending the filing of the petition w expunge the sealed
envelope or container should be clearly marked “Not Open To
The Public” and Office personnel will not make such envelope
or comtainer available to any member of the public inspecting
the reissue appiication file.

7. Any petition to expunge a portion or all of the submitied
information will he treated in accordance with >MPEP< §
72405,

»>724.04(c) Materials Submitted in Reex-
amination File Open to the Public
Under 37 CFR 1.11(d) [R-6]

Any materials submitted under MPEP § 724.02 in a reexami-
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8 from the reexamination file and will-not be publicly available -
‘until a ¢ determmat:on has been made as to: whclher of not Lhe e

~ 2. The examiner, or olher appropnate Offlce ofﬁcml who is
responsible for considering the inforimationi; will make a’deter-
mination as to whether or not any portion or all of the informa-
tion submmed is? matenal tothe exammauon” as deﬁned in 37
CFR:1.56(a). . ST

3..If any.portion or. all of lhe submmed mformauon is found

“material to the examination” under37.CFR 1.56(a), it wili be
cited in the next Office action or other appropriate Office
communication and will thereafter become a permanent part of
the reissue application file and open to the public.

4. If any portion or all of the submitted information is found
not to be *“malcrial to the examination” under 37 CFR 1.56(a),
the next Office action or other appropriate Office communica-
tion will so indicate without including in the communication the
details of the submitted information.

5. If any portion or all of the submitted information is found
not 10 be “material to the examination under 37 CFR 1.56(a),
that information will berescaled in its envelope or container and
retained separate from the reexamination file, and unavailable
to the public, pending the possible filing of a petition to expunge
the information.

6. Pending the filing of the petition to cxpunge the sealed
envelope or container should be clearly marked “Not Open To
The Public” and Office personnel will not make such envelope
or container available to any member of the public inspecting
the recxamination file.

7. Any petition to expunge a portion or all of the submitted
information will be treated in accordance with MPEP §
724.05.<

724.05 Petition to Expunge Materials
Submitted Under § 724.02 [R-6]

A petition to expunge information submitted under >MPEP<
§ 724.02 will be entertained only if the petition fce (37 CFR
1.17(h)) is filed and the information has been found not to be
material to the examination ** as defined in 37 CFR 1.56(a). If
the information is found to be “material to the examination” any
petition to expunge the information will be denied. Any such
petition to cxpunge information submitted under >MPEP< §
724.02 and found not “material” should be directed to the Office
of the Assistant Commissioner for Patents, Building 3-11A13,
Such petition must contain:

1. A clear identification of the information to be expunged
without disclosure of the details thercof.

2. A clear statement that the information to be expunged is
trade sceret material, confidential material, and/or subject o a
protective order, and that the information has not been other-
wise made public.
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s ;%Acleandenuf'ca
T that such mfomauon was ot “matmal

A commitment on the partof the ‘petitioner:to retain such o
- ‘mformamm for:the period of any patent w:th regard to whxch :

such information is submitted. -

5. A statément that the: petmon o expunge is bemg submmed
by,oronbehalfof, the party m mterest who orxgmally °ubmuted
the information. .- . .

6. The fee (37 CFR 1. l7(h)) fora petmon under >37 CFR<*
1.182.

‘Any such petition (0 expunge may accompany the submnssnon
of the information and, in any event, must be submitted in
sufficient time that it can bg acted on prior to the date on which
the patent >or reexamination certificate< issues, Timely sub-
mission of the petition is, accordingly, extremely important. If
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| ‘mmally submmed the pemmn should be submmed whxlé the | - .
- group and before itistranismitted to the Pubhshmg Division. If; :
- forany reason, a decxsmn w0 expunge cannot be; oris not made ‘

apphcauon > 5‘rcexammatmn< is pendmg it the: examining

priorto the date on which the patent Sor teexamination certifi-

_cate< issues any material then in the* file will remiainthérein

and be open to the public. Accordingly, it is important that both
the submission of any material- under >MPEP<§ 724.02 and the
submission of any petition o expunge occur as early as possible
during the examination process.

>It should be noted that petitions to expunge information not
submitted under MPEP § 724.02, i.e., information which is a
part of the original disclosure such as the specification and
draweings, will not be entertained.<
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