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35U.S.C. 154 Contentsand term of patent; provisional
rights.

(8) IN GENERAL —

*kkk*k

(2) TERM.—Subject to the payment of feesunder this
title, such grant shall be for aterm beginning on the date on
which the patent issues and ending 20 years from the date on
which the application for the patent wasfiled in the United States
or, if the application contains a specific reference to an earlier
filed application or applications under section 120, 121, 365(c),
or 386(c) from the date on which the earliest such application
was filed.

(3) PRIORITY.—Priority under section 119, 365(a),
365(b), 386(a), or 386(b) shall not be taken into account in
determining the term of a patent.

*kkk*k

(c) CONTINUATION.—

(1) DETERMINATION.—Theterm of apatent that is
in force on or that results from an application filed before the
date that is 6 months after the date of the enactment of the
Uruguay Round Agreements Act shall be the greater of the
20-year term as provided in subsection (@), or 17 years from
grant, subject to any terminal disclaimers.

(2) REMEDIES.—Theremedies of sections 283, 284,
and 285 shall not apply to acts which —

(A) were commenced or for which substantial
investment was made before the date that is 6 months after the
date of the enactment of the Uruguay Round Agreements Act;
and

(B) becameinfringing by reason of paragraph (1).

(3) REMUNERATION.—The actsreferred toin
paragraph (2) may be continued only upon the payment of an
equitable remuneration to the patentee that is determined in an
action brought under chapter 28 and chapter 29 (other than those
provisions excluded by paragraph (2)).

*kkk*k
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For applications filed on or after June 8, 1995,
Section 532(a)(1) of the Uruguay Round Agreements
Act (Public Law 103-465, 108 Stat. 4809 (1994))
amended 35 U.S.C. 154 to provide that the term of
a patent (other than a design patent) begins on the
date the patent issues and ends on the date that is
twenty years from the date on which the application
for the patent wasfiled in the United Statesor, if the
application contains a specific referenceto an earlier
filed application or applications under 35 U.S.C.
120, 121, or 365(c), twenty yearsfrom thefiling date
of the earliest of such application(s). This patent
term provision is referred to as the “twenty-year
term.” Design patents have aterm of fourteen years
from the date of patent grant, except for any design
patent issued from applicationsfiled on or after May
13, 2015 (the date of entry into force of the 1999
Geneva Act of the Hague Agreement Concerning
the International Registration of Industrial Designs
(“Hague Agreement”) asto the United States) hasa
term of fifteen years from the date of patent grant
(see Public Law 112-211). See 35 U.S.C. 173 and
MPEP_§ 1505. Under the Hague Agreement,
qualified applicants may apply for design protection
in the Contracting Parties to the Hague Agreement
by filing asingle, standardized international design
applicationinasinglelanguage. Therefore, theterm
“design patents” includes patentsissued from design
applications filed under 35 U.S.C. 111 and
international design applications filed under 35
U.S.C. 385. The Patent Law Treaties | mplementation
Act of 2012, Public Law 112-112, which
implemented the provisions of the Hague Agreement,
amended 35 U.S.C. 154(a)(2) to delete "section 120,
121, or 365(c)" and to insert "section 120, 121,
365(c), or 386(c)" and 35 U.S.C. 154(a)(3) to delete
"section 119, 365(a), or 365(b)" and to insert "section
119, 365(a), 365(b), 386(a), or 386(b)."

All patents (other than design patents) that werein
force on June 8, 1995, or that issued on an
application that was filed before June 8, 1995, have
aterm that is the greater of the “twenty-year term”
or seventeen years from the patent grant. See
35 U.S.C. 154(c). A patent granted on an
international application filed before June 8, 1995,
and which entered the national stage under 35 U.S.C.
371 before, on or after June 8, 1995, will have aterm
that is the greater of seventeen years from the date
of grant or twenty yearsfrom theinternational filing
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date or any earlier filing date relied upon under
35 U.S.C. 120, 121 or 365(c). The terms of these
patents are subject to reduction by any applicable
terminal disclaimers (discussed below).

I. CONTINUING APPLICATIONS

A patent granted on a continuation, divisional, or
continuation-in-part application that wasfiled on or
after June 8, 1995, will have a term which ends
twenty years from the filing date of earliest
application for which a benefit is claimed under
35 U.S.C. 120, 121, 365(c), or 386(c) regardless of
whether the application for which a benefit is
claimed under 35 U.S.C. 120, 121, or 365(c) was
filed prior to June 8, 1995.

Il. INTERNATIONAL APPLICATIONS

A patent granted on an international application filed
on or after June 8, 1995 and which entersthe national
stage under 35 U.S.C. 371 will have a term which
ends twenty years from the filing date of the
international application. A continuation or a
continuation-in-part application claiming benefit
under 35 U.SC. 365(c) of an international
application filed under 35 U.S.C. 363 designating
the United Stateswill have aterm which endstwenty
yearsfrom thefiling date of the parent international
application.

I11. FOREIGN PRIORITY

Foreign priority under 35 U.S.C. 119(a)-(d), 365(a),
365(b), 386(a), or 386(b) is not considered in
determining the term of a patent. Accordingly, an
application claiming priority under 35 U.S.C. 365(a),
365(b), 386(a), or 386(b) has a term which ends
twenty years from the filing date of the application
in the United States and not the prior international
application or international design application.

IV. DOMESTIC BENEFIT UNDER 35 U.S.C. 119(¢)

Domestic priority under 35 U.S.C. 119(€) to one or
more U.S. provisiona applicationsisnot considered
in the calculation of the twenty-year term. See
35 U.S.C. 154(a)(3).
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V. EXPIRATION DATE OF PATENTSWITH
TERMINAL DISCLAIMERS

To determine the “origina expiration date” of a
patent subject to aterminal disclaimer, itisgenerally
necessary to examine the language of the terminal
disclaimer in the patent file history. If the disclaimer
disclaims the terminal portion of the term of the
patent which would extend beyond the expiration
date of an earlier issued patent, then the expiration
date of the earlier issued patent determines the
expiration date of the patent subject to the terminal
disclaimer. Before June 8, 1995, the terminal
disclaimer date was printed on the face of the patent;
the date was determined from the expected expiration
date of the earlier issued patent based on a seventeen
year term measured from grant. When 35 U.S.C.
154 was amended such that al patents (other than
design patents) that were in force on June 8, 1995,
or that issued on an application that wasfiled before
June 8, 1995, have a term that is the greater of the
“twenty year term” or seventeen years from the
patent grant, the terminal disclaimer date as printed
on many patents became incorrect. If the terminal
disclaimer of record in the patent file disclaims the
terminal portion of the patent subsequent to the full
statutory term of a referenced patent (without
identifying a specific date), then the date printed on
the face of the patent is incorrect when the full
statutory term of the referenced patent is changed
as a result of 35 U.S.C. 154(c). That is, the
referenced patent’s“twenty year term” islonger than
the seventeen year term. In such a case, a patentee
may request a Certificate of Correction under
37 CFR 1.323 to correct the information printed on
the face of the patent. See Bayer AG v. Carlsbad
Tech., Inc., 298 F.3d 1377, 64 USPQ2d 1045 (Fed.
Cir. 2002). However, if the terminal disclaimer of
record in the patent file disclaims the terminal
portion of the patent subsequent to a specific date,
without reference to the full statutory term of a
referenced patent, then the expiration dateisthe date
specified. But a patent term extension under 35
U.S.C. 156 may be applied to patent that is subject
to a terminal disclaimer. See Merck & Co. v
Hi-Tech Pharmacal Co., 482 F.3d 1317, 82 USPQ2d
1203 (Fed. Cir. 2007).
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Several decisions related to disclaimers are posted
in the Freedom of Information Act (FOIA) section
of the USPTO website (www.uspto.gov).

V1. PATENT TERM EXTENSIONS OR
ADJUSTMENTS

See MPEP § 2710 et seg. for patent term extensions
or adjustments for delays within the USPTO under
35 U.S.C. 154 for utility and plant patents issuing
on applicationsfiled on or after June 8, 1995. Patents
that issue from applications filed before June 8,
1995, are not eligible for patent term extension or
patent term adjustment under 35 U.S.C. 154.

See MPEP § 2750 et seg. for patent term extensions
available under 35 U.S.C. 156 for premarket
regulatory review. The patent term extension that
may be available under 35 U.S.C. 156 for premarket
regulatory review isseparate from and will be added
to any extension that may be available under former
and current 35 U.S.C. 154. While patents that issue
from applications filed before June 8, 1995, are not
eligible for term adjustment under 35 U.S.C. 154,
such patents may be extended under 35 U.S.C. 156.

2702
-2709 [Reserved]

2710 Term Extensions or Adjustmentsfor
Delays Within the USPTO Under 35 U.S.C.
154 [R-07.2015]

Utility and plant patentsissuing on applicationsfiled
on or after June 8, 1995, but before May 29, 2000,
are eligible for the patent term extension provisions
of former 35 U.S.C. 154(b) and 37 CFR 1.701. See
MPEP § 2720. Utility and plant patents issuing on
applications filed on or after May 29, 2000 are
eligiblefor the patent term adjustment provisions of
35 U.S.C. 154(b)(effective May 29, 2000 and
amended thereafter) and 37 CFR 1.702 -1.705. See
MPEP § 2730. See Thomas D. Sykes v. Jon W.
Dudas, 573 F.Supp2d 191, 89 USPQ2d 1423 (D.D.C.
2008).

Plant and utility patentsissuing on applicationsfiled
before June 8, 1995 which have a term that is the
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§2711
-2719

greater of the“twenty-year term” (see MPEP § 2701)
or seventeen years from patent grant are not eligible
for term extension or adjustment due to delays in
processing the patent application by the United States
Patent and Trademark Office.

Since the term of a design patent is not affected by
the length of time prosecution takes place, there are
no patent term adjustment provisions for design
patents. The term “design patents’ includes patents
issued from design applicationsfiled under 35 U.S.C.
111 and international design applicationsfiled under
35U.S.C. 385.

2711
-2719 [Reserved]

2720 Applications Filed Between June 8,
1995, and May 28, 2000 [R-11.2013]

Former 35 U.S.C. 154 Contentsand term of patent.

*kkkk

(b) TERM EXTENSION.—

(1) INTERFERENCE DELAY OR SECRECY
ORDERS.—If theissue of an original patent is delayed due to
aproceeding under section 135(a) of thistitle, or because the
application for patent is placed under an order pursuant to section
181 of thistitle, the term of the patent shall be extended for the
period of delay, but in no case more than 5 years.

(2) EXTENSION FOR APPELLATE REVIEW. —If
the issue of apatent is delayed due to appellate review by the
Board of Patent Appeals and Interferences or by aFederal court
and the patent is issued pursuant to a decision in the review
reversing an adverse determination of patentability, the term of
the patent shall be extended for a period of time but in no case
more than 5 years. A patent shall not be eligible for extension
under this paragraphif it is subject to aterminal disclaimer due
to the issue of another patent claiming subject matter that is not
patentably distinct from that under appellate review.

(3) LIMITATIONS.—The period of extensionreferred
to in paragraph (2)—

(A) shall include any period beginning on the date
onwhich an appeal isfiled under section 134 or 141 of thistitle,
or on which an action is commenced under section 145 of this
title, and ending on the date of afinal decision in favor of the
applicant;

(B) shall be reduced by any time attributable to
appellate review before the expiration of 3 yearsfrom thefiling
date of the application for patent; and
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(C) shall be reduced for the period of time during
which the applicant for patent did not act with due diligence, as
determined by the Commissioner.

(4) LENGTH OF EXTENSION.—The total duration
of all extensions of a patent under this subsection shall not
exceed 5 years.

*kkkk

37 CFR 1.701 Extension of patent term due to examination
delay under the Uruguay Round Agreements Act (original
applications, other than designs, filed on or after June 8,
1995, and before May 29, 2000).

(a) A patent, other than for designs, issued on an application
filed on or after June 8, 1995, is entitled to extension of the
patent term if the issuance of the patent was delayed due to:

(1) Interference or derivation proceedings under 35

U.S.C. 135(a); and/or

(2) Theapplication being placed under a secrecy order
under 35 U.S.C. 181, and/or

(3) Appellate review by the Patent Trial and Appeal
Board or by a Federal court under 35 U.S.C. 141 or 145, if the
patent was issued pursuant to adecision in the review reversing
an adverse determination of patentability and if the patent isnot
subject to aterminal disclaimer due to the issuance of another
patent claiming subject matter that is not patentably distinct
from that under appellate review. If an application is remanded
by apanel of the Patent Trial and Appeal Board and the remand
isthelast action by apanel of the Patent Trial and Appeal Board
prior to the mailing of a notice of alowance under 35 U.S.C.
151 inthe application, the remand shall be considered adecision
inthe review reversing an adverse determination of patentability
asthat phraseisused in 35 U.S.C. 154(b)(2) as amended by
section 532(a) of the Uruguay Round Agreements Act, Public
Law 103-465, 108 Stat. 4809, 4983-85 (1994), and afina
decision in favor of the applicant under paragraph (c)(3) of this
section. A remand by a panel of the Patent Trial and Appeal
Board shall not be considered adecision inthereview reversing
an adverse determination of patentability as provided in this
paragraph if there isfiled areguest for continued examination
under 35 U.S.C. 132(b) that was not first preceded by the
mailing, after such remand, of at least one of an action under
35 U.S.C. 132 or anotice of alowance under 35 U.S.C. 151.

(b) Theterm of a patent entitled to extension under
paragraph (a) of this section shall be extended for the sum of
the periods of delay calculated under paragraphs (c)(1), (c)(2),
(c)(3) and (d) of this section, to the extent that these periods are
not overlapping, up to a maximum of five years. The extension
will run from the expiration date of the patent.

(c)(1) The period of delay under paragraph (a)(1) of
this section for an application is the sum of the following
periods, to the extent that the periods are not overlapping:

(i) With respect to each interference or derivation
proceeding in which the application was involved, the number
of days, if any, in the period beginning on the date the
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interference or derivation proceeding was instituted to involve
the application in the interference or derivation proceeding and
ending on the date that the interference or derivation proceeding
was terminated with respect to the application; and

(ii) The number of days, if any, in the period
beginning on the date prosecution in the application was
suspended by the Patent and Trademark Office dueto
interference or derivation proceedings under 35 U.S.C. 135(a)
not involving the application and ending on the date of the
termination of the suspension.

(2) The period of delay under paragraph (a)(2) of this
section for an application is the sum of the following periods,
to the extent that the periods are not overlapping:

(i) The number of days, if any, the application was
maintained in asealed condition under 35 U.S.C. 181,

(ii) The number of days, if any, in the period
beginning on the date of mailing of an examiner’s answer under
8 41.39 of thistitle in the application under secrecy order and
ending on the date the secrecy order and any renewal thereof
was removed;

(iii) The number of days, if any, in the period
beginning on the date applicant was notified that an interference
or derivation proceeding would beinstituted but for the secrecy
order and ending on the date the secrecy order and any renewal
thereof was removed; and

(iv) The number of days, if any, in the period
beginning on the date of notification under § 5.3(c) and ending
on the date of mailing of the notice of allowance under § 1.311.

(3) The period of delay under paragraph (a)(3) of this
section is the sum of the number of days, if any, in the period
beginning on the date on which an appeal to the Patent Trial
and Appeal Board was filed under 35 U.S.C. 134 and ending
on the date of afinal decision in favor of the applicant by the
Patent Trial and Appeal Board or by aFederal court in an appeal
under 35 U.S.C. 141 or acivil action under 35 U.S.C. 145.

(d) The period of delay set forth in paragraph (c)(3) shall
be reduced by:

(1) Any timeduring the period of appellate review that
occurred before three years from the filing of the first national
application for patent presented for examination; and

(2) Any time during the period of appellate review, as
determined by the Director, during which the applicant for patent
did not act with due diligence. In determining the due diligence
of an applicant, the Director may examine the facts and
circumstances of the applicant’s actions during the period of
appellate review to determine whether the applicant exhibited
that degree of timeliness as may reasonably be expected from,
and which is ordinarily exercised by, a person during a period
of appellate review.

(e) The provisions of this section apply only to original
patents, except for design patents, issued on applications filed
on or after June 8, 1995, and before May 29, 2000.

2700-5
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The twenty-year term of a patent issuing from an
application filed on or after June 8, 1995, and before
May 29, 2000, may be extended for a maximum of
five years for delays in the issuance of the patent
duetointerferences, secrecy ordersand/or successful
appeal sto the Patent Tria and Appea Board (Board)
or the federal courts in accordance with 37 CFR
1.701. See former 35 U.S.C. 154(b), as reproduced
above. Extensionsfor successful appealsarelimited
in that the patent must not be subject to a terminal
disclaimer. Further, the period of extension will be
reduced by any time attributable to appellate review
within three years of the filing date of the first
national application for patent, and the period of
extension for appellate review will be reduced by
any time during which the applicant did not act with
due diligence. The patent term extension that may
be available under 35 U.S.C. 156 for premarket
regulatory review isseparate from and will be added
to any extension that may be available under former
and current 35 U.S.C. 154. See MPEP 8§ 2750 et seq.
35 U.S.C. 154(b) was amended, effective May 29,
2000, to provide for patent term adjustment for
applications filed on or after May 29, 2000, but the
provisionsof former 35 U.S.C. 154(b), asreproduced
above, continue to apply to applications filed
between and including June 8, 1995 and May 28,
2000. 35 U.S.C. 154 aso was amended effective
September 16, 2012 and January 14, 2013.

Examiners make no decisions regarding patent term
extensions. Any patent term extension granted as a
result of administrative delay pursuant to 37 CFR
1.701 will be printed on the face of the patent in
generally the same location as the terminal
disclaimer information. The term of a patent will be
readily discernible from the face of the patent (i.e.,
from the filing date, continuing data, issue date and
any patent term extensions printed on the patent).

If applicant disagreeswith the patent term extension
information printed on the front page of the patent,
applicant may request review by way of a petition
under 37 CFR 1.181. If the petition is granted, a
Certificate of Correction pursuant to 37 CFR 1.322
will be issued.

Effective May 24, 2004, 37 CFR 1.701(a)(3) was
amended to indicate that certain remands by the
Board shall be considered “adecision in the review
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-2729

reversing an adverse determination of patentability”
for patent term extension purposes.

Petitions and Certificates of Correction regarding
patent term extension under former 35 U.S.C. 154(b)
should be addressed to Mail Stop Patent Ext.,
Commissioner for Patents, PO. Box 1450,
Alexandria, Virginia 22313-1450.

2721
-2729 [Reserved]

2730 ApplicationsFiled on or After May 29,
2000; Groundsfor Adjustment [R-07.2015]

35U.S.C. 154 Contentsand term of patent; provisional
rights.

*kkkk

(b) ADJUSTMENT OF PATENT TERM .—
(1) PATENT TERM GUARANTEES—

(A) GUARANTEE OF PROMPT PATENT AND
TRADEMARK OFFICE RESPONSES.— Subject to the
limitations under paragraph (2), if theissue of an original patent
isdelayed dueto the failure of the Patent and Trademark Office
to—

(i) provide at least one of the notifications
under section 132 or anotice of allowance under section 151 of
thistitle not later than 14 months after—

(I) the date on which an application was
filed under section 111(a); or

(1) the date of commencement of the
national stage under section 371 in aninternational application;

(it) respond to areply under section 132, or to
an appeal taken under section 134, within 4 months after the
date on which the reply was filed or the appeal was taken;

(iii) act onan application within 4 months after
the date of a decision by the Patent Trial and Appeal Board
under section 134 or 135 or adecision by aFederal court under
section 141, 145, or 146 in a case in which alowable claims
remain in the application; or

(iv) issue apatent within 4 months after the
date on which the issue fee was paid under section 151 and all
outstanding requirements were satisfied,

the term of the patent shall be extended 1 day for
each day after the end of the period specified in clause (i), (ii),
(iii), or (iv), asthe case may be, until the action described in
such clause is taken.

(B) GUARANTEE OF NO MORE THAN
3-YEARAPPLICATION PENDENCY.— Subject to the

Rev. 07.2015, October 2015

MANUAL OF PATENT EXAMINING PROCEDURE

limitations under paragraph (2), if theissue of an origina patent
is delayed due to the failure of the United States Patent and
Trademark Officetoissue apatent within 3 years after the actual
filing date of the application under section 111(a) in the United
States, or, in the case of an international application, the date
of commencement of the national stage under section 371 inthe
international application, not including—

(i) any time consumed by continued
examination of the application requested by the applicant under

section 132(b);

(i) any time consumed by a proceeding under
section 135(a), any time consumed by theimposition of an order
under section 181, or any time consumed by appellate review
by the Patent Trial and Appeal Board or by a Federal court; or

(iii) any delay in the processing of the
application by the United States Patent and Trademark Office
requested by the applicant except as permitted by paragraph
)0,

the term of the patent shall be extended 1 day for
each day after the end of that 3-year period until the patent is
issued.

(C) GUARANTEE OF ADJUSTMENTS FOR
DELAY SDUE TO DERIVATION PROCEEDINGS,
SECRECY ORDERS, AND APPEAL S.— Subject to the
limitations under paragraph (2), if theissue of an original patent
is delayed due to—

(i) aproceeding under section 135(a);

(ii) theimposition of an order under section
181; or

(iii) appellate review by the Patent Trial and
Appeal Board or by aFederal court in acaseinwhich the patent
was issued under adecision in the review reversing an adverse
determination of patentability, the term of the patent shall be
extended 1 day for each day of the pendency of the proceeding,
order, or review, as the case may be.

(2) LIMITATIONS—

(A) IN GENERAL.— To the extent that periods
of delay attributable to grounds specified in paragraph (1)
overlap, the period of any adjustment granted under this
subsection shall not exceed the actual number of daysthe
issuance of the patent was delayed.

(B) DISCLAIMED TERM.— No patent the term
of which has been disclaimed beyond a specified date may be
adjusted under this section beyond the expiration date specified
in the disclaimer.

(C) REDUCTION OF PERIOD OF
ADJUSTMENT.—

(i) The period of adjustment of the term of a
patent under paragraph (1) shall be reduced by a period equal
to the period of time during which the applicant failed to engage
in reasonabl e eff orts to conclude prosecution of the application.
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(i) With respect to adjustmentsto patent term
made under the authority of paragraph (1)(B), an applicant shall
be deemed to have failed to engage in reasonable efforts to
conclude processing or examination of an application for the
cumulative total of any periods of time in excess of 3 months
that are taken to respond to a notice from the Office making any
rejection, objection, argument, or other request, measuring such
3-month period from the date the notice was given or mailed to
the applicant.

(iii) The Director shall prescribe regulations
establishing the circumstances that constitute afailure of an
applicant to engage in reasonabl e efforts to conclude processing
or examination of an application.

(3) PROCEDURES FOR PATENT TERM
ADJUSTMENT DETERMINATION.—

(A) The Director shall prescribe regulations
establishing proceduresfor the application for and determination
of patent term adjustments under this subsection.

(B) Under the procedures established under
subparagraph (A), the Director shall—

(i) make adetermination of the period of any
patent term adjustment under this subsection, and shall transmit
anotice of that determination no later than the date of issuance
of the patent; and

(i) provide the applicant one opportunity to
reguest reconsideration of any patent term adjustment
determination made by the Director.

(C) The Director shall reinstate al or part of the
cumulative period of time of an adjustment under paragraph
(2)(C) if the applicant, prior to theissuance of the patent, makes
ashowing that, in spite of al due care, the applicant was unable
to respond within the 3-month period, but in no case shall more
than three additional monthsfor each such response beyond the
origina 3-month period be reinstated.

(D) The Director shall proceed to grant the patent
after completion of the Director’s determination of a patent term
adjustment under the procedures established under this
subsection, notwithstanding any appeal taken by the applicant
of such determination.

(4) APPEAL OF PATENT TERM ADJUSTMENT
DETERMINATION.—

(A) An applicant dissatisfied with the Director’'s
decision on the applicant’s request for reconsideration under
paragraph (3)(B)(ii) shall have the exclusive remedy by acivil
action against the Director filed in the United States District
Court for the Eastern District of Virginiawithin 180 days after
the date of the Director’s decision on the applicant’s request for
reconsideration. Chapter 7 of title 5, United States Code, shall
apply to such action. Any final judgment resulting in a change
to the period of adjustment of the patent term shall be served
on the Director, and the Director shall thereafter alter the term
of the patent to reflect such change.
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(B) The determination of apatent term adjustment
under this subsection shall not be subject to appeal or challenge
by athird party prior to the grant of the patent.

*kkkk

37 CFR 1.702 Groundsfor adjustment of patent term dueto
examination delay under the Patent Term Guarantee Act of
1999 (original applications, other than designs, filed on or
after May 29, 2000).

[Editor Note: The provision of 37 CFR 1.702(a)(1), as
reproduced below, was effective on April 1, 2013 and applies
to patent applications granted on or after January 14, 2013.]

(@) Failureto take certain actions within specified time
frames. Subject to the provisions of 35 U.S.C. 154(b) and this
subpart, the term of an original patent shall be adjusted if the
issuance of the patent was delayed dueto thefailure of the Office
to:

(1) Mail at least one of anatification under 35 U.S.C.
132 or anctice of alowance under 35 U.S.C. 151 not |ater than
fourteen months after the date on which the application was
filed under 35 U.S.C. 111(a) or the date the national stage
commenced under 35 U.S.C. 371(b) or (f) in an international
application;

(2) Respond to areply under 35 U.S.C. 132 or to an
appeal taken under 35 U.S.C. 134 not later than four months
after the date on which the reply was filed or the appeal was
taken,;

(3) Act on an application not later than four months
after the date of adecision by the Patent Trial And Appeal Board
under 35 U.S.C. 134 or 135 or adecision by a Federal court
under 35 U.S.C. 141, 145, or 146 where at |east one allowable
claim remainsin the application; or

(4) Issue apatent not later than four months after the
date on which the issue fee was paid under 35 U.S.C. 151 and
all outstanding requirements were satisfied.

(b) Three-year pendency. Subject to the provisions of 35
U.S.C. 154(b) and this subpart, the term of an original patent
shall be adjusted if the issuance of the patent was delayed due
to the failure of the Office to issue a patent within three years
after the date on which the application wasfiled under 35 U.S.C.
111(a) or the national stage commenced under 35 U.S.C. 371(b)
or (f) in an international application, but not including:

(1) Any time consumed by continued examination of
the application under 35 U.S.C. 132(b);

(2) Any time consumed by an interference or derivation
proceeding under 35 U.S.C. 135(a);

(3) Any time consumed by the imposition of a secrecy
order under 35 U.S.C. 181;

(4) Any time consumed by review by the Patent Trial
and Appeal Board or a Federal court; or

(5) Any delay in the processing of the application by
the Office that was requested by the applicant.

Rev. 07.2015, October 2015



§ 2730

(c) Delays caused by interference and derivation
proceedings. Subject to the provisions of 35 U.S.C. 154(b) and
this subpart, the term of an original patent shall be adjusted if
the issuance of the patent was delayed due to interference or
derivation proceedings under 35 U.S.C. 135(a).

(d) Delays caused by secrecy order. Subject to the
provisions of 35 U.S.C. 154(b) and this subpart, the term of an
original patent shall be adjusted if theissuance of the patent was
delayed due to the application being placed under a secrecy
order under 35 U.S.C. 181.

(e) Delays caused by successful appellate review. Subject
to the provisions of 35 U.S.C. 154(b) and this subpart, the term
of an original patent shall be adjusted if theissuance of the patent
was delayed dueto review by the Patent Trial and Appeal Board
under 35 U.S.C. 134 or by aFederal court under 35 U.S.C. 141
or 145, if the patent was issued under a decision in the review
reversing an adverse determination of patentability. If an
applicationisremanded by apanel of the Patent Trial and Appeal
Board and the remand is the last action by a panel of the Patent
Trial and Appeal Board prior to the mailing of a notice of
allowance under 35 U.S.C. 151 in the application, the remand
shall be considered a decision by the Patent Trial and Appeal
Board as that phrase is used in 35 U.S.C. 154(b)(1)(A)(iii), a
decision in the review reversing an adverse determination of
patentability asthat phraseisusedin 35 U.S.C. 154(b)(1)(C)(iii),
and afinal decision in favor of the applicant under § 1.703(e).
A remand by apanel of the Patent Trial and Appeal Board shall
not be considered adecision in the review reversing an adverse
determination of patentability as provided in this paragraph if
thereisfiled arequest for continued examination under 35
U.S.C. 132(b) that was not first preceded by the mailing, after
such remand, of at least one of an action under 35 U.S.C. 132
or anotice of alowance under 35 U.S.C. 151.

(f) The provisions of this section and 8§ 1.703 through
1.705 apply only to original applications, except applications
for adesign patent, filed on or after May 29, 2000, and patents
issued on such applications.

35 U.S.C. 154(b), was amended effective May 29,
2000, and further amended by Public Law 112-29,
enacted on September 16, 2011, known as the
Leahy-Smith America Invents Act (AlA) and by
Public Law 112-274, enacted on January 14, 2013,
known as the AIA Technical Corrections Act. All
referencesto 35 U.S.C. 154(b) hereinafter areto 35
U.S.C. 154(b), as amended effective May 29, 2000
and as further amended by Public Laws 112-29 and
112-274. 37 CFR 1.702-1.705 implement the
provisions of 35 U.S.C. 154(b) and apply to utility
and plant patent applications filed on or after May
29, 2000.

Due to various effective dates of changes to the
provisionsof 37 CFR 1.702-1.705, there are several
versions currently in place. For example, thereisa
version of 37 CFR 1.702 that applies only to patents
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granted on or after January 14, 2013 and another
version that applies to patents granted prior to
January 14, 2013. For another example, there is a
version of the provisions of 37 CFR 1.703(b)(4) and
(e) that are only applicable to applications and
patents in which a notice of allowance issued on or
after September 17, 2012. Office personnel need to
carefully consider the effective date provisions in
the regulations in order to determine which version
to apply to the particul ar application or patent under
consideration.

37 CFR 1.702 sets forth the bases for patent term
adjustment under 35 U.S.C. 154(b)(1).

37 CFR 1.702(a) indicates that a patent is entitled
to patent term adjustment if the Office fails to
perform certain acts of examination within specified
time frames (35 U.S.C. 154(b)(1)(A)).

Effective September 16, 2012, the Board of Patent
Appealsand Interferences has been redesignated the
Patent Trial and Appeal Board. Accordingly, 37 CFR
1.702(a)(3) has been amended to reflect the
redesignation of the patent appeal board.

For applications in which a patent was granted on
or after January 14, 2013, 37 CFR 1.702(a)(1)
provides patent term adjustment if the Office fails
to mail either a notification under 35 U.S.C. 132 or
notice of allowance under 35 U.S.C. 151 not later
than 14 months after the date on which the
application was filed under 35 U.S.C. 111(a) or the
date the national stage commenced under 35 U.S.C.
371(b) or (f) in an international application. For
applicationsfiled on or after May 29, 2000 in which
the patent was granted prior to January 14 2013, the
fourteen month measurement in international
applications is based upon the date that the
application fulfilled the requirements of 35 U.S.C.
371 and not the date the national stage commenced.
See 37 CFER 1.702(a)(1)(pre-2013-04-01).

37 CFR 1.702(b) indicates that a patent is entitled
to patent term adjustment if, subject to a number of
limitations, the Office fails to issue a patent within
threeyears of the actual filing date of the application
(35_U.SC. 154(b)(1)(B)). In the case of an
international application, the phrase “actual filing
date of the application in the United States’ means
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the date the national stage commenced under 35
U.S.C. 371(b) or (f). See Changes to Implement
Patent Term Adjustment Under Twenty-Year Patent
Term, 65 FR 56366, 56382-84, (September 18,
2000), 1239 OG 14, 28-30 (Octaober 3, 2000). On
January 14, 2013, section 1(h)(1)(B) of the AIA
Technical Corrections Act amended 35 U.S.C.
154(b)(1)(B) to change “the actua filing date of the
application inthe United States’ to “the actual filing
date of the application under section 111(a) in the
United States, or, in the case of an international
application, the date of commencement of the
national stage under section 371 in the international
application.” The clarification of the meaning of the
phrase “actual filing date of the application in the
United States’ did not require a change to the
language of 37 CFR 1.702(b) because the Office had
interpreted, by regulation, the language of the former
35 U.S.C. 154(b)(1)(B) to have the same meaning
as the current 35 U.S.C. 154(b)(1)(B), as discussed
above. See Changes to Implement Patent Term
Adjustment Under Twenty-Year Patent Term, 65 FR
56366, 56382-84, (September 18, 2000), 1239 OG
14, 28-30 (October 3, 2000). See also Revisionsto
Patent Term Adjustment, 78 FR 19416, 19417 (April
1, 2013), 1389 OG 224 (April 23, 2013).

Effective on September 16, 2012, 37 CFR
1.702(b)(2) was amended to reflect the statutory
change in section 3(i) of the AIA that replaced
interference proceedingswith derivation proceedings
for some applications. In addition, section 3(j) of the
AlA redesignated thetitle “Board of Patent Appeals
and Interferences’ as “Patent Trial and Apped
Board” in 35 U.S.C. 134, 145, 146, 154, and 305.
Accordingly, 37 CFR 1.702(b)(4) was amended to
reflect the redesignation of the title of the Board.
See Changes to Implement Miscellaneous Post
Patent Provisions of the Leahy-Smith America
Invents Act, 77 FR 46615 (August 6, 2012).

37 CFR 1.702(c) also indicates that a patent is
entitled to patent term adjustment if the issuance of
the patent was delayed by an interference proceeding
(35 _U.S.C. 154(b)(1)(C)(i)). Effective September
16, 2012, 37 CFR 1.702(c) was amended to reflect
the statutory change in section 3(i) of the AIA that
replaced interference proceedings with derivation
proceedings for certain applications. Specificaly,
37 CFR 1.702(c) added derivation proceedings to
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the guarantees of adjustment for Office delays. In
addition, section 3(j) of the AIA redesignated the
title“Board of Patent Appealsand Interferences’ as
“Patent Trial and Appeal Board” in 35 U.S.C. 134,
145, 146, 154, and 305. 37 CFR 1.702(d) indicates
that a patent is entitled to patent term adjustment if
the issuance of the patent was delayed by the
application being placed under asecrecy order under
35U.S.C. 181 (35 U.S.C. 154(b)(1)(C)(ii)). 37 CFR
1.702(e) indicates that a patent is entitled to patent
term adjustment if the issuance of the patent was
delayed by successful appellate review under 35
U.S.C. 141, or 145 (35__U.SC.

134,
154(b)(1)(C)(iii)).

Effective May 24, 2004, 37 CFR 1.702(e) was
amended to indicate that certain remands by the
Board of Patent Appeals and Interferences shall be
considered “a decision in the review reversing an
adverse determination of patentability” for patent
term adjustment purposes. Effective September 16,
2012, 37 CFR 1.702(€) was amended to implemented
section (3)(j) of the AIA by redesignating the title
“Board of Patent Appeals and Interferences’ as
“Patent Trial and Appea Board”.

37 CFR 1.702(f) provides that the provisions of
37 CFR 1.702 through 1.705 apply only to origina
(i.e., non-reissue) applications, except applications
for design patents, filed on or after May 29, 2000,
and patents issued on such applications. The term
“original application” includes a continuing
application  (continuation,  divisional,  or
continuation-in-part, whether the applicationisfiled
under 37 CFR 1.53(b) or as a continued prosecution
application under 37 CFR 1.53(d)) and an
international application under 35 U.S.C. 363 which
has entered the national stage. See Cooper Techs.
Co. v. Dudas, 536 F.3d 1330, 87 USPQ2d 1705
(Fed. Cir. 2008). In particular, since a continued
prosecution application (CPA) filed under 37 CFR
1.53(d) is a new (continuing) application, a CPA
filed on or after May 29, 2000, and before July 14,
2003, is entitled to the benefits of the patent term
adjustment provisions of 35 U.S.C. 154(b) and 37
CFR 1.702 through 1.705. Since a request for
continued examination (RCE) filed under 35 U.S.C.
132(b) and 37 CFR 1.114 is not a new application
(itisasubmissionin aprevioudly filed application),
filing an RCE in an application filed before May 29,
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2000, does not cause that application to be entitled
to the benefits of the patent term adjustment
provisions of 35 U.S.C. 154(b) and 37 CFR 1.702
through 1.705. In regard to international applications,
such an application must have an international filing
date on or after May 29, 2000 in order for the
provisions of 37 CFR 1.702 through 1.705 to apply.
The date on which an international application
fulfills the requirements of 35 U.S.C. 371 (e.g.,
entersthe nationa stage) is not the filing date of the
international application. See 35 U.S.C. 363. The
term “design patents’ includes patents issued from
design applications filed under 35 U.S.C. 111 and
international design applications filed under 35
U.S.C. 385.

37 CFR 1.703 Period of adjustment of patent term due to
examination delay.

[Editor Note: 37 CFR 1.703(a)(1), asreproduced below, includes
amendments applicable only to patents granted on or after
January 14, 2013 and 37 CFR 1.703(b)(4) and (), asreproduced
bel ow, include amendments applicable only to applications and
patents in which a notice of allowance issued on or after
September 17, 2012. See 37 CFR 1.703 (2012-09-17 thru
2013-03-31) or 37 CFR 1.703 (pre-2012-09-17) for paragraph
(a)(1) applicable to patents granted before January 14, 2013.
See 37 CFR 1.703 (pre-2012-09-17) for paragraphs (b)(4) and
(e) that apply if the notice of allowance was issued before
September 17, 2012.]

(&) The period of adjustment under § 1.702(a) is the sum
of the following periods:

(1) Thenumber of days, if any, in the period beginning
on the day after the date that is fourteen months after the date
on which the application was filed under 35 U.S.C. 111(a) the
date the national stage commenced under 35 U.S.C. 371(b) or
(f) inan international application and ending on the date of
mailing of either an action under 35 U.S.C. 132, or a notice of
allowance under 35 U.S.C. 151, whichever occurs first;

(2) Thennumber of days, if any, in the period beginning
on the day after the date that isfour months after the date areply
under 8 1.111 wasfiled and ending on the date of mailing of
either an action under 35 U.S.C. 132, or a notice of allowance
under 35 U.S.C. 151, whichever occurs first;

(3) Thenumber of days, if any, in the period beginning
on the day after the date that isfour months after the date areply
in compliance with 8§ 1.113(c) wasfiled and ending on the date
of mailing of either an action under 35 U.S.C. 132, or anotice
of alowance under 35 U.S.C. 151, whichever occurs first;

(4) The number of days, if any, in the period beginning
on the day after the date that is four months after the date an
appeal brief in compliance with § 41.37 was filed and ending
on the date of mailing of any of an examiner's answer under §
41.39, an action under 35 U.S.C. 132, or anotice of alowance
under 35 U.S.C. 151, whichever occursfirst;
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(5) The number of days, if any, in the period beginning
on the day after the date that is four months after the date of a
final decision by the Patent Trial and Appeal Board or by a
Federal court in an appeal under 35 U.S.C. 141 or acivil action
under 35 U.S.C. 145 or 146 where at |east one allowable claim
remainsin the application and ending on the date of mailing of
either an action under 35 U.S.C. 132 or anotice of allowance
under 35 U.S.C. 151, whichever occursfirst; and

(6) The number of days, if any, in the period beginning
on the day after the date that is four months after the date the
issue fee was paid and all outstanding requirements were
satisfied and ending on the date a patent was issued.

(b) The period of adjustment under § 1.702(b) isthe number
of days, if any, in the period beginning on the day after the date
that is three years after the date on which the application was
filed under 35 U.S.C. 111(a) or the national stage commenced
under 35 U.S.C. 371(b) or (f) in aninternational application and
ending on the date a patent was issued, but not including the
sum of the following periods:

(1) The number of days, if any, in the period beginning
on the date on which any request for continued examination of
the application under 35 U.S.C. 132(b) wasfiled and ending on
the date of mailing of the notice of allowance under 35 U.S.C.
151;

(2)(i) The number of days, if any, in the period
beginning on the date an interference or derivation proceeding
was ingtituted to involve the application in the interference or
derivation proceeding under 35 U.S.C. 135(a) and ending on
the date that the interference or derivation proceeding was
terminated with respect to the application; and

(ii) The number of days, if any, in the period
beginning on the date prosecution in the application was
suspended by the Office due to interference or derivation
proceedingsunder 35 U.S.C. 135(a) not involving the application
and ending on the date of the termination of the suspension;

(3)(i) The number of days, if any, the application
was maintained in asealed condition under 35 U.S.C. 181;

(ii) The number of days, if any, in the period
beginning on the date of mailing of an examiner's answer under
§41.39 in the application under secrecy order and ending on
the date the secrecy order was removed;

(iii) The number of days, if any, in the period
beginning on the date applicant was notified that an interference
or derivation proceeding under 35 U.S.C. 135(a) would be
instituted but for the secrecy order and ending on the date the
secrecy order was removed; and

(iv) The number of days, if any, in the period
beginning on the date of notification under § 5.3(c) of this
chapter and ending on the date of mailing of the notice of
allowance under 35 U.S.C. 151; and,

(4) Thenumber of days, if any, in the period beginning
on the date on which jurisdiction over the application passesto
the Patent Trial and Appeal Board under § 41.35(a) of this
chapter and ending on the date that jurisdiction by the Patent
Trial and Appeal Board ends under § 41.35(b) of this chapter
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or the date of the last decision by a Federal court in an appeal
under 35 U.S.C. 141 or civil action under 35 U.S.C. 145,
whichever is later.

(c) The period of adjustment under § 1.702(c) is the sum
of the following periods, to the extent that the periods are not

overlapping:

(1) Thenumber of days, if any, in the period beginning
on the date an interference or derivation proceeding was
instituted to involve the application in the interference or
derivation proceeding under 35 U.S.C. 135(a) and ending on
the date that the interference or derivation proceeding was
terminated with respect to the application; and

(2) Thennumber of days, if any, in the period beginning
on the date prosecution in the application was suspended by the
Office due to interference or derivation proceedings under 35
U.S.C. 135(a) not involving the application and ending on the
date of the termination of the suspension.

(d) The period of adjustment under § 1.702(d) is the sum
of the following periods, to the extent that the periods are not

overlapping:

(1) The number of days, if any, the application was
maintained in a sealed condition under 35 U.S.C. 181;

(2) Thenumber of days, if any, in the period beginning
on the date of mailing of an examiner’s answer under § 41.39
in the application under secrecy order and ending on the date
the secrecy order was removed;

(3) The number of days, if any, in the period beginning
on the date applicant was notified that an interference or
derivation proceeding under 35 U.S.C. 135(a) would beingtituted
but for the secrecy order and ending on the date the secrecy
order was removed; and

(4) The number of days, if any, in the period beginning
on the date of notification under § 5.3(c) of this chapter and
ending on the date of mailing of the notice of allowance under
35U.S.C. 151.

(e) The period of adjustment under § 1.702(€) is the sum
of the number of days, if any, in the period beginning on the
date on which jurisdiction over the application passes to the
Patent Trial and Appeal Board under § 41.45(a) of this chapter
and ending on the date of afinal decision in favor of applicant
by the Patent Trial and Appeal Board or a Federal court in an
appeal under 35 U.S.C. 141 or acivil action under 35 U.S.C.
145.

(f) The adjustment will run from the expiration date of the
patent as set forth in 35 U.S.C. 154(a)(2). To the extent that
periods of delay attributable to the grounds specified in § 1.702
overlap, the period of adjustment granted under this section shall
not exceed the actual number of days the issuance of the patent
was delayed. The term of a patent entitled to adjustment under
8§ 1.702 and this section shall be adjusted for the sum of the
periods calculated under paragraphs (a) through (e) of this
section, to the extent that such periods are not overlapping, less
the sum of the periods calculated under § 1.704. The date
indicated on any certificate of mailing or transmission under §
1.8 shall not be taken into account in this calculation.
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(g) No patent, the term of which has been disclaimed
beyond a specified date, shall be adjusted under § 1.702 and
this section beyond the expiration date specified in the
disclaimer.

37 CFR 1.703 specifies the period of adjustment if
apatent is entitled to patent term adjustment under
35 U.S.C. 154(b)(1) and 37 CFR 1.702. See MPEP
§ 2731 for more information.

On September 16, 2012, 37 CFR 1.703 wasamended
to reflect the statutory change in section 3(i) of the
AlA that replaced interference proceedings with
derivation proceedings for certain applications. See
AlA section 3(n). 37 CFR 1.702(c) added derivation
proceedings to the guarantees of adjustment for
Office delays. In addition, section 3(j) of the AIA
redesignated the “Board of Patent Appeas and
Interferences’ as “Patent Trial and Appeal Board”
in 35 U.S.C. 134, 145, 146, 154, and 305. 37 CFR
1.703(a)(5) was amended to reflect the change to
thetitle of the Patent Board and 37 CFR 1.703(b)(2),
(b)(3), (€)(1), and (d)(3) were amended to reflect the
addition of derivation proceedings to the rules
providing patent term adjustment for Office delay.

Effective September 17, 2012, any application that
receives a notice of allowance on or after such date
and issues as a patent, is entitled to patent term
adjustment under 37 CFR 1.702(e) for the sum of
the number of days, if any, in the period beginning
on the date on which jurisdiction passesto the Patent
Trial and Appeal Board and ends on the date of a
final decision in favor of applicant by the Patent
Trial and Appeal Board or a federal court in an
appeal under 35 U.S.C. 141 or acivil action under
35 U.S.C. 145 See Revisions of Patent Term
Adjustment Provisions Relating to Appellate Review,
77 FR 49354 (August 16, 2012).

Effective September 17, 2012, any application that
receives a notice of alowance on or after such date
and issues as a patent, the three year delay under 37
CFR 1.703(b) does not include the number of days,
if any, in the period beginning on the date which
jurisdiction passes to the Patent Trial and Appeal
Board under 37 CFR 41.35(a) to the date that the
jurisdiction of the Patent Trial and Appeal Board
ends under 37 CFR 41.35(b) or the date of the last
decision by the federal court in an appeal under 35
U.S.C. 141 or civil action under 35 U.S.C. 145.
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The Office will also apply the changes to 37 CFR
1.703 in any timely patent term adjustment
reconsideration proceeding that is initiated on or
after September 17, 2012. To allow patenteesto take
advantage of changes to this provision relating to
appellate review, the Office will consider any of the
following timely-filed proceedingsto be an eligible
"patent term adjustment reconsideration proceeding”
if initiated on or after September 17, 2012:

(1) reconsideration proceedings initiated
pursuant to aremand from atimely filed civil action
in federal court;

(2) reconsideration proceedings initiated
pursuant to atimely request for reconsideration of
the patent term adjustment indicated in the patent
under 37 CFR 1.705(d) (2012) in which the patentee
argues that the change to 37 CFR 1.703 in thisfinal
ruleis applicableto his or her patent; and

(3) reconsideration proceedings initiated
pursuant to a request for reconsideration that seeks
reconsideration of the Office's decision under 37
CFR 1.705(d) (2012) regarding patent term
adjustment under the Office's former interpretation
of the appellate review language of 35 U.S.C.
154(b)(1)(B)(ii) and (C)(iii), if such request isfiled
within two months of the date of the decision for
which reconsideration is requested. See 37 CFR

1.181(f).

For applicationsin which the patent was granted on
or after January 14, 2013, 37 CFR 1.703(a)(1)
provides patent term adjustment if the Office fails
to mail at least one of anotification under 35 U.S.C.
132 or a notice of allowance under 35 U.S.C. 151
not later than 14 months after the date on which the
application was filed under 35 U.S.C. 111(a) or the
date the national stage commenced under 35 U.S.C.
371(b) or (f) in an international application. For
applicationsfiled on or after May 29, 2000 in which
the patent was granted prior to January 14, 2013, the
fourteen month measurement in internationa
applications is based upon the date that application
fulfilled the requirements of 35 U.S.C. 371 and not
the date the national stage commenced.

Effective January 9, 2015, 37 CFR 1.703(b)(1) was
amended to provide that the time consumed by
continued examination of the application under 35
U.S.C. 132(b) is the number of days, if any, in the
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period beginning on the date on which any request
for continued examination of the application under
35 U.S.C. 132(b) was filed and ending on the date
of mailing of the notice of alowance under 35
U.S.C. 151. This change is effective for any patent
granted before, on, or after January 9, 2015. See
MPEP § 2731 for more information. See
also NovartisAG v. Lee, 740 F.3d 593, 109 USPQ2d
1385 (Fed. Cir. 2014).

37 CFR 1.704 Reduction of period of adjustment of patent
term.

[Editor Note: 37 CFR 1.704(c)(12), asreproduced below, include
changes applicable only to applications in which a request for
continued examination under 35 U.S.C. 132(b) and 37 CFR
1.114 wasfiled on or after March 10, 2015. In addition, 37 CFR
1.704(c)(11), (c)(13), (c)(14), and (f), as reproduced below,
include changes applicable only to patent applications filed
under 35 U.S.C. 111 on or after December 18, 2013, and to
international patent applications in which the national stage
commenced under 35 U.S.C. 371 on or after December 18, 2013.
For 37 CFR 1.704(c)(11) and (c)(12) in effect for applications
filed before (and international applicationsin which the national
stage commenced before) December 18, 2013, and in which a
notice of appeal was filed on or after September 17, 2012, see
37 CFR 1.704 (2012-09-17 thru 2013-12-17). For 37 CFR
1.704(c)(11) in effect for applications in which there was no
notice of appeal filed on or after September 17, 2012, see 37
CFR 1.704 (pre-2012-09-17).37 CFR 1.704(€) below includes
changes applicable only to applications in which a notice of
allowance was mailed on or after April 1, 2013. For 37 CFR
1.704(e) in effect for applications in which the notice of
allowance was mailed prior to April 1, 2013, see 37 CFR
1.704(e)(pre-2013-03-31). 37 CFR 1.704(c)(10)(ii) below
includes changes applicable only to patent applicationsinwhich
anotice of appeal wasfiled on or after September 17, 2012. For
37 CFR 1.704(c)(10) in effect for applications in which the
notice of appeal filed prior to September 17, 2012, see 37 CFR
1.704(c)(10)(pre-2012-09-17).]

(@) The period of adjustment of the term of a patent under
§ 1.703(a) through (e) shall be reduced by a period equal to the
period of time during which the applicant failed to engage in
reasonabl e efforts to conclude prosecution (processing or
examination) of the application.

(b) With respect to the grounds for adjustment set forth in
§8 1.702(a) through (€), and in particular the ground of
adjustment set forthin § 1.702(b), an applicant shall be deemed
to have failed to engage in reasonabl e efforts to conclude
processing or examination of an application for the cumulative
total of any periods of timein excess of three months that are
taken to reply to any notice or action by the Office making any
rejection, objection, argument, or other request, measuring such
three-month period from the date the notice or action was mailed
or given to the applicant, in which case the period of adjustment
set forth in § 1.703 shall be reduced by the number of days, if
any, beginning on the day after the date that is three months
after the date of mailing or transmission of the Office
communication notifying the applicant of the rejection,
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objection, argument, or other request and ending on the date the
reply was filed. The period, or shortened statutory period, for
reply that is set in the Office action or notice has no effect on
the three-month period set forth in this paragraph.

(c) Circumstancesthat constitute a failure of the applicant
to engage in reasonable efforts to conclude processing or
examination of an application also include the following
circumstances, which will result in the following reduction of
the period of adjustment set forth in § 1.703 to the extent that
the periods are not overlapping:

(1) Suspension of action under § 1.103 at the
applicant’s request, in which case the period of adjustment set
forthin 8§ 1.703 shall be reduced by the number of days, if any,
beginning on the date a request for suspension of action under
8§ 1.103 was filed and ending on the date of the termination of
the suspension;

(2) Deferra of issuance of apatent under § 1.314, in
which case the period of adjustment set forth in § 1.703 shall
be reduced by the number of days, if any, beginning on the date
arequest for deferral of issuance of a patent under § 1.314 was
filed and ending on the date the patent was issued,;

(3) Abandonment of the application or late payment
of theissuefee, in which case the period of adjustment set forth
in § 1.703 shall be reduced by the number of days, if any,
beginning on the date of abandonment or the date after the date
the issue fee was due and ending on the earlier of:

(i) Thedate of mailing of the decision reviving the
application or accepting late payment of the issue fee; or

(ii) Thedatethat isfour months after the date the
grantable petition to revive the application or accept |ate payment
of the issue fee wasfiled;

(4) Failuretofileapetition to withdraw the holding of
abandonment or to revive an application within two months
from the mailing date of anotice of abandonment, in which case
the period of adjustment set forth in § 1.703 shall be reduced
by the number of days, if any, beginning on the day after the
date two months from the mailing date of a notice of
abandonment and ending on the date a petition to withdraw the
holding of abandonment or to revive the application was filed;

(5) Conversion of aprovisiona application under
35U.S.C. 111(b) toanonprovisiond application under 35 U.S.C.
111(a) pursuant to 35 U.S.C. 111(b)(5), in which case the period
of adjustment set forth in § 1.703 shdl bereduced by the number
of days, if any, beginning on the date the application was filed
under 35 U.S.C. 111(b) and ending on the date arequest in
compliance with § 1.53(c)(3) to convert the provisional
application into a nonprovisional application was filed;

(6) Submission of a preliminary amendment or other
preliminary paper less than one month before the mailing of an
Office action under 35 U.S.C. 132 or notice of allowance under
35U.S.C. 151 that requiresthe mailing of asupplemental Office
action or notice of allowance, in which case the period of
adjustment set forth in 8 1.703 shall be reduced by the lesser
of:

(i) The number of days, if any, beginning on the
day after the mailing date of the original Office action or notice
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of allowance and ending on the date of mailing of the
supplemental Office action or notice of alowance; or

(if) Four months;

(7) Submission of areply having an omission (§
1.135(c)), in which case the period of adjustment set forthin §
1.703 shall bereduced by the number of days, if any, beginning
on the day after the date the reply having an omission was filed
and ending on the date that the reply or other paper correcting
the omission was filed;

(8) Submission of asupplemental reply or other paper,
other than a supplemental reply or other paper expressly
requested by the examiner, after areply hasbeenfiled, in which
case the period of adjustment set forth in 8 1.703 shall be
reduced by the number of days, if any, beginning on the day
after the date the initial reply was filed and ending on the date
that the supplemental reply or other such paper was filed;

(9) Submission of an amendment or other paper after
adecision by the Patent Trial and Appeal Board, other than a
decision designated as containing a new ground of rejection
under § 41.50(b) of thistitle or statement under § 41.50(c) of
thistitle, or adecision by a Federal court, less than one month
before the mailing of an Office action under 35 U.S.C. 132 or
notice of allowance under 35 U.S.C. 151 that requires the
mailing of a supplemental Office action or supplemental notice
of allowance, in which case the period of adjustment set forth
in 8 1.703 shall be reduced by the lesser of:

(i) The number of days, if any, beginning on the
day after the mailing date of the original Office action or notice
of allowance and ending on the mailing date of the supplemental
Office action or notice of allowance; or

(if) Four months;

(10) Submission of an amendment under § 1.312 or
other paper, other than arequest for continued examination in
compliance with 8§ 1.114, after anotice of allowance has been
given or mailed, in which case the period of adjustment set forth
in § 1.703 shall be reduced by the lesser of:

(i) The number of days, if any, beginning on the
date the amendment under § 1.312 or other paper wasfiled and
ending on the mailing date of the Office action or noticein
response to the amendment under § 1.312 or such other paper;
or

(it) Four months;

(11) Failureto file an appeal brief in compliance with
§ 41.37 of this chapter within three months from the date on
which anotice of appeal to the Patent Trial and Appeal Board
was filed under 35 U.S.C. 134 and 8 41.31 of this chapter, in
which case the period of adjustment set forth in § 1.703 shall
be reduced by the number of days, if any, beginning on the day
after the date three months from the date on which a notice of
appedl to the Patent Trial and Appeal Board was filed under 35
U.S.C. 134 and § 41.31 of this chapter, and ending on the date
an appeal brief in compliance with § 41.37 of this chapter or a
request for continued examination in compliance with § 1.114
wasfiled;
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(12) Submission of arequest for continued examination
under 35 U.S.C. 132(b) after any notice of allowance under 35
U.S.C. 151 has been mailed, in which case the period of
adjustment set forth in § 1.703 shall be reduced by the number
of days, if any, beginning on the day after the date of mailing
of the notice of allowance under 35 U.S.C. 151 and ending on
the date the request for continued examination under 35 U.S.C.
132(b) wasfiled;

(13) Failureto provide an application in condition for
examination as defined in paragraph (f) of this section within
eight months from either the date on which the application was
filed under 35 U.S.C. 111(a) or the date of commencement of
the national stage under 35 U.S.C. 371(b) or (f) inan
international application, in which casethe period of adjustment
set forth in § 1.703 shall be reduced by the number of days, if
any, beginning on the day after the date that is eight months
from either the date on which the application was filed under
35 U.S.C. 111(a) or the date of commencement of the national
stage under 35 U.S.C. 371(b) or (f) in aninternational application
and ending on the date the application isin condition for
examination as defined in paragraph (f) of this section; and

(14) Further prosecution via a continuing application,
inwhich case the period of adjustment set forth in § 1.703 shall
not include any period that is prior to the actual filing date of
the application that resulted in the patent.

(d)(1) A paper containing only an information
disclosure statement in compliance with 88 1.97 and 1.98 will
not be considered afailure to engage in reasonable efforts to
conclude prosecution (processing or examination) of the
application under paragraphs (c)(6), (c)(8), (c)(9), or (c)(10) of
this section, and arequest for continued examination in
compliance with § 1.114 with no submission other than an
information disclosure statement in compliance with 8§ 1.97
and 1.98 will not be considered afailure to engagein reasonable
efforts to conclude prosecution (processing or examination) of
the application under paragraph (c)(12) of this section, if the
paper or request for continued examination is accompanied by
a statement that each item of information contained in the
information disclosure statement:

(i) Wasfirst cited in any communication from a
patent officein acounterpart foreign or international application
or from the Office, and this communication was not received
by any individual designated in § 1.56(c) more than thirty days
prior to the filing of the information disclosure statement; or

(i) Isacommunication that wasissued by apatent
officein acounterpart foreign or international application or by
the Office, and this communication was not received by any
individual designated in § 1.56(c) more than thirty days prior
to the filing of the information disclosure statement.

(2) Thethirty-day period set forth in paragraph (d)(2)
of this section is not extendable.

(e) The submission of arequest under § 1.705(c) for
reinstatement of reduced patent term adjustment will not be
considered afailure to engage in reasonabl e efforts to conclude
prosecution (processing or examination) of the application under
paragraph (c)(10) of this section.
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(f) Anapplication filed under 35 U.S.C. 111(a) isin
condition for examination when the application includes a
specification, including at least one claim and an abstract (§
1.72(b) ), and has papers in compliance with § 1.52 , drawings
(if any) in compliance with § 1.84 , any English translation
required by 8 1.52(d) or § 1.57(a) , asequencelistingin
compliance with § 1.821 through § 1.825 (if applicable), the
inventor’s oath or declaration or an application data sheet
containing the information specified in § 1.63(b) , the basic
filing fee (8 1.16(a) or § 1.16(c) ), the search fee (8 1.16(k) or
§1.16(m) ), the examination fee (8 1.16(0) or § 1.16(q) ), any
certified copy of the previously filed application required by §
1.57(a) , and any application size fee required by the Office
under § 1.16(s) . Aninternational applicationisin condition for
examination when the application has entered the national stage
asdefined in § 1.491(b), and includes a specification, including
at least one claim and an abstract (8 1.72(b) ), and has papers
in compliance with § 1.52 , drawings (if any) in compliance
with § 1.84 , a sequence listing in compliance with § 1.821
through 8§ 1.825 (if applicable), theinventor’s oath or declaration
or an application data sheet containing the information specified
in 8 1.63(b) , the search fee (8§ 1.492(b) ), the examination fee
(81.492(c) ), and any application sizefeerequired by the Office
under § 1.492(j). An application shall be considered as having
papers in compliance with 8 1.52 , drawings (if any) in
compliance with § 1.84 , and a sequence listing in compliance
with 8§ 1.821 through § 1.825 (if applicable) for purposes of this
paragraph on thefiling date of the latest reply (if any) correcting
the papers, drawings, or sequencelisting that is prior to the date
of mailing of either an action under 35 U.S.C. 132 or a notice
of allowance under 35 U.S.C. 151 , whichever occurs first.

Section 1.704 implements the provisions of 35
U.S.C. 154(b)(2)(C). 35 U.S.C. 154(b)(2)(C)
specifies certain circumstances as constituting a
failure of an applicant to engage in reasonabl e efforts
to conclude processing or examination of an
application and also provides for the Office to
prescribe regulations establishing circumstancesthat
congtitute a failure of an applicant to engage in
reasonable efforts to conclude processing or
examination of an application. For moreinformation,

see MPEP § 2732.

Section 3(j) of the Al A redesignated thetitle“Board
of Patent Appealsand Interferences’ as* Patent Trial
and Appeal Board” in35U.S.C. 134, 145, 146, 154,
and 305. Effective September 16, 2012, 37 CFR
1.704(c)(9) was amended to reflect the change to
the title of the Board.

Effective December 1, 2011, 37 CFR 1.704(d) was
amended to allow the diligent applicant to avoid
patent term adjustment reduction for an information
disclosure statement (IDS) submission that results
from a communication from the Office if submitted
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within 30 days of receipt of the communication by
any individual designated in 37 CFR 1.56(c). See
Revision of Patent Term Adjustment Provisions
Relating to Information Disclosure Statements, 76
FR 74700 (December 1, 2011). Previously, this
section only alowed a diligent applicant to avoid
patent term adjustment reduction if theIDSwascited
as a result from a foreign patent Office. Effective
March 10, 2015, 37 CFR 1.704(d)(1) provides that
arequest for continued examination in compliance
with 37 CFR 1.114 with no submission other than
an information disclosure statement in compliance
with 37 CFR 1.97 and 37 CFR 1.98 will not be
considered afailure to engage in reasonable efforts
to conclude prosecution (processing or examination)
of the application under 37 CFR 1.704(c)(12), if the
reguest for continued examination under 35 U.S.C.
132(b) is accompanied by the statement provided
for in 37 CFR 1.704(d).

Effective September 17, 2012, 37 CFR 1.704(c)(11)
was amended to providethat failureto file an appeal
brief in compliance with 37 CFR 41.37 within three
months from the date that the notice of appeal was
filed would constitute a failure to engage in
reasonable efforts to conclude processing or
examination of the application. The amended rule
is applicable with respect to the filing of an appeal
brief in any application (other than design or reissue
applications) in which the notice of appeal is filed
on or after September 17, 2012.

Prior to September 17, 2012, 37 CFR 1.704(c)(11)
contained a provision that further prosecution viaa
continuing application isacircumstance constituting
a failure of an applicant to engage in reasonable
efforts to conclude processing or examination of an
application. Effective September 17, 2012, this
provision previously labeled as 37 CFR 1.704(c)(11)
was labelled 37 CFR 1.704(c)(12). Effective
December 18, 2013, this same provision was
amended to belocated in 37 CFR 1.704(c)(13), and
anew provision regarding the failure to provide an
application in condition for examination, as defined
in 37 CFR 1.704(f), was added as 37 CFR
1.704(c)(12). Effective March 10, 2015, the same
provision formerly labelled as 37 CFR 1.704(c)(13)
isnow labelled as 37 CFR 1.704(c)(14).
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Effective for applicationsfiled under 35 U.S.C. 111
on or after December 18, 2013 and international
applications in which the national stage was
commenced under 35 U.S.C. 371 on or after
December 18, 2013, the following changes to 37
CFR 1.704 were made. On December 18, 2013,37
CFR 1.704(c)(12) was added to provide for a
reduction in any earned patent term adjustment in
the situation in which an application is not in
condition for examination within eight monthsfrom
when an application under 35 U.S.C. 111 wasfiled
or when aninternational application commenced the
national stage under 35 U.S.C. 371(b) or (f).
Effective March 10, 2015, this provision was
amended to belabelled as 37 CFR 1.704(c)(13). On
December 18, 2013, 37 CFR 1.704(f) was added to
define when an application is “in condition for
examination” for purposes of 37 CFR 1.704(c)(13).
37 CFR 1.704(c)(11) was modified to delete the
“and” at the end of the paragraph because it is no
longer the penultimate paragraph of 37 CFR 1.704.

Effective for applications in which a request for
continued examination was filed on or after March
10, 2015, 37 CFR 1.704(c)(12) was amended to
include a new provision that establishes the
submission of arequest for continued examination
under 35 U.S.C. 132(b) after any notice of allowance
under 35 U.S.C. 151 has been mailed as constituting
a failure of an applicant to engage in reasonable
efforts to conclude processing or examination of an
application, in which case the period of adjustment
set forth in 37 CFR 1.703 shall be reduced by the
number of days, if any, beginning on the day after
the date of mailing of the notice of alowance under
35U.S.C. 151 and ending on the date the request for
continued examination under 35 U.S.C. 132(b) was
filed. See MPEP § 2732 for more information.

37 CFR 1.705 Patent term adjustment determination

[Editor Note: 37 CFR 1.705, as reproduced below, include
amendments applicable only to patents granted on or after
January 14, 2013. See (pre-2013-04-01) 37 CFR 1.705(a)-(f) in
effect with respect to applications granted prior to 